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100. FEDERAL TRADEMARK ACT 
(Construction of Statutes) 


100.3 Act oF 1946 Articles: 389, 773 


100.31 Section 1 
Refusal of registration overruled and registration granted. Applicant sold aircraft on so- 
called “fly-away” basis. There was no actual shipment by applicant. Instead, the purchaser 
travels to applicant’s place of business and flies away with purchased aircraft. The Board 
found that Congress under the Federal Aviation Act of 1958 provided for stringent regulation 
of sale and manufacture of aircraft, whether it be interstate or intrastate, and held applicant's 
use of mark sought to be registered constituted use in commerce within the meaning of the 


Trademark Act of 1946. 1127 


100.32 Section 2 

Applicant’s subsidiary corporation was owner under the Act of 1905 of the same mark 
sought to be registered for an identical kind of goods. The Board held Section 2(d) pro- 
hibited the registration of a mark which so resembles a mark “registered in the Patent Office” 
and the “related companies” use provision under Section 5 did not sanction the issuance of a 
registration of the same mark for the same goods to two or more separate legal entities, 
regardless of any possible relationship between them. 440 
The court held that the Trademark Act is not an act to register words but to register 
trademarks. Words are not registrable merely because they do not happen to be descriptive 
of the goods or services. Therefore, it was unnecessary to consider the applicant's argument 
that the word “merely” in Section 2(e) of the statute means fully and completely descrip- 
647 

The term “registered mark” as used in Section 2(d) of the Act of 1946 includes marks 
registered under the Act of 1920 (Section 45) and therefore registrations under the Act of 
1920 constitute a bar to registration under Act of 1946. 652 


tive. 


100.35 Section 5 
Applicant’s subsidiary corporation was owner under the Act of 1905 of the same mark 
sought to be registered for an identical kind of goods. The Board held Section 2(d) pro- 
hibited the registration of a mark which so resembles a mark “registered in the Patent Office” 
and the “related companies” use provision under Section 5 did not sanction the issuance of 
a registration of the same mark for the same goods to two or more separate legal entities, 
regardless of any possible relationship between them. 440 


100.38 Section 8 Articles: 470, 569 


100.44 Section 14 

Petition for cancellation dismissed. The Board found that the issues in the instant can- 
cellation proceeding were precisely the same as those in a prior interference (between peti- 
tioner’s application to register ToNIcooL for shampoo and registrant’s application to register 
TONI for shampoo) which had been dissolved on the basis of registrant’s incontestable regis- 
tration of TONI for permanent waving kits and held the prior decision of the court prevented 
petitioner from qualifying under Section 14 as one who is or will be damaged by the regis- 
tration sought to be canceled. 526 

A suit for cancellation of Federal registration cannot be independently maintained in 
District Court under Lanham Act without some other basis of jurisdiction. 

Sections 14 and 21 of Lanham Act would seem to require that remedy be sought admin- 
istratively in Patent Office. Under certain circumstances administrative remedies and District 
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Court remedies under Sections 14 and 37 are concurrent (see Simmonds Aerocessories v. 
Elastic Stop Nut Corp., 48 TMR 1469). However, where there is no other basis for juris- 
diction, an original suit may not be maintained in District Court. 1242 


100.45 Section 15 


Petition for cancellation dismissed. The Board found that the issues in the instant 
cancellation proceeding were precisely the same as those in a prior interference (between 
petitioner’s application to register TONICOoL for shampoo and registrant’s application to register 
TONI for shampoo) which had been dissolved on the basis of registrant’s incontestable regis- 
tration of TonI for permanent waving kits and held the prior decision of the court prevented 
petitioner from qualifying under Section 14 as one who is or will be damaged by the regis- 


tration sought to be canceled. 526 
That plaintiff's registration became incontestable under Section 15 does not prevent de- 
fendant from availing itself of the defense of laches. 1102 


100.49 Section 19 
Applicant’s defense of laches under Section 19 was denied where applicant did not prove 


that opposer had notice of applicant’s wide sale and advertising of its marks prior to pub- 


a: tye =) 


lication of applicant’s mark for opposition. 979 
The Board followed holding of CCPA in Salem v. Miami, 47 TMR 1267, and held 


_ that equitable defense of acquiescence, laches and estoppel are inapplicable in an opposition 


proceeding, where the opposer had no previous opportunity to oppose an application to register. 
Since this was the first opportunity for opposer to object applicant’s right to registration, 
the equitable defense of estoppel was inapplicable. Opposition was dismissed on other grounds. 
1130 

100.51 Section 21 


A suit for cancellation of Federal registration cannot be independently maintained in 


_ District Court under Lanham Act without some other basis of jurisdiction. 


Sections 14 and 21 of Lanham Act would seem to require that remedy be sought ad- 


' ministratively in Patent Office. Under certain circumstances administrative remedies and 
| District Court remedies under Sections 14 and 37 are concurrent (see Simmonds Aerocessories 
_ v. Elastic Stop Nut Corp., 48 TMR 1469). However, where there is no other basis for juris- 
F diction, an original suit may not be maintained in District Court. 1242 


100.52 Section 22 Article: 902 
100.53 Section 23 
Section 23 of the Act provides for registration of a slogan on the Supplemental Register. 


lt is not a valid objection that a slogan may possess a descriptive meaning. It will ordinarily 


suffice if the slogan possesses some degree of ingenuity in its phraseology in connection with 
the goods. 435 


100.65 Section 35 


The Court granted defendant’s counterclaim and enjoined plaintiff’s use of name yYorK 
for furnaces and heating products and, although Court found defendant’s damage and loss of 
profits was incapable by its nature of exact ascertainment, awarded defendant damages of 


$2,280,000 as a reasonable estimate of damages. 1226 


100.67 Section 37 


A suit for cancellation of Federal registration cannot be independently maintained in 
District Court under Lanham Act without some other basis of jurisdiction. 

Sections 14 and 21 of Lanham Act would seem to require that remedy be sought ad- 
ministratively in Patent Office. Under certain circumstances administrative remedies and 
District Court remedies under Sections 14 and 37 are concurrent (see Simmonds Aerocessories 








ee . 
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v. Elastic Stop Nut Corp., 48 TMR 1469). However, where there is no otaer basis for 
jurisdiction, an original suit may not be maintained in District Court. 1242 


100.74 Section 44 
The Board held that two applications based on German registrations in the hands of 


the Attorney General were void as he was not one of the persons identified in Section 44(b) 
91 


capable of prosecuting applications based on foreign registrations. 

The Board held (Footnote 1) that Ex parte Societe Fromageries Bel, 105 USPQ 392, 
45 TMR 846 (Com’r 1955) merely stands for the proposition that a foreign applicant relying 
on Section 44(d) and 44(e) precludes an applicant from submitting evidence to show specific 
nature of goods on which the mark is used even if use is outside the United States; thus 
applicant’s request to amend its application to change the identification of goods was entered. 988 


100.75 Section 45 


The composite mark of applicant was its “house mark” and apparently a “merchant's” 
94 


mark within the definition of Section 45. 


Registration granted. Applicant filed to register MiILNoT for a blend of evaporated nonfat 
The Federal Filled Milk Act pro- 


milk and vegetable oil, commonly called “filled milk.” 
The Board found that 


hibited applicant from shipping its product in interstate commerce. 
applicant operated dairy plants in four states which did not prohibit the sale of filled milk 
and received orders for MILNOT at its home office in Illinois from the four states and held 
that applicant was engaged in a business which operates plants in four different states and 
sales under the mark MILNOT were made in interstate commerce. The orders for MILNOT 
filled milk were accepted across state lines and sales were invoiced across state lines. Such 
sales were neither prohibited by nor inconsistent with the provisions of the Federal Filled 
Milk Act. 432 

The term “registered mark” as used in Section 2(d) of the Act of 1946 includes marks 
registered under the Act of 1920 (Section 45) and therefore registrations under the Act of 
1920 constitute a bar to registration under Act of 1946. 652 

Refusal of registration overruled and registration granted. Applicant sold aircraft on 
so-called “fly-away” basis. There was no actual shipment by applicant. Instead, the pur- 
chaser travels to applicant’s place of business and flies away with purchased aircraft. The 
Board found that Congress under the Federai Aviation Act of 1958 provided for stringent 
regulation of sale and manufacturer of aircraft, whether it be interstate or intrastate, and 
held applicant’s use of mark sought to be registered constituted use in commerce within the 


meaning of the Trademark Act of 1946. 1127 


200. PATENT OFFICE PROCEEDINGS 


200.1 REGISTRABILITY (Ex PARTE) 


200.11 In General 
An over-all surface decoration appearing on the reverse face of checks, bank money orders, 
and other items which applicant sells is not deemed to be a “device” capable of distinguishing 
applicant's gocds within the meaning of Section 23 of the statute. 205 
Registration of CREATIVITY THROUGH CHEMISTRY for booklets refused, because it is the 
title of a single publication and was adopted, not to distinguish this from publications of others, 
but merely as the title of a booklet publicizing applicant’s engineering services. 209 
Application to register the German words DEUTSCHER RUNDFUNK CHICAGO—-translated 


GERMAN RADIO BROADCAST CHICAGU—refused on grounds specimens submitted with application 
278 


Article: 221 


showed term used only as a trade name. 
Registration for an identification tag bearing the words MEDIC ALERT and designs which 
are intended to be worn by persons suffering from a medical disability was denied. The Boar? 
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held the words MEDIC ALERT and design functioned only to alert the viewer that wearer had 
some disability and did not indicate origin of the tags. 280 

Registration denied. The Board found that the specimens filed with application comprised 
photoprints of a drawing, a portion of the containers of the goods and photographs of a panel 
of a truck in which applicant’s goods were delivered and held the photoprints were not evi- 
dence of a trademark use, and the use of a mark only on the panel of a truck was merely 


advertising. 361 
The Board held the general rule is that in the absence of a showing of secondary meaning 
a mere background display of a word mark is not registrable. 364 


Registration refused. The Board denied registration on the Supplemental Register of 
what was described as “the package of the goods itself nested in a transparent wrapper to 
have the appearance of a crown” for plastic cups and saucers holding that there is no statutory 
authority for registration of the “arrangement” of goods. 431 

The Board held that a label which contained the common descriptive name of the goods 
(and the abbreviation therefor) did not form part of the mark sought to be registered and 
should be deleted from the drawing or the application amended to request registration on the 
Supplemental Register on the basis of the drawing submitted. 433 

Registration refused. The Board held that the shape of indentation made by the crimping 
tool on terminals and connectors was not registrable where the record failed to show such 
shape performed a trademark function. The mere picturing of a product in advertising and 
promotional material creates no trademark rights in the shape of the product pictured or any 
portion thereof. 435 

The Board in refusing registration of a background design found that the photograph of 
container of applicant’s goods also bore the mark Esso within the ovals of the design and the 
name of the goods “Motor Cleaner” appeared on the white background below each oval and 


» held where the background and word mark create a single impression the background is not 


registrable unless it can be shown that such material in fact identifies and distinguishes 
applicant’s goods. 439 
Registration for the mark “pb” refused where Board found specimen filed with application 


| showed use of the letter “pn” only as part of the designation stABELEX “Db” CAPACITORS and held 


the letter “b” was not registrable apart from the term sTABELEX. 525 

Registration refused. The Board held applicant’s use of pRopUCT LINER was as the name 
for vehicles employed by applicant to advertise and display its goods rather than as a mark 
to identify applicant’s goods. The words propucT LINER were conspicuously displayed above 
the windshield and on the side of the cabs of applicant’s vehicles. This was not a trademark 
use of the words for goods displayed in association with them. 652 


CHECK spot (Applicant) for temperature indicator for frozen foods. 

Registration granted. While term may be informational in character, it does not nec- 
essarily follow that it is therefore incapable of identifying applicant’s goods. Applicant's 
submissions by affidavits and otherwise show promotion of the term as a trademark and 
apparent recognition as such by purchasers. 1131 


200.13 Collective Marks 
Registration refused. The Board found that a flag label bearing the words UNDERWRITERS’ 
LABORATORIES INC.—INSPECTED—POWER SUPPLY CORD—ISSUE V—/00—MADE IN USA did not serve 
‘0 identify goods produced by members of an association or to indicate membership in an 
associatiu Sut merely served to indicate that the goods had been inspected and approved by 
Underwriters’ Laboratories, Inc. and thus did not function as a collective mark. 998 


200.14 Color Marks 
' Applicant entitled to register its red and green Scottish tartan design used since 1927 
lot sportswear. 
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Applicant’s mark served not only as an embellishment for its labels but also as a symbol 
of its goods. 93 


It is a general rule that color arbitrarily applied to the surface of goods, even though 
it may be capable of distinguishing, is not registrable on the Principal Register in the absence 
of a convincing showing that the color is to distinguish the goods rather than to enhance the 
appearance thereof. 202 


Registration denied. The applicant sought to register on the Supplemental Register the 
phrase RED FASHION COLOR for hair tinting, dyeing and color preparations. The Board held 
the word “red” is a primary color designation and when used in its primary sense it is 
incapable of distinguishing the goods of any one person. 364 

The mere division of a label into a number of background colors is not distinctive 
or arbitrary. 439 

Color arrangements which are arbitrary in nature used in the background of a word 
mark may be registered on the Supplemental Register if this arrangement distinguishes 
applicant’s goods. 527 

Registration denied. A design consisting of parallel red and blue bands woven into the 
top of men’s white socks would be regarded only as an ornamental feature rather than as 
an indication of origin. 653 


200.16 Confusingly Similar Marks (see Section 400) 


200.17 Descriptive and Generic Marks 


The mere fact that a term can be found in the dictionary does not mean that it is de- 
scriptive of all products on which it may be used. Grap is arbitrary when applied to clothing. 
76 


The Board held that while sUPER-KLENz for a powdered detergent may have some de- 


scriptive connotation, it was not merely descriptive within the purview of Section 2(e). 
Registration, however, was refused on other grounds. 86 


DANGER SIGNAL (Applicant) for bull plugs. 

DANGER SIGNAL for bull plugs (threaded fittings inserted in an aperture in a tube or pipe 
at special intervals to close it during operation of a process) is highly suggestive but not 
merely descriptive because function of applicant’s bull plugs is not to signal danger but to 
close an aperture in a pipe or tube. It is only when the bull plug is removed indicating an 
open aperture that any danger exists. Refusal of registration overruled. 90 

Registration denied. SHAMPOO PLUS EGG for shampoo with eggs added is the descriptive 
name of applicant’s products and the words do not constitute a trademark. 95 

Registration denied. The Board held HEAvy-DuTy for roof coating was merely descrip- 
tive. 96 

Registration of SUPER SPUN for mineral fiber insulation refused as the term is inherently 
descriptive of the goods and there is no evidence in the record that it distinguishes appli- 
cant’s rock wool from similar products of others. 209 

The word cULTURED when applied to fabrics is an arbitrary use of an ordinary word and 
is not descriptive. 267 

Registration of word, POINTMAKER denied when it was found to be part of the unitary 
expressions ELECTRONIC POINTMAKER and there was no common name other than “Electronic 
Pointmaker” by which applicant’s electronically operated amusement game machine could be 
ordered. 277 


Registration denied. The Board held skKALLOPING with a wavy line over the “K” for 
shears and scissors for cutting undulated edges was the common descriptive name for scal- 
loping shears, the goods of applicant. 279 
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Registration denied. The Board held ARTESIAN WATER SOFTENER displayed on a colored 
background for water softeners and conditioners was incapable of distinguishing applicant’s 


_ goods from similar goods sold by others for the purpose of softening Artesian well water. 280 


Registration denied. The Board held the words CLEAN HANDS for a hand cleaner was 
merely descriptive and nothing in the record suggested that the term had acquired a sec- 
ondary meaning. 280 

Registration denied. The Board found Grecc was the name of a method or system of 
shorthand and held applicant’s use of Grecc on “official” shorthand notebooks and letterhead 


pads was an informational statement and not a trademark use. 429 
Registration denied. The Board held camtoc for a clip accessory for a suspension system 
for mounting tile-form elements merely descriptive of the product. 431 


Registration denied. The Board held PuSH-BUTTON FocUSING for cameras was an apt 
descriptive term used to advise the purchasing public of a particular feature of applicant’s 
camera. 432 

Registration granted. Although “cultured” is merely descriptive of milk which has been 
fermented by means of a lactic acid bacillus culture the Board held cuLTURED was not merely 
descriptive for a pancake mix. 432 


OBEDIENCE OSCAR for animal achievement awards was refused registration as merely des- 
ignating a particular type of award the Board holding that the word oscar as defined in 
Webster’s New International Dictionary is “loosely any annual award for highest excellency”. 

439 
SUBJECTS BOOK (Applicant) for bound notebooks. 


Refusal of registration affirmed. SUBJECTS BOOK is an apt name for notebooks. 441 


| OIL-PRUF (Applicant) for rubber heels and soles impervious to oil. 


Registration refused. Mark is equivalent to “oilproof’ and is merely descriptive of the 
goods. 444 


| THE LIQUID LOCK WASHER (Applicant) for settable resinous liquid composition for use as a 


bonding agent. 


Registration refused. Specimens indicate primary mark is LocKTITeE. Applicant’s mark is 
apt descriptive name for product and has only been used as such. 444 


Registration granted. The Board held that the average purchaser would regard sor. toz 


as a trademark for applicant’s shoes and registration to applicant of this mark could not 


preclude the trade from making a fair and proper use of “soft toe” or “soft toes” in their 
primary sense to describe a shoe of a certain type or construction. 525 

Registration denied. GUARANTEED STARTING as a service mark for inspecting, conditioning 
and otherwise servicing motor vehicles to facilitate their operation in cold weather was held 
to be well understood English words in common use which the ordinary customer would take 
at their ordinary meaning rather than some special meaning distinguishing the services adver- 


tised from similar services of others. 647 


V-FILE is merely descriptive of a card filing device in which the opening between cards is 


in the form of a “v” and must be disclaimed. 649 
Registration refused. The Board held Tri-coLor for photographic cameras and parts in- 
tended for three-color photography merely descriptive as applied to such goods. 763 


As used by applicant, i.e., in its primary and literal sense, WARRANTY does not function 
as a trademark. 770 
Applicant’s mark is MIss GEORGIA for buttermilk, and the term REAL CHURNED as used by 
applicant apart therefrom merely as part of the descriptive name of its goods, is not regis- 
trable. 1118 
Registration refused. COLORPRINT was held highly descriptive of maps and atlases printed 
in color. 1129 
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200.19 Features of Goods Article: 337 


200.19b Ornamental Features 


Registration refused. Although the Board held that a decorative or ornamental scroll 
design in and of itself is not a bar to registration, it found that the record containing nu- 
merous affidavits and statements from retailers of ladies’ wearing apparel were insufficient 
to establish that customers relied upon the scroll or embroidery design sought to be registered 
as identifying the origin of the goods. 998 


200.19c Packages and Configurations 


The Board held that an application to register representation of bottles on Principal 
Register should not be denied as a matter of law without benefit of any facts and Examiner’s 


holding that such representations were registrable only on Supplemental Register was improper. 
82 


Registration granted for a Supplemental Registration of a spirally-fluted bottle for car- 
bonated beverages, the Board holding that the basis of the Supplemental Register was to 
provide U. S. registration of a distinctive package—even though the design is patented in 
the country—in order that registrant might use registration for protection in foreign countries. 
(House Hearings, H.R. 4744, 76th Cong. Ist Session, pp. 126-127.) 281 

Since subject matter of application would be regarded by purchasers merely as a label 
rather than as a trademark indicating origin of applicant’s goods, registration is refused even 
though label includes registrable material. 513 

An inherently non-distinctive bottle is not registrable on the Principal Register absent a 
clear and convincing showing of acquired distinctiveness under Section 2(f). 1254 


200.20 Geographic Terms Article: 243 
Registration denied where applicant’s mark LONDON WALKERS for shoes made in England 
was likely to engender the same psychological reactions and association in the minds of 
the American public with prior registered mark BRITISH WALKERS for same goods. The 
geographical connotation of both marks is the same. 95 


200.21 Grade and Style Marks 
Numerals “5131,” “5000” and “5100” used by applicant with other trademarks for re- 
taining rings are not registrable since they merely designate types and do not perform the 
function of trademarks. 644 


200.25 Names 
200.25b Corporate and Trade Names 


Registration granted. The Board found that the mark LYTLE as applied to the container 
for applicant’s goods was in a style and lettering distinctively different from the other portions 
of the trade name creating a separate and independent impression and held under appropriate 
circumstances a notation may function both as a trade name and as a trademark. 997 


200.25c Personal Names 


Examiner’s second rejection that good will of mark LONDON WALKERS MADE BY JOHN WHITE 
OF ENGLAND would inure to benefit of John White, rather than applicant was unsound because 
John White, a living individual, who made the goods had consented to registration and LONDON 
WALKERS is the merchant’s as distinguished from manufacturer’s mark. 95 


200.25d Surnames 
In denying registration of the mark HOovER because of likelihood of confusion with prior 
registration for HOOVER, the Board held although Hoover was the applicant’s surname, regis- 
trability of marks including surnames were subject to the same consideration as other types 
of marks. 365 
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While BRAUN may have a meaning other than that of a surname, it is applicant’s surname, 
is used as such and would be thought of and recognized as such by average purchaser. It 
is primarily merely a surname. 766 


The Board in accordance with Trademark Rule 2.41(b) considered applicant’s prior 
registration of its service mark LyTLe for the planning, preparation and production of tech- 
nical publications and held that this was a prima facie showing of distinctiveness of surname 
LYTLE sought to be registered for brochures, catalogues and bulletins. 997 


200.27 Prohibited Marks 


If the trademark does, in fact, serve a functional purpose, registration would be precluded. 


205 
200.27c Misrepresentation 


Although statement FONDEE IN 1603 appearing as part of mark sought to be registered 
differed from date of first use, Board held this would not preclude registration since statement 
merely indicated predecessor was founded in 1603. 82 


200.28 Related Company Use Article: 35 


The trademark rights of an association in the mark ARcROss were purportedly assigned 
to applicant, a member of the association, but since the association maintained the right to 
control the use of the mark by other members of the association, the applicant acquired no 
more rights in the mark than it had before, namely the right to use the mark, subject to 
control by the association. Since, at the time applicant filed its application, it did not have 
exclusive use of the mark, nor the right to control the use by others, the application was void 
and a later assignment to applicant was not effective with regard to the present application. 
However, applicant could file a new application based upon the later assignment. 72 


Applicant’s subsidiary corporation was owner under the Act of 1905 of the same mark 
sought to be registered for an identical kind of goods. The Board held Section 2(d) pro- 
hibited the registration of a mark which so resembles a mark “registered in the Patent Office” 
and the “related companies” use provision under Section 5 did not sanction the issuance of a 
registration of the same mark for the same goods to two or more separate legal entities, 
regardless of any possible relationship between them. 440 


Registration of FRATELLI FULVI for cheese by an Italian Corporation refused on basis of 
registration issued to agent of applicant under Act of 1920 for FRATELLI FULVI—VITERBO (ITALY) 
for cheese. 651 


200.29 Secondary Meaning Marks (Sec. 2(f)) 


OFFICIAL is basically descriptive of seals, the primary meaning relating to authenticity of 
an impression and of a device imparting the impression, but is not incapable of becoming 
distinctive of applicant’s goods (seal presses). 


Applicant has burden of proving distinctiveness of mark by clear and convincing evidence 
that mark identifies the producer or manufacturer and not merely the product. Proof of 
substantially exclusive and continuous use in commerce by applicant for 5 ycars next pre- 
ceding date of application may be sufficient in some instances; but when word is not only 
descriptive but connotes authorized activity, much stronger proof is required showing that 
mark is distinctive not only to experts in the field but to the purchasing public. While affidavit 
of retailer may establish implied recognition by ultimate consumer in some instances, in others 
consumer affidavits would be in order. 


Affidavit of applicant’s president failing to assert substantially exclusive and continuous 
use by applicant for 5 years next preceding application is of no probative value. 

Expert affidavits may suffice where other evidence shows the consuming public identifies 
origin of goods by the mark in the same manner as experts; but that persons in close associa- 
tion with applicant (wholesalers, dealers) identify applicant’s goods by the mark would be 
expected, and is insufficient; that purchasers consistently asked for seals by designation 
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OFFICIAL does not establish that they considered it any more than a descriptive term. Regis- 
tration refused. 59 

The communications filed by applicant from competitors, dealers and third parties were 
not sufficient to show mark had acquired a secondary meaning. 96 

The Board held that two affidavits of the directors of a Chicago German Language radio 
program, an affidavit of the director of another Chicago German language radio program, 
and copies of letters of twenty-two people in Chicago were insufficient to show secondary 
meaning in interstate commerce of the term GERMAN RADIO BROADCAST CHICAGO (DEUTSCHER 
RUNDFUNK CHICAGO). 278 

Registration refused. The Board held that applicant failed to show that in its advertising 
of its goods it emphasized the background design it sought to register apart from the word 
mark YETTER. The affidavits of applicant’s president, two retailers and a consumer were insuffi- 
cient to establish secondary meaning. 364 

Affidavits from retailers and one from an editor of a fashion magazine state mere con- 
clusions and are insufficient as proof that purchasers have come to know and recognize woven 
design as trademark for applicant’s socks. 653 
17-4PH and 17-7pH (Applicant) for stainless steel, claimed to have become distinctive through 

use since 1948. 

Refusal of registration affirmed. It does not necessarily follow that a term cannot also 
perform a trademark function, merely because it serves as a grade designation; but applicant’s 
evidence (including 51 affidavits or statements from competitors, buyers, and editors of trade 
publications) is insufficient to show that these designations have acquired meanings other 
than as grade designations. 1131 


200.30 Service Marks Article: 1192 
Registration of SOUTHERN as service mark refused, specimens and exhibits showing sole 
use to be in applicant's name in return address on billheads and envelopes. 88 


The Board granted registration of FORT REP/UTATION used as a service mark for the 
finishing of textile fabrics of others holding that reference by applicant in advertising to 
FORT REP/UTATION “finish” in connection with its finishing service did not prevent the mark 
from identifying this service and distinguishing it from services of others. 366 

Registration denied. The Board found that PERMA-LIFE MUFFLERS, INC. was merely appli- 
cant’s corporate name used to identify the operator of the particular MIDAS MUFFLER SHOP 
rather than to identify applicant’s services from those of others and held that trade names 
used as such are not registrable. 437 

Where specimens submitted are nothing more than announcements of applicant’s pros- 
pective change of name or applicant’s indication of future use as a service mark, specimens 
do not support applicant’s right to register. 640 

WIENERMOBILE is not registrable as a service mark for entertainment services in connec- 
tion with the sale of wieners since the mark merely identifies the vehicle used as a prop in 
performing of applicant’s services and in no way serves to identify and distinguish such services. 

642 

Registration denied. GUARANTEED STARTING as a service mark for inspecting, conditioning 
and otherwise servicing motor vehicles to facilitate their operation in cold weather was held 
to be well understood English words in common use which the ordinary customer would take 
at their ordinary meaning rather than some special meaning distinguishing the services adver- 
tised from similar services of others. 

The court held that the Trademark Act is not an act to register words but to register 
trademarks. Words are not registrable merely because they do not happen to be descriptive 
of the goods or services. Therefore, it was unnecessary to consider the applicant's argument 
that the word “merely” in Section 2(e) of the statute means fully and completely descriptive. 

647 
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INSURANCE STAMPS, used by applicant to identify and distinguish its service of promoting 
the goods of others through a trading stamp plan, is not a trademark for the stamps, stamp 
books or other physical material necessarily used in connection therewith. 769 


200.32 Slogans 
The Board refused to register slogan, AMERICA’S AGRICULTURAL AUTHORITY on the Sup- 
plemental Register, holding that it was used adjunctively in a highly puffing manner with 
DOANE AGRICULTURAL DIGEST, the name which identified applicant’s publication. 281 


THE FLAVOR OF THE DRAUGHT BEER IN A BOTTLE (Applicant) for beer. 


Refusal of registration overruled. Applicant has continually used the phrase on containers 
marked KEGLET and on many points of sales displays. It has also been featured in newspaper, 
TV and radio advertising. Sales in 1959 approximated $2,000,000. The phrase has sufficient 
originality when coupled with promotion and advertising to remove it from the category 
of “merely descriptive” phrases as applied to the goods. 289 


Registration granted. The slogan No woRK—NO WASTE—GOOD TASTE for instant coffee was 
held to be capable of distinguishing applicant’s goods and registrable on the Supplemental 
Register. 435 


The slogan OUT OF THIS WORLD was held to be a trite, hackneyed, banal phrase utterly 
without novelty and not registrable as a slogan for windows for automobile trailers. 436 


USE ME NEXT—I’M READY FOR SERVICE (Applicant) for Fourdrinier wire cloth. 

Registration refused. No evidence was presented showing that slogan had acquired sec- 
ondary meaning. Considering nature of mark and manner of use as informational or adver- 
tising slogan in a composite mark, the slogan does not identify and distinguish applicant's 
goods. 765 


200.33 Symbols 


Registration refused. The application showed a design without wording, but the labels 
and advertising showed that in use the design served as a background display for the word 
SCHENECTADY. The evidence did not indicate that the average customer would regard the 
background design standing alone as an unmistakable, certain and primary means of iden- 
tification of the commercial origin of the goods. 209 


Registration granted for design utilizing the picture of an eagle and a shield. The ex- 
aminer had refused registration on the grounds (1) that the design simulated The Great Seal 
of the United States and (2) apart from applicant’s trademark did not create a unitary 
impression. The Board held that the features of applicant’s design were arbitrary and dis- 
tinctive and did create a commercial impression separate and apart from applicant’s trade name. 

293 


Registration granted. The Board found that applicant’s shield design was distinguishable 
from The Great Seal of the United States and was not likely to suggest a false connection 
therewith. 293 


Registration granted. A symbol etched on the side of applicant’s household appliances 
for more than twenty years was held to be fanciful and in fact identified applicant’s appliances 
and distinguished them from those of others. 429 


Registration refused. The Board held that a red colored label in the form of a square 
upon which applicant displayed its trademark was not itself—standing alone—a trademark. 431 


Registration denied. The Board found that the design sought to be registered was a 
background design used in association with words superimposed thereon and held as pre- 
sented for registration it was not a trademark which identified applicant’s goods and dis- 
tinguished them from others. 431 
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The Board refused to register a background design as a trademark holding that where 
a background design is used with a word mark creating a single commercial impression the 
background design per se is not registrable unless a secondary meaning therein is established. 


524 


200.34 Suggestive Marks 


DANGER SIGNAL (Applicant) for bull plugs. 

DANGER SIGNAL for bull plugs (threaded fittings inserted in an aperture in a tube or pipe 
at special intervals to close it during operation of a process) is highly suggestive but not 
merely descriptive because function of applicant’s bull plugs is not to signal danger but to 
close an aperture in a pipe or tube. It is only when the bull plugs are removed indicating an 
open aperture that any danger exists. Refusal of registration overruled. 90 

While jos FITTED may suggest that applicant supplies work clothes suitable for any par- 
ticular job, it does not appear that the notation has any particular meaning as applied to 
services of the character rendered by applicant, and suggestive marks are not unregistrable 


on the Principal Register. 203 


200.35 Titles 
In a cancellation proceeding, the Board found that at the time of the filing of the appli- 
cation for registration by respondent another importer, under the express provisions of an 
agreement between petitioner and respondent, was entitled to and was in fact distributing 
petitioner’s china under a practically identical mark in the United States and held that re- 
spondent was not the owner or exclusive user of the mark and was not entitled to register 
the same at the time it sought to register it. 981 


200.36 Trademark Use 

Refusal of registration overruled and registration granted. Applicant sold aircraft on 
so-called “fly-away” basis. There was no actual shipment by applicant. Instead, the pur- 
chaser travels to applicant’s place of business and flies away with purchased aircraft. The 
Board found that Congress under the Federal Aviation Act of 1958 provided for stringent 
regulation of sale and manufacture of aircraft, whether it be interstate or intrastate, and held 
applicant’s use of mark sought to be registered constituted use in commerce within the meaning 
of the Trademark Act of 1946. 1127 


GTA (Applicant) for a periodical publication in magazine form. 

Registration granted. While specimens show GTa within a square design followed by 
the word DIGEST, GTA is displayed in a manner distinctly different, pIGEsT is but a name for 
this type of publication, and it is Gra alone which identifies applicant’s magazine and dis- 
tinguishes it from similar publications of others. 1133 


200.36a In General 

Registration granted. The Board found that the mark LYTLE as applied to the container 

for applicant’s goods was in a style and lettering distinctively different from the other portions 
of the trade name creating a separate and independent impression and held under appropriate 
circumstances a notation may function both as a trade name and as a trademark. 997 
The mere fact that others in the trade did not use the designation COLORPRINT in connec- 
tion with maps or atlases was held not conclusive that the general public recognized this 
designation as an indication of origin of applicant’s maps. Applicant was found to have used 
COLORPRINT in various ways (Colorprint Maps of the U. S.; American Master Map Color- 
print; Colorprint Map of the World; U. S. Colorprint etc.) and the Board was unable to 
ascertain whether COLORPRINT was used as a trademark or to describe maps printed in color. 
1129 


200.36d No Trademark Use 


Use of a descriptive word as a trademark must be clearly shown and where it is not 


registration is refused. 1266 
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200.37 Trademark Rules 


Trademark Rule 2.120(a) is available to any party wishing to discover or uncover facts 
which are only within the knowledge of the adverse party. 

Trademark Rule 2.120(b)—purpose of rule is not to discover facts but to establish for 
the record facts which cannot reasonably be said to be in dispute, therefore, request for 
earliest date on which a party can rely on for its first date of use was denied. 

Trademark Rule 2.120(c) is not to permit a “fishing expedition”; it is not to discover 
what exists; but its purpose is to force the production of items which do exist, therefore, an 
order to produce will not be entered until the existence of documents is established and then 
only upon a showing of good cause. 80 

Trademark Rule 2.120(b) makes no provision for filing in the Patent Office a copy of 
a request for admissions. Request to admit truth of statements is improper where it does not 
appear that the “facts” set forth in said statements are within the knowledge of both parties. 
The purpose of the rule is not to discover facts but to establish for the record facts which 
cannot reasonably be said to be in dispute. Request for admission of the original name and 
date of incorporation of applicant, the changed name and date of amendment to applicant’s 
charter and the basis of obtaining a registration owned by applicant are statements the truth 


of which are not in dispute and which can be ascertained by both parties on reasonable enquiry. 
81 


Trademark Rule 2.146(3). Petition designated under this rule was treated as a petition 
for reconsideration. 

Patent Rule 196 governs practice before the Board of Patent Appeals and does not apply 
to trademark cases which are governed by the Rules in trademark cases. 81 

Trademark Rule 2.123 (1.282). Applicant on motion for summary judgment filed a 
number of exhibits on notice under Rule 1.282 of which only one exhibit constituted evidence 
under this rule and Board therefore held the other exhibits which had not been identified 
by any witness incompetent as evidence. 

Material must be filed or served as required by the Rule 1.282 in order for it to be 
considered as evidence. 99 

The Board in accordance with Trademark Rule 2.41(b) considered applicant’s prior reg- 
istration of its service mark LyTLE for the planning, preparation and production of technical 
publications and held that this was a prima facie showing of distinctiveness of surname LYTLE 
sought to be registered for brochures, catalogues and bulletins. 997 


200.5 REGISTRABILITY (INTER PARTES) 


200.51 In General 
The Board found that applicant’s rights in FIVE sTaR for insecticides were superior to 
opposer’s rights in FOUR STAR for motor oil and held opposer could not be damaged by the 
registration sought by applicant although insecticides and motor oil would be assumed to 
originate with single producer. 438 


200.52 Certification Marks 
STABI-LUXE FINISH (Applicant) for lace which is treated in such a way as to have drip-dry, 
no-iron characteristics. 


LUX (Opposer) for soap and soap products, and also (in different form) as a certification 
mark for fabrics which have undergone certain washing tests. 


Opposition dismissed. The Board rejected opposer’s contention that LUxE was the only 
fanciful and distinctive portion of applicant’s mark, holding that it was the sTABI-LUXE portion 
of the mark which must be considered. On this basis, the marks are clearly distinguishable. 

1274 
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200.55 Concurrent Registration 


Where the parties have used their marks for more than forty-five years in different 
territories without either encroaching on the rights of the other, each of the parties has 
substantial rights in its mark and applicant is entitled to a concurrent registration. 68 


Interference was instituted to determine rights in mark AEROTRON for radios. The Com- 
missioner held that concurrent registrations may not be authorized where confusion cannot 
be avoided and that there is no authority for issuing a restricted registration to an applicant 
who has established superior rights in a mark. 101 


200.56 Confusingly Similar Marks (Also see Section 400) Article: 414 


Opposition should be dismissed when marks are different in sound, appearance and 
meaning and their only similarity resides in suggestiveness of use of the goods. One who 
employs a word suggestive of the use necessarily forecloses possibility of obtaining the scope 
of protection deserved by a purely arbitrary mark. 621 


200.57 Descriptive and Generic Marks Article: 447 


THANALITH-REFORM for fabrics of glass and synthetic fibers and plastic film, used for 
making tarpaulins, protective covering, and the like, is merely descriptive or deceptively 
misdescriptive thereof and would be damaging to any producer of TANALITH. 273 


Oppositions sustained. The Board found that TANALITH was, for a number of years, in 
general use in the United States as the common descriptive name for a wood preservative 
and held THANALITH, sought to be registered by a German applicant, for pitch and tar and 
wood preservatives would be inconsistent with the rights of opposer and other dealers to the 
continued use of TANALITH as the common descriptive name of the product. 278 

Opposition dismissed. Opposer asserted prior use of the word mark system for parking 
and storing motor vehicles and was owner of registration of composite service mark con- 
sisting of the term sySTEM AUTO PARKS. The Board held that opposer, by merely empha- 
sizing the term sySTEM, could not preclude others, rendering similar service from making fair 
use of the word when used in its primary sense. Applicant’s composite mark, consisting of 
the words MEYER BROS. PARKING SYSTEM was a use Of SYSTEM in its primary sense. 278 

Opposition sustained. The Board found that a number of persons engaged in parking 
services used the term SYSTEM in its primary sense to denote a particular plan for parking 
and held registration of systEM to applicant was likely to damage opposer by interfering with 
its freedom to continue the use of “system”, descriptively, in its composite mark. 279 

The Board held that JULEP was not the common descriptive name for a soft drink. 281 

Opposition sustained. The Commissioner held MAGAMP, in both the singular and plural 
form, whether written with or without capitals, was commonly used as the abbreviation or 
contraction for magnetic amplifiers and merely a recognized substantive name of the goods. 299 

Decision of Commissioner sustaining opposition to registration of SPHERULITE as a trade- 
mark for castings made of iron and iron alloys, affirmed. The court found that “spherulite”’ 
had been used to describe the graphic formation in internal structure of certain types of cast 
iron and held a word may be descriptive though it merely describes one of the qualities 
or properties of the goods. 428 

The introduction into evidence of one third party registration using the term PLEXxI for 
paint products was not proof that PLEX or PLEXI was descriptive of any material in this field. 428 

Opposition sustained. The Board found the “chamois” and sponge products were com- 
plementary articles and held CHAMI sPONGE for artificial sponges would result in deception 
to the purchasing public. 429 

In order to establish damage from the registration of a descriptive term, it must be shown 
that the registration is inconsistent with an equal right of complainant to the use of the same 
or a similar term. 430 

TRUE GUN ALL is not merely descriptive of the goods. 444 
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The court held PERSONAL was neither descriptive nor suggestive of some quality of shave 
lotion, cologne, talc, deodorant cream or shampoo. 616 


THERMO although suggestive was held not descriptive of glass or storm windows. 648 


HA-LUSH-KA (Registrant) for egg noodles and egg noodle products, namely, macaroni, spa- 
ghetti and egg noodle novelties in different shapes. 


HALUSKA (Cancellation Petitioner) for Hungarian word for noodles and dumplings. 
Cancellation granted. Since registered mark to a segment of purchasing public is nothing 

more than a common descriptive name for egg noodles, registration is inconsistent with right 

of petitioner in the trade to use HALUSKA Or HA-LUSH-KA as such. 767 


OPKOMAZIN (Applicant) for anesthetics and neuroplegics. 
PROMAZINE (Opposer) for generic designation for a tranquilizing agent. 
Opposition sustained. In pharmaceutical field, opROMAZIN is confusingly similar to non- 
proprietary chemical name PROMAZINE. 770 
The Board held that HAyY-IN-A-DAY was merely a descriptive expression as applied to 
applicant’s farm equipment. 986 
The Court held the common word sEw was devoid of trademark significance and purely 
descriptive of sewing kits, materials or machines or any combination thereof, even if integrated 
into a unitary mark. 992 
RED CARPET (Registrant) for travel service in making travel reservations and planning tours; 
also for transportation of persons, mail and property by air. 
RED CARPET (Petitioner) as description of quality of air passenger service on premium flights. 
Petitions for cancellation granted. RED CARPET is generally used and understood to mean 
something special, de luxe, luxurious, and high class. It does not identify registrant to the 
exclusion of petitioner, and cannot distinguish registrants luxury flights from _petitioner’s. 
Registration with the presumption flowing therefrom is therefore inconsistent with petitioner’s 
activities. 1002 


soLzinc (Applicant) for galvanized sheet iron. 
JALzINC (Opposer) for zinc coated steel sheets. 

Opposition sustained. The Board found that while the word zinc (the common portion 
of each mark) was merely descriptive of the goods of the parties it held when considered 
in their entireties, soczinc for galvanized sheet iron and jJALzINc for zinc coated steel sheets 
were coined designations which were so nearly alike in sound that confusion was likely. 1002 


TINT’N SET (Registrant) for a hair treating compound. 
TINTZ (Petitioner) for shampoo, hair rinse, hair coloring, color touch-up pencil and cream 
shampoo. 

Cancellation dismissed. The Board found that TINTz and TINT’N sET were alike only in 
that both comprised the word tint and held that considering the obvious descriptive sig- 
nificance of this word when applied to hair coloring preparation likelihood of confusion was 
not possible. 1005 

The mark MATCHBOX SERIES is descriptive and hence is one which opposers, as members 
of the public, have the right to use without interference from applicant. Accordingly, appli- 
cant’s registration is refused. 1271 


PERMATRACE (Applicant) for tracing materials made of paper, film, cloth or plastic. 
PERMACEL (Opposer) for tapes, adhesive cements, tape dispensers, and adhesive coated fabrics. 


Opposition dismissed. While the fact that both parties make drafting supplies could lead 
to some confusion as to source, the prefix PERMA used in both marks is a suggestive and 
descriptive term. Considering the suggestive nature of the prefix, the marks of the parties 
are sufficiently different to obviate any reasonable possibility of confusion or mistake. 1275 
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200.64 Names 
200.64c Personal Names 


HELENE CAREW (Applicant) for night nourishment facial cream. 


HELENE CURTIS (Opposer) for night creams, permanent hair waving appliances and attach- 
ments therefor and beauty shop services. 


Opposition dismissed. People are accustomed to distinguish persons of similar given name 
by different surnames, and are likely to rely upon complete names. 442 


200.65 Non Descriptive Marks 
The Board held that PAINTMASTER (PAINT MASTERS) was not merely descriptive of paint 
products. 1125 
First use as a trademark of a surname such as RICHFIELD does not, in and of itself, give 


the first user the right to prevent subsequent fair use of the same name by others on other 
articles. 1262 


200.66 Prohibited Marks 
200.66b Public Insignia 
Registration of U.s. HEALTH CLUB for vitamin tablets is not, per se, precluded by Section 
2(a) since the purchasing public would not be likely to mistakenly believe that the United 
States Government is operating a health club, that it is distributing vitamins, or that it has 
approved applicant’s goods. 976 


200.67 Related Company Use Article: 35 
Stipulation recites that opposer and third party are related companies in that both have 
substantially the same stockholders, the same directors and officers, and occupy the same 


premises, however, it does not follow that the two companies are related within the meaning 
of the statute so that the use of a mark by one company inures to the benefit of the other. 192 


Specimen containers identified in notice of opposition bear opposer’s trademark and the 
trade names of opposer’s licensees. That opposer’s own trade name is not used on containers 
affords no basis for dismissal of opposition upon asserted ground of abandonment. There is 
no requirement that an owner of a trademark use his name (trade name) in connection there- 


with. 655 


200.68 Secondary Meaning Marks (Sec. 2(f)) 

Although “Chow” is colloquially used to mean “food” or a “meal,” it has acquired sec- 
ondary meaning which points to opposer as the producer of animal feeds on which cHow 
appears. 74 

Though CONTINENTAL has been used by others for diverse products, these are different 
in character from the products marketed by opposer and applicant and do not show the marks 
to be lacking in distinctiveness for the opposer’s goods. 286 


200.69 Service Marks 
Where controls over the nature and quality of lodging and meals in motels are uniformly 
performed under the control of a single entity in locations in a plurality of states, they are 
necessarily rendered in interstate commerce. 194 


DONN FRESH with caricature of boy (Applicant) for fresh produce brokerage and distributing 
services. 


DAWN FRESH (Opposer) for canned mushrooms, fresh frozen fruits, berries, vegetables and 
fish, fresh vegetables, and other canned foods. 

Opposition sustained, since both parties are engaged in selling fresh produce and marks 

are confusingly similar. 215 
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200.70 Similarity of Goods 


Use of mark in conjunction with gasoline and related products is not likely to create 
confusion with use of the same mark on hosiery. 1262 


PERMA-SEAL (Applicant) for electric batteries and parts thereof. 
PERMASEAL (Opposer) for electrical resistors. 

Opposition sustained. The marks are confusingly similar, and although electrical resistors 
and electric storage batteries are distinctly different products, they nevertheless are likely to 
be found in the line of a single manufacturer. Under these circumstances the purchasing 
public would be likely to attribute a common origin to these products if sold under the same 
or similar marks. 1273 


LAV-TABS (Applicant) for detergents in concentrated form. 
LAVA, LAVA SOAP (Opposer) for soap. 
LAVASOL for soap-like synthetic detergents. 

Opposition sustained. Soaps and detergents are generally of the same class of goods and 
are likely to be sold to the same class of purchasers through the same outlets. The salient 
portion of applicant’s mark admittedly is LAv, and this is so close to opposer’s LAVA as to 
create a likelihood of confusion. Accordingly the registration to the applicant is refused. 1274 


PERMATRACE (Applicant) for tracing materials made of paper, film, cloth or plastic. 

PERMACEL (Opposer) for tapes, adhesive cements, tape dispensers, and adhesive coated fabrics. 
Opposition dismissed. While the fact that both parties make drafting supplies could lead 

to some confusion as to source, the prefix PERMA used in both marks is a suggestive and 

descriptive term. Considering the suggestive nature of the prefix, the marks of the parties are 

sufficiently different to obviate any reasonable possibility of confusion or mistake. 1275 


200.72 Suggestive Marks 
The Board held that GALVANUM for galvanized iron and GALviIcoNn for galvanizing paints 
were highly suggestive of the nature of the goods. 86 
The Board held that surGciI-stat for dental hemostats, sURGISET and POCKET SURGISET for 
sutures and ligatures were highly suggestive of the goods. 87 


MULTITRIG (Applicant) for slide rules. 
LOG LOG DECITRIG, LOG LOG DUPLEX DECITRIG (Opposer) for slide rules. 

Opposition dismissed. Since “log log” is a term used to describe a logarithmic scale and 
“trig” is a term commonly used in the slide rule business “trigonometric”, the suggestive nature 
of applicant’s and opposer’s marks is not likely, when applied to the goods, to cause confusion, 
mistake or deception of purchasers. The record showed use by the opposer of LOG LOG TRIG, 
LOG LOG DUPLEX TRIG and DECITRIG and use by applicant of MULTILOG and MULTIREITZ in addition 
to marks involved. 91 

The “weak mark” doctrine regarding marks which connote quality and which have been 
registered by others for many different types of merchandise does not so severcly restrict the 
rights of the owner of such a mark as to sanction the registration thereof by a subsequent 
user for the same or closely related goods. 198 

UNIPAK is so highly suggestive of unit packaging as to be almost descriptive and therefore 
is not a strong origin indicator. 993 


PERMA-TEE (Applicant) for fabric treated for shrinkage control. 
PERMA-THAL (Opposer) for shrink proof and color fast washable knitted fabrics. 


Opposition dismissed. The Board found that term PERMA possessed a highly suggestive 
connotation of durability frequently adopted as a component for trademarks for wearing apparel 
and held confusion between PERMA-TEE and PERMA-THAL was not likely to occur. 1127 


PRO-TEN (Applicant) for a high-protein compound. 
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Pro (Opposer) for wheat flour and gum gluten used in food products and use of pro-80 and 
pro-75 representing percentage of protein in opposer’s product. 


Opposition sustained. The Board found that marks in issue included the term pro which 
used in connection with an additive protein compound would suggest the term protein. Never- 
theless, the Board held applicant’s use of PRO-TEN, in view of opposer’s use of the mark pPRo 
followed by a hyphen and a numerical 80 or 75, depending upon percentage content of protein, 
would be likely to lead purchasers to assume that applicant’s pro-TEN high protein compound 
was an additional product in opposer’s line of pro products. 1129 


PERMATRACE (Applicant) for tracing materials made of paper, film, cloth or plastic. 


PERMACEL (Opposer) for tapes, adhesive cements, tape dispensers, and adhesive coated fabrics. 

Opposition dismissed. While the fact that both parties make drafting supplies could lead 
to some confusion as to source, the prefix PERMA used in both marks is a suggestive and 
descriptive term. Considering the suggestive nature of the prefix, the marks of the parties 
are sufficiently different to obviate any reasonable possibility of confusion or mistake. 1275 


200.73 Symbols 
Representation of a threaded fastener with a centered disc and concentric circles about it 


(Applicant) for self-locking threaded fastener. 
Representation of a dot, the word por and notation THE DOT LINE within a concentric circle 
(Opposer) for fasteners. 

Opposition dismissed. Goods of the parties are sold to industrial user who would recog- 
nize the representation of the disc in applicant's mark as depicting the locking feature of 
applicant’s fastener rather than a dot and would not confuse applicant’s mark with opposer’s 
marks DOT, THE DOT LINE within a concentric circle or a representation of a dot. 93 


NH within diamond design (Applicant) for valves. 
Diamond design in association with JENKINS, JENKINS BROS., JB or Jv (Opposer) for valves 
and valve parts. 

Opposition dismissed. Opposer’s attempt to differentiate between valves in third party 
registrations was not convincing. Common usage of diamond design with a word, name or 
symbol evidenced by twenty-five copies of registrations issued to third parties for plumbing, 
hardware & steamfitting supplies was some proof that there would be no likelihood of confusion. 

94 

The Board held that there was no doubt from the record of petitioner’s long and ex- 
tensive use and advertising of the representation of a jockey that it had become well-known 
to the public as an indication of origin of petitioner’s wearing apparel for men. 366 


200.74 Titles 
In a cancellation proceeding, the Board found that at the time of the filing of the appli- 
cation for registration by respondent another importer, under the express provisions of an 
agreement between petitioner and respondent, was entitled to and was in fact distributing 
petitioner’s china under a practically identical mark in the United States and held that re- 
spondent was not the owner or exclusive user of the mark and was not entitled to register 


the same at the time it sought to register it. 981 


200.75 Trademark Use 
200.75a In General 
The Board held that where it appeared that the marks involved were respectively em- 
ployed by the parties in connection with other designations, these marks constituted independent 
symbols of origin, and their association with other matter had no bearing on the question of 


likelihood of confusion. 979 
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200.75b Affixation of Mark 


Use of the mark RICHFIELD which is restricted to the mailing stamp on a box containing 
hosiery is not a trademark use of the mark on hosiery. 1262 


200.75d No Trademark Use 


Opposer’s vague assertions of an intention to use the mark RICHFIELD on hosiery some 
time in the future held insufficient to bar registration of the mark to appellee for use on hosiery. 


1262 
200.8 REGISTRATION PROCEDURE (Ex ParTE) 


200.83 Amendment to Application 


The Board held (Footnote 1) that Ex parte Societe Fromageries Bel, 105 USPQ 392, 
45 TMR 846 (Com’r, 1955) merely stands for the proposition that a foreign applicant relying 
on Section 44(d) and 44(e) need not allege use of its mark but does not indicate that Section 
44(e) precludes an applicant from submitting evidence to show specific nature of goods on 
which the mark is used even if use is outside the United States; thus applicant’s request to 
amend its application to change the identification of goods was entered. 988 


200.85 Application Article: 35 

200.86 Classification of Goods Articles: 925, 1062 
Registration granted. The Board held that application to register CUSHION RIDE for “a 
foam liner which is attached under leather sweatbands” sufficiently identified goods in the 
application and it was immaterial whether the sweatbands were sold separately or as a com- 
ponent of a finished hat or cap. 295 


200.87 Consent to Registration 
Consent from prior registrant cannot overcome prohibitions of Section 2(d) of the Statute. 


768 
200.89 Drawing 


The Court noted (Footnote 1) that the mark as used on applicant’s box was without a 
hyphen and was part of a label appearing four times in the form SEW EASY READY-CUT DOLL 
CLOTHEs and held discrepancy to register SEW-EASY should be resolved before registration. 992 


200.90 Disclaimer 


Disclaimer of the word CULTURED apart from the mark CULTURED BEMBERG does not alter 
the fact that the two word trademark must be considered as a whole in determining likelihood 
of confusion. 267 


V-FILE is merely descriptive of a card filing device in which the opening between cards 


tt a] 


is in the form of a “v” and must be disclaimed. 649 


200.91 Evidence 


Applicant has burden of proving distinctiveness of mark by clear and convincing evidence 
that mark identifies the producer or manufacturer and not merely the product. Proof of sub- 
stantially exclusive and continuous use in commerce by applicant for 5 years next preceding 
date of application may be sufficient in some instances; but when word is not only descriptive 
but connotes authorized activity, much stronger proof is required showing that mark is dis- 
tinctive not only to experts in the field but to the purchasing public. While affidavit of retailer 
may establish implied recognition by ultimate consumer in some instances, in others consumer 
affidavits would be in order. 

Affidavit of applicant’s president failing to assert substantially exclusive and continuous 
use by applicant for 5 years next preceding application is of no probative value. 

Expert affidavits may suffice where other evidence shows the consuming public identifies 
origin of goods by the mark in the same manner as experts; but that persons in close asso- 
ciation with applicant (wholesalers, dealers) identify applicant’s goods by the mark would be 
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expected, and is insufficient ; that purchasers consistently asked for seals by designation OFFICIAL 
does not establish that they considered it any more than a descriptive term. Registration refused. 
59 

The Board denied registration of pictures of bottles with labels bearing word UNDERBERG 
because record did not disclose that apart from word UNDERBERG the pictorial representation 
identified and distinguished applicant’s goods. 82 
Registration granted where proof showed applicant also consistently featured its word 
mark MCGREGOR reproduced in letters of red and green Scottish tartan and its sales and 
advertising figures over the years were substantial. 93 


Board considered two applications—one to register the composite mark consisting of the 
words THE CREST OF QUALITY with crest design; the other to register the words THE CREST 
OF QUALITY alone. On record presented, statement in applications that applicant affixes specimen 
labels to containers or packages for its goods was sufficient proof of such use and Examiner 
could not raise question that specimen labels were not actually labels used on goods. Applicant 
distributed alcoholic beverages all bearing its composite mark and some bearing the trade- 
marks of distillers who produced some of the beverages for applicant. Application to register 
composite mark granted. However, since the words THE CREST OF QUALITY referred to specific 
crest in composite mark with which it was associated, a separate commercial impression was 
not created and registration apart from crest design was denied. 94 

Fact that applicant’s dealers were familiar with applicant’s practice and manner in which 
it marked its goods was not indicative of reaction of purchasing public nor was competitors’ 
association of term with applicant considered sufficient to show same association by pur- 
chasing public. 96 

The registrations constitute prima facie evidence of opposer’s ownership of the marks, 
validity of the registrations and opposer’s exclusive right to use the marks shown therein, 
and are evidence of current use by registrant. 214 

Registration denied. The Board held that affidavits of applicant’s president and four retail 
dealers phrased in general terms were incompetent evidence to establish that BURGUNDY had 
acquired general recognition in the soft drink trade as a symbol of origin of applicant’s goods. 

435 

The Board held a brochure and a pamphlet directed to applicant’s dealers could not show 
that to the ultimate purchasers, those who drive automobiles, the subject matter of the appli- 
cation constituted a means for identifying and distinguishing applicant’s motor cleaner. 

The Board held applicant’s public-opinion survey was not persuasive in showing that 
applicant’s label design had acquired a secondary meaning. 439 

The Board held statements by applicant’s dealers regarding the use by applicant of its 
mark TRI-COLOR was not indicative of the reaction of the purchasing public, therefore, not 
entitled to weight in considering whether mark had acquired a secondary meaning. 763 

Registration refused. Although the Board held that a decorative or ornamental scroll 
design in and of itself is not a bar to registration, it found that the record containing numerous 
affidavits and statements from retailers of ladies’ wearing apparel were insufficient to establish 
that customers relied upon the scroll or embroidery design sought to be registered as identifying 
the origin of the goods. 998 

Affidavits from three dealers of applicant’s maps and atlases to the effect that they rec- 
ognize the notation COLORPRINT as indicating origin in applicant, and that purchasers asked for 
applicant's map by the term COLORPRINT MAPS, were held not persuasive and insufficient to 
show purchase recognition of COLORPRINT as a trademark. 1129 


200.92 Examination 
One applicant is not entitled to be heard in connection with ex parte prosecution of an- 
other’s application, either before, during or after adverse proceeding in which the two appli- 
cations may be involved. 102 
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200.93 Trademark Rules 

Trademark Rule 2.106(b) permits in an answer a request for affirmative relief by way 
of cancellation of a registration pleaded in a notice of opposition. Such a request, however, is 
in fact a counterclaim for cancellation and, as such, may not be entertained unless it is verified 
as required by Trademark Rule 2.112 and accompanied by the fee prescribed by Section 14 
of the Act. 368 

The court held it was not correct to admit into evidence FULLER BRUSH catalogues under 
Trademark Rule 2.123(c) as books and periodicals available to the general public without 
further identification and proof of their availability to the general public. 

Opposer proved damage by showing that applicant’s mark so resembled its mark as to 


be likely when applied to the goods to cause confusion and from this damage will be presumed. 
616 


220. RENEWAL OF REGISTRATION Article: 1062 
230. EX PARTE APPEALS 


230.2 TRADEMARK TRIAL AND APPEAL Boarp Articles: 1019, 1025 


300. REGISTRATION PROCEDURE (INTER PARTES) 


300.1 INTERFERENCE 


Interference was instituted to determine rights in mark AEROTRON for radios. The Com- 
missioner held that concurrent registrations may not be authorized where confusion cannot be 
avoided and that there is no authority for issuing a restricted registration to an applicant who 
has established superior rights in a mark. 101 


MIDWEST HOUSES (First applicant) for prefabricated homes. 


MIDWEST HOMES (Second applicant) for prefabricated houses. 

Since the goods are the same and the marks are, for all practical purposes, the same, the 
only question for determination is which, if either, party has superior rights in the mark for 
the goods. Priority in technical trademark use does not give registrable right against earlier 
right to continue use of MIDWEST as distinguishing feature of trade name. 215 


TUBE-0-LUBE (Applicant Senior Party) for lubricating grease. 


TUBE LUBE UNICO (and design) (Registrant Junior Party) for lubricating grease. 

Applicant’s motion for judgment granted, and registrant’s registration ordered canceled. 
Resemblance between the marks is such as to cause confusion. Registrant, relying solely on 
registration, failed to sustain burden of proving prior use. 290 


SMART SET (Applicant, Senior Party) for wave set, hand lotion, lipstick. 


SMART SET (Applicant, Junior Party) for hair spray, creme shampoo. 
Registration to junior party authorized and to senior party refused. Record of junior party 
established earlier date. Identical mark for toiletries is likely to cause confusion. 292 
Registration for WILLIAM TELL for cigars authorized to Allied and for wM. TELL for cigars 


refused to Brooks. 
In an interference proceeding, the Board found that the prior user obtained mark by oral 


agreement from an agent who had received the mark by assignment from third party and held 
this testimony was uncontradicted. The record also showed that prior user had used the mark 
in its own behalf since a date prior to the first use by other applicant. 523 


300.13 Pleading and Practice 
300.13b Evidence 
In a trademark interference, one applicant claimed prior use of mark Fs for fertilizer 
based on alleged fact that the term FARM BUREAU appeared on its products which were known 
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as FB products, FB being an accepted contraction of FARM BUREAU, and offered a single price 
list for 1937 wherein FB was used in lieu of FARM BUREAU. The Board held this single use of 
FB in 1937 was insufficient to show its products were known or called by the designation FB 
until it used these letters as a trademark in 1957. 367 


300.2 OPpposITION 


300.21 In General 


Petition for cancellation denied. The Board found that petitioner asserted no right in the 
term HENNEssy for Brandy but complained that in prior opposition, its predecessor was not 
entitled to register HENRI-c for brandy because of prior use of HENNESSY and for this reason 
was denied registration of HENRI-c in a pending application. The Board held that the prior 
determination was conclusive upon the parties and any person in privity with the parties. The 
question of whether exclusive distributor of HENNESSEY in the United States or foreign pro- 
ducer of the goods was the owner of the mark was a moot question. Petitioner did not show 
that the registration for HENNESSEY was inconsistent with an equal or superior right to the 
use of the same or similar term. 279 


Prior default judgment sustaining opposition against applicant’s prior application to register 
ORTHOFIRM for mattresses was res judicata. Even though applicant chose not to contest prior 
opposition the judgment therein was binding and applicant could not benefit by decision of 
Court of Customs and Patent Appeals in another case involving a different applicant holding 
that ORTHOTONIC and ORTHOFLEX were not likely to cause confusion when used on mattresses. 294 


A prior civil action which enjoined applicant from making use of the term DUNHILL per se 
but permitted applicant to continue to use the notation DUNHILL TAILORS as a trademark for 
certain goods, is held conclusive as between the parties upon applicant’s right to use the mark 
DUNHILL TAILORS for such goods and precludes a finding of damage to opposer from the reg- 
istration sought by applicant. Applicant’s motion for summary judgment granted and opposi- 
tion is dismissed. 518 


Where applicant is not seeking to register the design features appearing on the containers 
for its goods, the Board held any similarities between designs appearing on the containers of 
applicant’s and opposer’s goods have no bearing on the question of confusing similarity between 
word marks. 522 


Applicant’s argument that the record showed a third person possessed superior rights to 
those of opposer in the word rep1 for welding equipment was held irrelevant to the question 
of opposer’s right as against applicant in the proceeding before the Board. 651 

That a third party may possess superior rights in applicant’s mark is irrelevant to op- 
poser’s rights in this proceeding. 765 

The Board held that where it appeared that the marks involved were respectively em- 
ployed by the parties in connection with other designations, these marks constituted inde- 
pendent symbols of origin, and their associations with other matter had no bearing on the 
question of likelihood of confusion. 979 

The Board found that the term HAy-IN-A-pAy sought to be registered by applicant for 
farm equipment was a descriptive term equally applying to opposer’s machinery and held, 
notwithstanding the fact opposer had not exercised the right to use the same expression, 
registration of the term to applicant involved potential damage to opposer. Opposition, there- 
fore, was sustained. 985 


300.23 Pleading and Practice 
Commissioner’s order, reversing dismissal of opposition and ordering the case to proceed 
to trial, is interlocutory and not appealable under Trademark Act Section 21. 80 
The Board held that motion filed to dismiss opposition on grounds of unclean hands after 
opposer’s brief on the merits was filed, was untimely. 91 
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On motions for summary judgment the Board held evidence of applicant cannot be con- 
sidered unless opposer has been afforded an opportunity for rebuttal nor can the proceeding 
be disposed of without a review of opposer’s proof which review cannot be taken by the Board 


prior to final hearing. 99 


CCS-CONTINENTAL (Applicant) for 1. Metal vats, tanks, kiers and tubs for use in the produc- 
tion of textiles, drugs, petroleum, chemicals, foods and beverages and 2. Autoclaves, steam 
condensers, heat exchangers, retorts, steam boilers, smoke stacks, and driers and evaporators 
employing heat. 

CONTINENTAL and design (Opposer) for metal smoke stacks, air and gas ducts. 


(Opposer Against 1 above) 

(Interfering Applicant Against 2 above) 

Since the rights of the parties and all issues can be determined in an opposition to the 
first application, the suspension of action on applicant’s second application pending termination 
of the opposition would be preferable to institution of interference against the latter, the inter- 
ference being consolidated with the opposition. 286 

Opposer’s petition for reconsideration of Board’s decision dismissing the opposition (50 
TMR 209) denied where Board’s finding that the average purchasers of the respective products 
of the parties are not the same did not involve error. 297 

An allegation in an answer relating to “weak mark” doctrine does not constitute a col- 
lateral attack upon the validity of opposer’s registration. It involves affirmative matter in 
avoidance of opposer’s claim and, therefore, is properly pleaded. 

While applicant may in due course introduce any evidence which it considers to be relevant 
to its case, statements as to proposed evidence are not proper matters for pleading. 

The defenses of laches, acquiescence and estoppel may properly be pleaded in an opposi- 
tion proceeding. 368 

Trademark Rule 2.106(b) permits in an answer a request for affirmative relief by way 
of cancellation of a registration pleaded in a notice of opposition. Such a request, however, 
is in fact a counterclaim for cancellation and, as such, may not be entertained unless it is 
verified as required by Trademark Rule 2.112 and accompanied by the fee prescribed by Section 
14 of the Act. 368 

Merely evidentiary material and any argument based thereon is not a proper matter for 
pleading. 430 

A notice of opposition may not be amended after expiration of the statutory period for 
the filing thereof. 439 

It is the general rule not to hold oral hearings on interlocutory motions. 518 

While it is alleged in opposer’s pleading that opposer has long used and is owner of 
specified registrations for mark appropriated to designated goods, it is not alleged that 
applicant’s mark so resembles that pleaded by opposer as to be likely, when applied to appli- 
cant’s goods, to cause confusion or mistake or to deceive purchasers, nor does pleading other- 
wise state facts which would purport to show that opposer would be damaged by registration 
of applicant’s mark; pleading does not state claim on which relief could be granted; opposition 
is dismissed on motion. 526 

The court held opposer had the right to press its proceeding to a conclusion regardless 
of action taken by applicant in another proceeding involving a third party wherein applicant 
stipulated that its mark was descriptive and unregistrable. 616 

Absence of applicant’s president when opposer demanded that he be produced to testify 
is not a ground for refusing registration, when applicant offered to consent to postponement 
of the time for testimony until his return and opposer did not seek such postponement. 

Although evidence indicates that mark is applied only to a specific composition used in 
laundering, and appellee has asked leave to amend its application accordingly, the application 
not so limited must be considered as embracing “water softeners” generally. 627 
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Specimen containers identified in notice of opposition bear opposer’s trademark and the 
trade names of opposer’s licensees. That opposer’s own trade name is not used on containers 
affords no basis for dismissal of opposition upon asserted ground of abandonment. There is 
no requirement that an owner of a trademark use his name (trade name) in connection there- 
with. 655 

In prior opposition between same parties but involving different marks, default judgment 
in favor of opposer could not be utilized in instant proceeding (under doctrine of res judicata) 
to establish facts pleaded, and asserted to have been admitted, in prior opposition. 769 

The Board did not consider certain evidentiary matter which opposer filed outside the 
time allowed for the presentation of opposer’s proofs. 986 

Opposer during time for its rebuttal took testimony of use of trademark PAINT MASTER 
by its wholly owned subsidiary. The Board, on objection of applicant, held (footnote 1) that 
testimony would not be considered because it did not constitute proper matter for rebuttal and 
should have been introduced during opposer’s testimony in chief. 1125 


An applicant who takes no testimony will be restricted to his filing date for use of the mark. 
1262 


300.23a Notice 
Opposition dismissed. Opposer alleged that applicant’s goods were hydraulically-operated 
masonry saws and that the mark HyDRA-MATIC was merely descriptive of such goods. Appli- 
cant’s motion to dismiss was granted where opposer did not allege that it was engaged in the 
manufacture and/or sale of the same or like goods. To challenge applicant’s right of regis- 
tration on the ground of descriptiveness on mere conjectural future expansion of opposer’s 
business to include a product like applicant’s was held insufficient to support a claim of present 
damage. 1126 
300.23c Motions 
HOLIDAY INN (Applicant) for service of providing lodgings and meals in motels. 
THE HOLIDAY MOTEL, HOLIDAY EAST, and HOLIDAY MOTOR HOTEL WEST (Opposer) as trading 
styles for motel services, including the providing of meals and lodgings. 
Opposition dismissed on motion by applicant for summary judgment. This proceeding and 
a prior cancellation proceeding between these parties have involved the identical question of 
possible damage to opposer, and the final decision in applicants favor in the earlier proceeding 
is conclusive on opposer here. 1001 


300.23d Evidence 

Applicant introduced evidence of a number of manufacturers who used the word CADILLAC 
in addition to the commercial name of opposer’s Cadillac Division. The Board held that such 
evidence was irrelevant in determining the question of likelihood of confusion, because such 
uses by third parties were on goods unrelated to automotive products of the character sold by 
opposer under the well-known trademark CADILLAC. 85 

Testimony of opposer’s hair coloring consultant alleging actual confusion in discussions 
with sales girls and members of public is excluded as hearsay and thus insufficient. 

Actual confusion not established by testimony alleging receipt of mail from purchasers 
complaining of applicant’s products where such mail was not introduced in evidence though 
available. 

Actual confusion is not established by a single instance in wholesaler’s written inquiry as 
to disposition of applicant’s and opposer’s products since error was not explained. 88 


Letters NH within diamond design (Applicant) for valves. 
Diamond design in association with JENKINS, JENKINS BROS., JB or Jv (Opposer) for valves 
and valve parts. 
Opposition dismissed. Opposer’s attempt to differentiate between valves in third party 
registrations was not convincing. Common usage of diamond design with a word, name or 
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symbol evidenced by twenty-five copies of registrations issued to third parties for plumbing, 
hardware and steamfitting supplies was some proof that there would be no likelihood of 
confusion. 94 


suTTON (Applicant) for soap and foam bath preparation. 


SHULTON’s (Opposer) for soaps and shaving cream. 


Opposition dismissed. Because of difference of marks and fact that parties have sold 
respective goods under respective marks for over twenty years, it was held that without proof 
of confusion future purchaser confusion was not likely. 96 

On motions for summary judgment the Board held evidence of applicant cannot be con- 
sidered unless opposer has been afforded an opportunity for rebuttal nor can the proceeding 
be disposed of without a review of opposer’s proof which review cannot be taken by the Board 
prior to final hearing. 99 

Documents filed with answer to notice of opposition to establish a date of use prior to 
that alleged in application could not be considered since they were not identified nor introduced 
into evidence. 211 


Opposition sustained. The Board found that a number of persons engaged in parking 
services used the term syYSTEM in its primary sense to denote a particular plan for parking 
and held registration of system to applicant was likely to damage opposer by interfering with 
its freedom to continue the use of “system”, descriptively, in its composite mark. 279 


Opposer called as witnesses twenty-six persons from more than three thousand persons 
who had replied in the affirmative upon being asked “Did it over occur to you that uP-TOWN 
and 7-upP could be put out by the same company?” The witnesses testified that they reached their 
conclusions because of the presence of the word up in the marks. Since the question actually 
associated the two marks, the testimony is not helpful because it does not reflect what would 
be likely to be the state of mind of the same persons if they encountered the products in the 
market-place and were not confronted by a questioner who associated the products for them. 283 


Opposer introduced the results of interviews with some 3,000 consumers, 99.7% of whom 
stated that they were familiar with opposer’s 7 up beverage; 98.8% of whom stated that they 
never called 7 up an uP drink; and 98.4% of whom testified that they never referred to “soft 
drinks of this kind” as up drinks. The most that can ve said for these results is that opposer’s 
product sold under its mark is well-known; and consumers generally do not recognize any 
descriptive significance in the word up when used on a soft drink. 284 


QUEENS (and design) (Applicant) for vegetable shortening. 
QUEENS TASTE (Opposer) for margarine. 

Opposition dismissed. Record shows applicant’s initial use to be about three months prior 
to opposer’s. Opposer cannot be damaged by the registration since it is a subsequent user of 
the mark. 290 

The burden on opposer is to show facts from which it will be inferred that damage will 
result from registration of applicant's mark. Thus the Commissioner held that opposer did 
not have to prove that MAGAMP was recognized as the descriptive abbreviation for “magnetic 
amplifiers” in 1951, the year of applicant’s claimed first use. Opposer did show that for many 
years prior to applicant’s use of MAGAMP as a trademark, its personnel commonly used 
“mag amp” as an abbreviation for the term “magnetic amplifiers.” 299 

Since neither party in an opposition proceeding took testimony each was limited to its filing 
date as its first date of use. 363 

Opposer’s contention that a third party possessed superior rights in mark sought to be 
registered by applicant was held to be of no proper concern in an opposition proceeding. 366 

On appeal to the Court of Customs and Patent Appeals, opposer’s motion to strike exhibits 
from record was granted to the extent that matters not introduced at the close of testimony 
were not considered by court in reaching its decision. 428 
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Applicant has the right to introduce any evidence considered relevant to the issue of 
likelihood of confusion in the trade and to argue the matter of relevancy and materiality of 
such evidence at final hearing. 430 


Where opposer took no testimony and offered only a copy of its registration as evidence, 
the Board held the earliest date of use was the filing date of its registration. 437 


Applicant’s expired registration antedating opposer, is incompetent as evidence of presently 
existing rights. 443 
Testimony of employee of opposer that he was sold goods bearing applicant’s trademark on 
requests for goods bearing opposer’s trademark did not support opposer’s charges of actual 
confusion. Evidence of actual confusion can have probative value only if the marks are such 
that reasonable minds might so confuse them. 515 


The court held evidence of opposer’s employee that third parties had told him they had 
purchased opposer’s product and showed him applicant’s bags, even if admissible, was entitled 
to little weight. 522 


Testimony by an official of opposer relating to a colloquy involving himself, another 
employee of opposer and a storekeeper to the effect that storekeeper thought that applicant’s 
cigars he was selling were opposer’s cigars was held to be hearsay. 


Testimony of opposer’s employee that he found applicant’s cigars in place reserved for 
opposer’s cigars was held, by itself, to be no indication of any actual confusion. 


An isolated instance in a trade journal reporting opposer’s cigars under applicant’s trade- 
mark was held not sufficient to establish probable confusion or mistake. 523 

The court held it was not correct to admit into evidence FULLER BRUSH catalogues under 
Trademark Rule 2.123(c) as books and periodicals available to the general public without 
further identification and proof of their availability to the general public. 

Opposer proved damage by showing that applicant’s mark so resembled its mark as to be 
likely when applied to the goods to cause confusion and from this damage will be presumed. 616 

In the absence of testimony applicant must be restricted to its filing date as the date of first 
use of its mark. 630 

Even if the purchasers for the goods of the parties may be regarded as discriminating 
purchasers there was nothing in the record which suggested that these purchasers, which 
included independent service station operators, would distinguish between substantially similar 
trademarks. 650 


Since applicant took no testimony, it is restricted to its filing date as its date of first use. 
654 


Despite assertion by witnesses that opposer is referred to as MOTION PICTURE ACADEMY 
in magazine articles and other publicity material, and in letters from the public, such testimony 
is insufficient to establish that opposer is referred to by the public as “Motion Picture Academy.” 


768 


To justify reopening an opposition to enable the introduction of newly discovered evidence, 
it must, among other things, be made to appear not only that the proposed evidence has been 
newly discovered, but that it could not earlier have been discovered by the exercise of reason- 
able diligence. 974 

Opposer’s contention that registered marks constituted a “family” of marks comprising 
the term “plex” was rejected since opposer failed to submit evidence showing either 
commercial promotion or public recognition of these marks as a “family.” 

Applicant introducd evidence of a number of third party registrations including the term 
“plex” to establish common prefix of both PLEXIDON and PLEXIGLAS was lacking distinctiveness. 
The Board held only two of the registrations were in any way connected with the products 
of the parties and were insufficient to substantiate that such prefix is lacking in distinctiveness. 


988 
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Whether opposer may be the owner of a “family” of trademarks depends upon whether or 
not opposer’s marks have achieved recognition as such in consequence of their nature and the 
matter in which they may have been commercially promoted. 1119 


Opposer presented into evidence excerpts listing MASTER PAINTERS, PAINTMASTER and 
PAINTMASTERS from 1957 Edition of Trade-Mark Directory of the National Paint, Varnish 
and Lacquer Association, Inc. to show the applicant’s mark PAINTMASTER was descriptive of 
paint products. The Board held the 1957 Trade-Mark Directory unmistakably indicated that 
the terms listed therein were purportedly trademarks and could not be construed as evidence 
of descriptive use by the trade of terms so listed. 1125 


Opposer introduced, in support of its contention of likelihood of confusion, two misdirected 
invoices for applicant’s products. The Board held that these two invoices together with 
vague and indefinite testimony regarding occasional errors in returning applicant’s products 
to opposer insufficient to establish actual or likelihood of confusion in the trade. 1130 


Third party registrations are admissible in evidence to show that a prefix or suffix of a 
mark is either descriptive or suggestive. 1131 


300.23e Defenses 
7-uP (Opposer) for lemon-lime beverage. 
jumMp-up (Applicant) for lemon-lime beverage. 

Examiner dismissed opposition. 

Applicant cited a number of registrations of marks which include up as a component and 
alleged that such registrations “dispel any inference opposer would make that opposer has 
an exclusive family of up marks, or that any ‘secondary meaning’ in uP resides in opposer.” 

Applicant’s testimony similar to that in The Seven-Up Co. v. The Mor-Up Co. Inc. 123 
USPQ 76 (50 TMR 301). Additionally applicant’s labels were “makeshift labels of a nature 
not likely to be used on containers for soft drinks”. Applicant’s president could not remember 


quantities shipped; he stated that sales in commercial lots had been impaired by litigation 
(alleged date of first use, 1954). 303 


Since record fails to show that opposer knew or should have known of applicant’s use of 
name prior to June 1958 when informed of such use by its counsel, mere delay of four months 
before proceeding against applicant is insufficient to sustain defense of laches. 768 


The doctrine of res judicata must be seasonably invoked, otherwise it is considered as 
waived. 977 


Applicant’s defense of laches under Section 19 was denied where applicant did not prove 
that opposer had notice of applicant’s wide sale and advertising of its marks prior to 
publication of applicant’s mark for opposition. 979 


The Board followed holding of CCPA in Salem v. Miami, 47 TMR 1267, and held that 
equitable defense of acquiescence, laches and estoppel are inapplicable in an opposition pro- 
ceeding, where the opposer had no previous opportunity to oppose an application to register. 
Since this was the first opportunity for opposer to object applicant’s right to registration, the 
equitable defense of estoppel was inapplicable. Opposition was dismissed on other grounds. 1130 

Interferences of nonuse (based upon diverse factual situations) are not sufficient to sup- 
port defense of abandonment in opposition proceedings. 1272 


300.24 Dismissal 


Opposition dismissed. Opposer alleged that applicant’s goods were hydraulically-operated 
masonry saws and that the mark HyDRA-MATIC was merely descriptive of such goods. Appli- 
cant’s motion to dismiss was granted where opposer did not allege that it was engaged in the 
manufacture and/or sale of the same or like goods. To challenge applicant’s right of regis- 
tration on the ground of descriptiveness on mere conjectural future expansion of opposer’s 
business to include a product like applicant’s was held insufficient to support a claim of 
present damage. 1126 
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300.3 CANCELLATION Article: 890 


300.31 In General 
ALAADEN’S COUNTRY CHARM (Applicant) for candy 


CHARMS (Opposer) for candy 

Opposition dismissed. The Board held that the unitary expression COUNTRY CHARM in 
mark ALAADEN’S COUNTRY CHARM had a different connotation from opposer’s mark CHARMS 
and would not cause confusion when applied to the same goods. 82 


Petition to cancel granted. The Board held petitioner’s right to use BEAUTIFUL CROWN 
antedated registrant's use of same mark for hair dressing. 83 


Applicant’s counterclaim for cancellation of opposer’s registration dismissed since applicant 
did not assert that it possessed rights in its mark which antedated or was otherwise superior 
to opposer’s rights in its mark. The Board held that in order to state a claim upon which 
relief may be granted in a petition to cancel, it must be alleged that the registration is inconsis- 
tent with an equal or superior right of the petitioner in the same or similar mark. 85 


GALVANUM (Petitioner) for paint for galvanized iron. 


GALVICON (Registrant) for galvanizing and rust-resistant paints. 

Petition to cancel was denied. The Board held that the highly suggestive nature of the 
common syllable (GALV) of the two marks as applied to the goods (paint for galvanized iron and 
galvanizing paint) precluded likelihood of confusion. 86 


Cancellation granted. The Board found that registrant had not used JULEP as part of its 
compound mark, GINGER-MINT JULEP since 1949 or 1950. The statement that registrant at 
some time or other “would go back to using the full name, GINGER MINT JULEP” was insufficient 
to overcome prima facie abandonment. 281 

Petition for cancellation sustained. The Commissioner held registrant at or since the date 
of its application filed under the Act of 1920 did not have exclusive use of mark “BREAKFAST 
cup For All the Family” for a coffee substitute because of petitioner’s prior use of BREAKFAST 
cuP as dominant part of its mark for coffee. 299 

Petition for cancellation dismissed. The Board found that the issues in the instant 
cancellation proceeding were precisely the same as those in a prior interference (between 
petitioner’s application to register TONICOoL for shampoo and registrant’s application to register 
TONI for shampoo) which had been dissolved on the basis of registrant’s incontestable registra- 
tion of TONI for permanent waving kits and held the prior decision of the court prevented 
petitioner from qualifying under Section 14 as one who is or will be damaged by the registra- 
tion sought to be canceled. 526 

Registration will be canceled where registrant did not have exclusive use of the mark at 
or since the date of the application for its registration, as required by Section 2 of the Act of 
1920 under which it was registered and where no equitable defense has been established. 969 


BUGMASTER, PESTMASTER AND ROACHMASTER (Petitioner) for insecticides. 


FLYMASTER (Registrant) for insecticides. 

Petition for cancellation granted. The Board found that although the word MAsTER is 
essentially laudatory in character in its connotation of excellence, the record in no way indi- 
cated the lack of distinctiveness and held, that since the prefix portions of the marks BuG, 
PEST, ROACH, FLY related to the uses of the goods purchasers familiar with petitioner’s use of 
BUGMASTER, PESTMASTER and ROACHMASTER might well suppose that registrant’s FLYMASTER 
originated with petitioner. 1003 


PIZZA-BURGER and design (Registrant) for sauce, flavored combination meat and cheese 
sandwiches (Supplemental Registration). 
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PIZZABURGER (Petitioner) for prepared food consisting of tomato puree, garlic salt, cayenne 
pepper, salt, peanut oil, olive oil, oregano, parsley, American cheese and Mozzarella cheese 
between the halves of a triple baked English-type muffin (Supplemental Registration). 1004 


TINT’N SET (Registrant) for a hair treating compound. 
TINTZ (Petitioner) for shampoo, hair rinse, hair coloring, color touch-up pencil and cream 
shampoo. 
Cancellation dismissed. The Board found that trIntz and TINT’N sET were alike only in 
that both comprised the word tint and held that considering the obvious descriptive significance 
of this word when applied to hair coloring preparation likelihood of confusion was not possible. 


1065 


300.33 Pleading and Practice 
The grounds for cancellation asserted in the pleading were held insufficient where it was 
alleged that registrant has never used its mark as a trademark and that the dates of use set 
forth in the registration are false. Motion under Rule 12(f) FRCP granted. 78 
Board considered as some evidence petitioner’s allegation, in addition to goods specified in 
its registration, of prior use of some trademark for various articles of women’s clothing. 83 
Cancellation petition alleging prior use, likelihood of confusion and fraud in registrant's 
Section 15 affidavit, brought more than 5 years after registration, dismissed on registrant’s 
motion—Section 14 providing for cancellation more than 5 years after registration only if mark 
becomes common descriptive name, is abandoned or registration was fraudulently obtained. 87 
Motion for leave to file an amended petition for cancellation denied whereupon petitioner’s 
own showing it appears that respondent can qualify as owner of its marks, and that petitioner 
lacks standing to contest respondent’s right of registration. 194 
Petition for cancellation must plead that registration is inconsistent with an equal or a 
superior right of the petitioner to use the same or a like term in connection with goods similar 
or commercially related to those of the registrant. 196 
Respondent’s president testified that there had been no confusion in the markets between 
GET UP and SEVEN-UP. Thereafter opposer took the testimony of some consumers and some 
employees of some of opposer’s authorized bottlers who testified generally that at an unidentified 
time at an unidentified place, an unidentified person sold or offered for sale applicant’s product 
on calls for opposer’s; or that an unidentified person under unclearly described circumstances 
stated that they thought Get up and 7 up emanated from a single producer. Aside from the lack 
of probative value of such testimony, it is not proper rebuttal. Evidence of confusion or deception 
would have been a substantive part of opposer’s case, and the fact that it was offered to 
contradict the testimony of applicant’s president does not, under the circumstances, make it 
proper rebuttal. The testimony taken by opposer during the rebuttal period is stricken. 
Original registration of respondent issued in 1935. Record showed that respondent was 
small local distributor 1934-1940, expanded to another state in 1940, had expanded operations 
after World War II and since 1954 had expanded franchised operations. 
Petition to cancel and opposition dismissed on the basis that petitioner is estopped by 
laches (on authority of Graphol case). 282 
The Board dismissed registrant’s request for affirmative relief by way of cancellation of 
petitioner’s registration for BLUE BONNET because petitioner had not pleaded its registered mark 
as a basis for relief. 358 
In an opposition proceeding, applicant’s request for affirmative relief by way of cancellation 
of opposer’s registration was denied where there was no pleading of applicant’s superior right to 
use the trademark NEWPORT. 429 


300.33a Petition 


The Board found that Examiner had erred in canceling three of opposer’s registrations 
because applicant had failed to offer evidence of nonuse of marks and there were no facts in 
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the record from which an inference of damage to applicant from opposer's registrations could 
be drawn. 101 


Petition for cancellation granted. Since petitioner holds’ rights equal if not superior to 
those of registrant, damage to petitioner will be presumed. 216 


Petition for cancellation dismissed on motion of registrant. Petitioner sought cancellation 
of registration of contour for chairs. Petitioner had filed an application to register CONTUR- 
FOAM for mattresses and box spring which application was opposed by registrant in a proceeding 
pending in the Patent Office. The Board held that although registrant may seek to utilize the 
registration in question as evidence in another proceeding between the parties that was no basis 
for a claim of damage to petitioner. Petitioner had not alleged that it possessed any superior 
right in the mark CoONTURFOAM and while it challenged registrant’s right to register CONTOUR 
as merely descriptive of chairs, petitioner did not allege that it used or was in a position to 
use the term contour for the purpose of describing any products of its own. 277 


Petition for cancellation denied. The Board found that petitioner asserted no right in the 
term HENNESSEY for brandy but complained that in prior opposition, its predecessor was not 
entitled to register HENRI-c for brandy because of prior use of HENNESSEY and for this reason 
was denied registration of HENRI-c in a pending application. The Board held that the prior 
determination was conclusive upon the parties and any person in privity with the parties. 
The question of whether exclusive distributor of HENNESSEY in the United States or foreign 
producer of the goods was the owner of the mark was a moot question. Petitioner did not 
show that the registration for HENNESSEY was inconsistent with an equal or superior right to 
the use of the same or similar term. 279 

The Board held that petitioner’s rights in the mark juLepP for soft drinks and flavoring 
concentrates were superior to registrant’s rights and maintenance of registration of GINGER- 
MINT JULEP for soft drinks on register would damage petitioner. 281 


HOLIDAY INN (Respondent) for providing lodging. 
HOLIDAY MOTEL (Petitioner) for providing lodging. 

Petitioner alleged that respondent had not used mark in interstate commerce, that peti- 
tioner’s rights in Pennsylvania were superior to those of respondent’s in Pennsylvania and that 
respondent’s licensing operations were interfering with, or likely to interfere with petitioner’s 
operations. 

Respondent’s motion to dismiss granted on the basis that petitioner had not questioned 
respondent’s priority of use in intrastate commerce and is therefore without standing to question 
its right to registration. 282 


7 uP (Petitioner) for lemon-lime beverage. 
MOR-UP (Respondent) for lemon-lime beverage. 


Examiner had dismissed petition for cancellation. 

Petitioner alleged that respondent, by adopting up as the suffix of its mark for a product 
made in imitation of opposer’s, has taken part in a raid upon opposer’s good will, in concert 
with other of opposer’s competitors, and such conduct tends to make the word up, in the minds 
of some purchasers, descriptive of a beverage having the flavor of opposer’s, thereby damaging 
opposer’s good will. 301 


300.33d Evidence 


The Board found that Examiner had erred in canceling three of opposer’s registrations 
because applicant had failed to offer evidence of nonuse of marks and there were no facts in 
the record from which an inference of damage to applicant from opposer’s registrations 
could be drawn. 101 

Petitioner proved prior and continuous use of its marks by showing sales of some 655 
boats for period 1949-58, substantial advertising in Boating periodicals and having exhibits 
at the New York boat shows since 1952. 294 
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Where registrant does not offer evidence of any kind, registrant cannot rely upon an 
earlier date than filing date of its application. 295 
Witness identified some crowns of soft drinks which he said had been sent to him by some 
crown manufacturers, but they are incompetent to show use of the marks which appear thereon. 
302 

Petition for cancellation granted. The Board held petitioner's evidence of research by 
three leading shoe trade publications which maintained a record of all currently registered 
trademarks pertaining to footwear and inquiries of one of the largest producer of shoe boxes 
was sufficient to establish prima facie showing of abandonment of prior registered trademark 
particularly where registrant took no testimony. 525 

Where registrant introduced copies of sixteen third party registrations for marks compris- 
ing CATALINA to establish it as a “weak” mark, the Board held petitioner’s right to use 
CATALINA extended not only to articles to which it applied but to such other articles as might 
naturally be supposed to come from it, regardless of fact that mark was registered by others 
for many different products. 526 

The record was not sufficient to show that petitioner had knowledge of registrant’s use of 
the mark from 1932 to 1956 when registrant instituted cancellation proceedings. 969 

The Board would not consider petitioner’s registrations which had expired and other 
registrations of petitioner where there was no evidence that the marks so registered were 
being used at the time of the filing of the petition. The latter registrations indicated only a 
single use which was subsequent to the filing date of registrant’s registrations. 

Petitioner’s contention that it was the owner of a “family” of marks characterized by the 
term MASTER was rejected by the Board because there was nothing in the record which indicated 
that various marks of petitioner were sold, advertised and promoted as to create or bring about 
purchaser awareness and recognition of a “family” of marks. 

Since petitioner took no testimony in regard to the dates of first use of the marks shown 
in its cited registrations, first use of the marks must be restricted to the filing dates of the 
application on which the registration issued. 1003 

In a cancellation proceeding, registrant asserted petitioner’s registered mark PIzZzABURGER 
had been abandoned because registrant had commenced a civil action against petitioner for 
trademark infringement and unfair competition in Nebraska but was unable to effect service 
on petitioner in that state and, further, in conversation with a number of its licensees (located 
in Nebraska) registrant was convinced petitioner no longer used mark piIzzABURGER. The 
Board held that this evidence was hearsay and even if it were otherwise sufficient to show 
non-use in Nebraska it did not purport to show non-use in other states. 1003 

The Board held that the testimony of a former demonstrator of petitioner’s products that 
she was confronted by unnamed persons who mistook petitioner’s hair coloring preparation for 
registrant’s because of the similarity of mark as hearsay and incompetent of proof as actual 
confusion between the marks TINT’N SET and TINTZ. 1004 

One who asserts abandonment in a cancellation proceeding must prove it. Merely raising 
doubt as to whether or not respondent is actively engaged in business is not sufficient. 1116 


300.33e Defenses 
An affirmative defense, including a request for affirmative relief, must be sufficient in 
itself to constitute a claim on which relief can be granted. 78 
The Board dismissed registrant’s affirmative defense and held BEAUTIFUL Crown for hair 
dressing suggested a beautiful head and would not be confused with RovaL crown for scalp 
preparation which had a connotation of royalty. 83 
Motion to dismiss petition for cancellation granted where it appears from the pleadings 
that petitioner fails to possess any proper interest in the matter of respondent’s right to main- 
tain its registration of NUSOFT. 196 
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Laches consist of two elements, inexcusable delay in instituting suit and prejudice re- 
sulting to the defendant from such delay. Its existence depends upon the equities of the case 
and not merely upon the lapse of time. 969 


Where opposer had agreed to applicant’s use of CARJOy in conjunction with applicant’s 
trade name and only then on condition that such use would prevent any confusion, the Board 
held that opposer did not unequivocally acquiesce in applicant’s use of CARJOY per se nor 
foreclose future objections to applicant’s use of cARJoy when and if “instances of actual 
confusion” should come to the attention of opposer. 1005 


300.4 APPEALS 
300.42 Trademark Trial and Appeal Board Articles: 1019, 1025 


400. CONFUSING SIMILARITY 
(Also see Courts Section 600) 


400.1 IN GENERAL 


Applicant has a composite mark creating unitary psychological impression in mind of 
purchaser so distinct from the impression created by opposer’s marks that there is no likeli- 
hood of confusion or mistake as to source of origin of goods on which the marks are re- 
spectively used. 8-pointed border design is not dominant feature of applicant’s mark nor is 
such border a star. 54 


CLOVERDELL (Applicant) for pork roll. 


CLOVER FARM (Opposer) for food products. 


Opposition sustained. The Board held common portion of marks—cLover—was arbitrary 
and when applied to food products of parties which were sold through same channel likelihood 
of confusion would result. 84 

The Board held that where it appeared that the marks involved were respectively em- 
ployed by the parties in connection with other designations, these marks constituted inde- 
pendent symbols of origin, and their associations with other matter had no bearing on the 
question of likelihood of confusion. 979 


BAUSCHER WEIDEN (Petitioner) for chinaware. 
BAUSCHER CHINA (Registrant) for chinaware. 


Petition for cancellation granted. The Board held the mere substitution of the descrip- 
tive name CHINA for the geographical term WEIDEN did not create substantially different marks 
between BAUSCHER CHINA (Registrant) and BAUSCHER WEIDEN (Petitioner). “These marks 
are in legal] contemplation identical.” 981 


400.2 CoNFUSINGLY SIMILAR MARKS 


(This section is arranged alphabetically by trademarks as far as possible. Also see Not 
Confusingly Similar Marks pages 83 to 94 and Word List pages 28 to 35.) 


AERFLYTE and design (Applicant) for ice skates and shoes attached to ice skates, ice skates 
guards, roller skates and shoes attached to roller skates, and bowling, baseball and football 
shoes. 

AIR-FLITE (Opposer) for rackets, golf balls, badminton rackets, tennis rackets, squash rackets, 
golf clubs, basketballs, volley balls, footballs, soccer balls, table tennis bats and table tennis 
balls. 


Opposition sustained. The Board found that, although the goods of parties were different, 
they comprised items of sporting goods and equipment sold through same trade channels, 
and held AERFLYTE on skates and athletic shoes was likely to cause confusion with prior use 
of AIR-FLITE on a variety of sporting goods, particularly, since opposer did sell bowling, foot- 
ball and baseball shoes. 1128 
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AR LITE (Applicant) for hand luggage and trunks. 


ARFLITE (Opposer) for suitcases, portfolios, pocketbooks, handbags, trunks. 


Opposition sustained. The Board held that although the marks of the parties contained 
some difference in appearance and significance, they, however, were nearly so alike in sound 
that confusion would be likely when marks were applied to competitive goods. 98 


ARTOs (Applicant) for corn chips. 


FRITOS (Opposer) for corn chips, etc. 


Opposition sustained. The resemblances between arTos and FRITOs is such that confusion, 
mistake and deception of purchasers would be quite likely to occur. 527 


BAKUN CHIPs (Registrant) for fried bacon rinds (Supplemental Registration). 


BAKON BITS and BAKE-N-KRISP (Petitioner) for fried bacon rinds. 


Petition for cancellation granted. 

The Board held that the resemblances between BAKUN CHIPS and each of petitioner’s 
marks, viz., BAKE-N-KRISP and BAKON BITS are such that there is a likelihood of confusion or 
mistake or deception of purchasers. 1006 


BAR-D BRAND (Applicant) for bacon. 


BAR S (Opposer) for bacon. 
Opposition sustained. The Board held BAR-p BRAND was likely to be confused with op- 
poser’s registration BAR s when used on identical items of bacon. 441 


Registration refused. The Board held BEN FRANKLIN for envelopes was likely to be 
confused with the prior registration of a portrait of Ben Franklin with the name FRANKLIN 
for notebooks, tablets, loose-leaf binders and fillers, examination papers, drawing papers, etc. 997 


BIO-FACTOR (Applicant) for prescription and non-prescription pharmaceuticals. 


BIFACTON (Opposer) for medicinal preparation recommended for treatment of anemia. 
Opposition sustained. Marks are similar in sound and when handwritten, in appearance. 287 


BONNIE HEATHER (Applicant) for Scotch whiskey. 
WHITE HEATHER (Opposer) for Scotch whiskey. 

Opposition sustained. Marks are similar in sound and appearance and create similar com- 
mercial impression. 443 


BRAUN CAMERAS and design (Applicant) for photographic, flash and cinematographic equipment. 
BRAUN HoBBY (Prior Registration) for photographic flash equipment, including high speed 
flash apparatus. 

Registration refused. In view of nature of words “camera” and “hobby,” BRAUN is the 
significant and distinguishing feature of the marks. Purchaser confusion would be more than 
likely to occur. 766 

Registration denied. The Board found that cameras and photographic flash equipment 
were often made by a single entity and sold under the same basic or “house” mark and held 
BRAUN PAXETTE for photographic cameras was likely to be confused with prior registration of 
BRAUN Hobby for photographic flash equipment. 432 


BREAKFAST CUP (Petitioner) for coffee. 
BREAKFAST CUP FOR ALL THE FAMILY (Registrant) for a coffee substitute. 


Petition to cancel registration granted. Although the products of the parties are different, 
the marks are confusingly similar. 969 


THE BRICK OVEN with design of chef and brick oven (Applicant) for restaurant service. 
BRICK OVEN with design of chef and brick oven (Opposer) for bread, rolls and cookies. 
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Opposition sustained. The Board held that applicant’s mark when used to identify res- 


taurant services was likely to cause purchasers to associate services with opposer’s baked goods. 
293 







BRONZE STAIN (Applicant) for sun tan lotion. 






BRONZTAN (Opposer) for sundry cosmetic and toilet preparations, including oils for the pre- 
vention of sunburn. 


Opposition sustained. The Board held BrRoNzE STAIN and BRONZTAN were strikingly sim- 


ilar in sound and general impression and that these resemblances were likely to cause confusion. 
367 














BUGMASTER, PESTMASTER and ROACHMASTER (Petitioner) for insecticides. 





FLYMASTER (Registrant) for insecticides. 

Petition for cancellation granted. The Board found that although the word MASTER is 
essentially laudatory in character in its connotation of excellence, the record in no way indi- 
cated the lack of distinctiveness and held, that since the prefix portions of the marks 
(BUG, PEST, ROACH, FLY) related to the uses of the goods purchasers familiar with petitioner’s 
use Of BUGMASTER, PESTMASTER and ROACHMASTER might well suppose that registrant’s FLY- 
MASTER Originated with petitioner. 1003 










carjoy (Applicant) for combined cleaning and polishing materials. 
yoy (Opposer) for soap powder, sudsing cleaner, cleanser and detergent excepting soap in bar 
form. 

Opposition sustained. The Board found applicant’s mark caryoy included opposer’s mark 
joy with added matter cAr merely describing the object on which applicant’s product could 
be used and held purchasers familiar with Joy detergent might well assume upon encoun- 
tering applicant cARJoy detergent car cleaner was a detergent product of the manufacturer 
of yoy detergent for use on cars. 1005 












CERAMIKOUPLE (Registrant) for thermocouples. 
CERAMO (Petitioner) for thermocouple wires and thermocouple extension wires. 

Petition to cancel granted. While a discriminating purchaser may be aware of different 
manufacturers and products, it does not follow that he would disregard the marks. KOUPLE 
is the phonetic equivalent of couPLE, which has been used as a common descriptive name for 
the goods and would be so recognized by purchasers. Considering this and the substantial 
similarity of CERAMI and CERAMO, the marks are reasonably likely to cause confusion. 1001 

Opposition sustained. The Board held cHAmM1 sponce for artificial sponges was so nearly 
identical with the notation “chamois sponge” used by opposer on a competitive product that 
likelihood of confusion would occur. 429 
cHow.MaT (Applicant) for feeding bowls and mats, sold as a unit, used for cats and dogs. 
Opposer: cHow for dairy feed, for animal feeds for rats, mice, dogs, cats, monkeys, hamsters, 

poultry, and cattle; chow cHOow for poultry feed, stock feed, and dairy feed; CHowper for 
chicken feed; cHowmM1x for poultry and stock feed, including dairy feed. 

Opposition sustained. The products of the parties are ordinarily sold in pet shops and 
are likely to be purchased at the same time under identical conditions, and purchasers may 
well attribute the products to a common source. 

The fact that opposer may use its primary mark PURINA in conjunction with cHow is not 
relevant to determining the question of likelihood of confusion with applicant’s mark, cHow . MAT. 

74 

Since CONTINENTAL is the only word feature of applicant’s mark, confusion is reasonably 

likely and opposition is sustained. 286 































coo, sip (Applicant) for powdered soft drinks. 
KOOL-AID (Opposer) for powdered soft drinks. 





Qn 0Q0O..6C«wteAllLR 
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Opposition sustained. The court held that coor sip, as applied to powdered soft drinks to 
be mixed with water, would be likely to cause purchaser confusion, mistake and deceit with 
the mark KooL-Arp as applied to the same products. Chief Judge Worley and Judge Kirkpatrick 
dissent. 1271 

Registration of the trademark CULTURED BEMBERG for fabrics in the piece was properly 
refused because of confusing similarity with the previously registered trademark CULTURED 
CoTTON for cotton textile fabrics in the piece. 267 
CUSHION-EZE (Applicant) for pews for churches and the like. 

CUSH-N-KNEES (Opposer) for kneeling cushions for pews, communion steps and prie dieux. 

Opposition sustained. The products might readily be assumed to originate with a single 
producer ; the marks are substantially the same in sound. Confusion is therefore inevitable. 289 

Registration denied. The Board held that pAcro-preNe for fire hose of synthetic fiber 
jacket, neoprene lined type would create impression of some trade connection or permission 


from prior registrant of the coined and well-known trademark pAcRoN for synthetic polyester 
fibers. 294 


DANNY BOY (Applicant) for fresh tomatoes. 
ANDY BOY (Opposer) for fresh vegetables, deciduous and citrus fruits, and canned fruits and 
vegetables. 

Opposition sustained, as marks are so similar (especially in view of use by telephone) 
that confusion and mistake will be inevitable. 214 
DANNY Boy and design (Applicant) for fresh tomatoes. 

ANDY Boy and design (Opposer) for food products including fresh vegetables. 
Although there are some dissimilarities between marks the similarities outweigh the dif- 


ferences as to result in a likelihood of confusion when applied to the goods. Opposition 
sustained on appeal and the Patent Office decision is affirmed. 1270 

Petition for cancellation granted. In cosmetics field, DEVON is confusingly similar to 
previously used DEVONSHIRE and FLOWERS OF DEVONSHIRE, even if latter marks are merely fra- 
grance or grade designations. 655 


DEWY-FRESH and design (Applicant) for fresh vegetables. 
DAWN FRESH (Opposer) for canned and fresh frozen fruits and vegetables, fresh mushrooms 
and fresh asparagus. 
Considered in their entireties the marks sound quite similar and their meanings stimulate 
the same mental associations. 1270 


DONN FRESH with caricature of boy (Applicant) for fresh produce brokerage and distributing 
services. 
DAWN FRESH (Opposer) for canned mushrooms, fresh frozen fruits, berries, vegetables and 
fish, fresh vegetables, and other canned foods. 
Opposition sustained, since both parties are engaged in selling fresh produce, marks are 
confusingly similar. 215 


pouGLAss (Applicant) for candy. 


pouGcLas (Opposer) for candy. 
Opposition sustained. The Board held that on the record opposer’s right in the name 
DOUGLAS was superior to applicant’s use of DOUGLASS. 98 


DREAM WHIP (Applicant) for mix for use in making puddings, sauces and toppings, and for a 
dessert topping mix. 
CREAM wIPT (Opposer) for salad dressings containing cream. 


Decision of Trademark Trial and Appeal Board dismissing oppositions reversed, and 
oppositions sustained. While the goods are not identical, they are closely related food products 
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which might well be expected to emanate from the same source, and absolute identity is not 
essential to a likelihood of confusion. The marks are much the same in meaning and quite 
similar in both sound and appearance; the similarities outweigh the dissimilarities to such a 
degree that confusion in trade is likely. 992 


DURATRON (Applicant) for a dust-on colorant and hardener for concrete floors. 


DUTRON, DURON (Opposer) for paints, varnishes and wood stains; pURzON for paints. 


Opposition sustained. The Board found that pUTRON and DURATRON were so similar in 
sound and appearance as likely to cause confusion, however, that there was no such similarity 
between DURON or DURZON. 430 


purox (Applicant) for a liquid primer-sealer surface coating which may be used as an additive 
for paints, enamels and lacquers. 
DURON (Opposer) for ready mixed paint, varnishes, wood stains, rubber base paint, and paint 
enamels. 
When applied to the goods, purox so nearly resembles puRON as to be likely to cause 
confusion, or mistake or deception of purchasers. 760 
E-z LITE for liquid chemical composition for starting fires is confusingly similar to Ez- 
FIRE for kindling blocks. 624 


&LKEM (Applicant) for solenoid valves. 
ELKEM (Opposer) for metallurgical furnaces and parts thereof. 

Opposition sustained. ELKEM is a coined arbitrary mark which possesses a high degree of 
distinctiveness and it is believed that persons familiar with opposer’s furnaces and replacement 
valves would more than likely suppose that applicant’s valves emanated from opposer. 995 


F&s for display on a ribbon design for fertilizers. 
FB displayed in three dimensional block design for fertilizers. 

The Board in an interference proceeding held that confusion was likely between FB 
and F&. 367 
GRIFFOBOND (Applicant) for adhesives and catalysts for adhesives. 

GRIFFIN (Opposer) for industrial chemical products; GrirFco for industrial chemical products, 
including polyvinyl acetate emulsion sold to companies producing adhesive products. 


Opposition sustained. The products of the parties are likely to move through the same 
trade channels to the same class of industrial users. GRIFF the common portion of the marks 
has no meaning and is likely to be associated with the surname GRIFFIN or GRIFFITH. Op- 
poser’s marks GRIFFcO for emulsions and GRIFFIN for chemicals having been associated through 
use with a common source, purchasers upon seeing GRIFFOBOND on adhesive chemicals are 
likely to assume that it is another product in the same line. 91 


GUARDIAN (Applicant) for outdoor type electric lighting fixtures, lamp holders for spot 
and flood lamps, reflector flood lamps, poles for supporting lighting fixtures and sign 
lighting units. 

GUARDIAN (Opposer) for electro-magnets, relays, solenoids and switches. 

Opposition sustained. The record shows that confusion or mistake as to source has 
resulted from the use by the parties of the identical trademark for electrical goods. 212 
HOPE CHEST (Petitioner) for diamonds. 

BRIDE'S HOPE CHEST (Respondent) for diamonds, diamond rings, and mountings. 

HOPE CHEST so resembles BRIDE'S HOPE CHEST that, when applied to the identical and 
closely related goods, confusion, mistake or deception of purchasers is likely. 1116 
HY-croFT (Applicant) for poultry hatching eggs and baby chicks. 

HY-cross (Opposer) the salient feature of its corporate name used in the sale of baby chicks. 
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Opposition sustained. The Board held uy-crort for poultry hatching eggs and baby 
chicks was likely to be confused with commercial name Hy-CROss used in association with 
sales of baby chicks. 433 


HyY-Top (Applicant) for vegetable shortening. 


HIGH TOP (Cited) for wheat flour. 

Registration refused. Shortening and flour are both staple grocery items, sold in the 
same stores to the same purchasers, for associated uses. 1272 

Registration denied. The Board held 1 Q soLiTAtrE for a game board was likely to be 
confused with prior registration HI-Q with the words “How’s yours?” within the letter “Q” 
for a puzzle game board and playing pieces. 431 

Representation of a jockey (Petitioner) for men’s and boy’s underwear. 

Representation of a jockey hitching-post figure and the words JERRY FINN (Registrant) 
for men’s and young men’s coats, suits, trousers, ties, sweaters, shirts, hats and women’s 
shirts. 

Petition for cancellation granted. Although the pictorial illustrations of jockeys used 
by petitioner and registrant differed in certain details, the Board held the average purchaser 
cannot be expected to remember such details because his impression of either figure would 
be a jockey. Therefore, purchasers familiar with petitioner’s wearing apparel for men bearing 
a jockey figure would be reasonably likely to assume that wearing apparel bearing registrant’s 
mark originated with or was in some way connected with petitioner. 366 


JUICEMASTER (Applicant) for fruit and vegetable juicer attachments for electrically operated 
power units such as blender bases. 


MIXMASTER (Opposer) for electric food mixers; for fruit juice extractors, etc. 

Opposition sustained. Although the word MASTER is laudatory, having a connotation of 
excellence, it is not devoid of trademark significance and considering that the initial portion 
of the marks of the parties indicate the uses for which the goods are intended, it is believed 
that purchasers might well suppose that applicant’s goods originated with opposer. 995 

Assuming that applicant is, in fact, using JUMP-UP as a trademark for a lemon-lime 
beverage, such action provides an opportunity for consumer confusion and mistake, and the 
mark suggests to unscrupulous retailers that they can pass off applicant’s product (SEVEN-UP) 
on calls for opposer’s without much fear of detection thereby deceiving the public; but if 
detected, with an excuse thought sufficient to justify the action. Opposition sustained. 303 


kK (Applicant) for motion picture cameras and projectors and slide projectors. 
K and representation of camera shutter (Cited) for films and plates, plate and film holders, etc. 


K-COLOR (Cited) for sensitized photographic film. 

Refusal of registration affirmed. The goods are of a nature which might be supposed 
to come from a single producer, and the letter “K” is of such nature and prominence in 
each of the registered marks that purchasers might well rely on this alone in identifying the 
goods as to source. Since applicant is seeking to register only the letter “K,” its use in 
association with other matter is immaterial, and the propriety of registration of other marks 
is not at issue here. 1000 

Opposition sustained. The Board held kKING-KUp for candy was likely to be confused 
with KING’s and KING’S FOR AMERICAN QUEENS for candies. 363 
KWIK RID (Applicant) for insecticides, rodenticides, crab grass killer, weed killer, rose pest 

killer and fungicide. 
MAGIK’RID (Opposer) for insecticides and KWIK’MIsT for dispensers of the aerosol type con- 
taining insecticide. 

Opposition sustained. The Board found KWIK RID and KWIK’MIsT were each composed 
of the same phonetic spelling of the word “quick” followed by a single syllable word which 
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in each instance was highly suggestive or descriptive as applied to the goods and held con- 
fusion was likely to occur. 996 


LA FINESSA (Applicant) for woolen, worsted and cashmere fabrics in the piece. 


FINESSE (Prior Registration) for cotton piece goods. 


Registration refused. Piece goods, while specifically different, are of such nature that 
when marketed under similar marks, public is likely to assume a common source. Since 
marks are similar, confusion, mistake or deception of purchasers would be likely. 768 


LAV-TABS (Applicant) for detergents in concentrate form. 
LAVA, LAVA SOAP (Opposer) for soap and LAvasot for soap-like synthetic detergents. 


Opposition sustained. Soaps and detergents are generally of the same class of goods 
and are likely to be sold to the same class of purchasers through the same outlets. The salient 
portion of applicant’s mark admittedly is Lav, and this is so close to opposer’s LAVA as to 
create a likelihood of confusion. Accordingly the registration to the applicant is refused. 1274 


LE GANT MADEMOISELLE with plume and thistle background design, for gloves, is con- 
fusingly similar to MADEMOISELLE for ladies’ shoes, since opposer’s entire mark is dominant 
feature of applicant’s mark, LE GANT is less prominent and merely descriptive of gloves, and 
physically separated background design may be regarded as ornamentation not necessarily 
part of the trademark. 967 


LECTRIC-AIRE (Applicant) for electrically operated air cleaner for use in rooms and offices 
for the removal of airborne dust, pollens, and smoke. 


ELECTROAIRE (Prior Registration) for ozone generators. 


Registration refused. Considering competitive character of goods and substantial identity 
of marks, confusion, mistake or deception of purchasers is more than likely to occur. 766 


METRO (Applicant) for textile detergent materials. 
METSO (Opposer) for silicate of soda and cleansing compound for industrial cleaning of food 
containers, metal, glass, ceramic, textile and the like. 
Opposition sustained. The Board held METRO was likely to be confused with METso both 
used for textile detergent materials. 652 


MIAMI CREDIT BUREAU, INC. is confusingly similar to appellee’s trade names MIAMI CREDIT 
BUREAU and CREDIT BUREAU OF GREATER MIAMI. 931 


MILZEMA (Applicant) for all purpose skin cream. 


NOXZEMA (Opposer) for (registration) medicine for the skin, skin cream, talcum powder, 
toothpaste, laxative tablets, shampoo preparation and (trade name use) all purpose skin 
cream, sun tan lotion, shaving cream and related products. 


Cancellation granted. Considering similarity of the marks, confusion is likely. 290 


Registration refused. MIRA MAGIC MAID for garbage disposers was held likely to be 
confused with prior registration of MaGIc MAID for electric percolators, sadirons, toasters and 
hot plates. Board gave applicant no support to its position based on four registrations, one of 
which was issued to owner of cited registration for the mark STAR-RITE MAGIC MAID and the 
others to third persons for such marks as MAGIKITCH’N, MATIC MAID and MODERN MAID all 
for various electrical appliances. 651 


MR. GUY for men’s sport shirts and various other items of wearing apparel for men, women 
and children. 
sir GUY for men’s sport shirts. 

Opposition sustained. The Board found that the distinguishing feature of each mark 
was the proper name Guy which was preceded in each mark by a title and held since the 
commercial impression of each mark was substantially the same MR. GUY was likely to be 
confused with str Guy when used on sport shirts and other related goods. 440 
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Registration denied. mr. z for women’s suits, blouses, skirts, sweaters and coats was 
held likely to be confused with prior registration z TAILORS for men’s and ladies’ suits, slacks, 
overcoats and sport coats. 95 


MODERN MAID (Applicant) for frozen prepared meat products. 

MODERN MAID Foop PRODUCTS (Opposer) for prepared flour mixes for the making of waffles, 
biscuits, pie crust, doughnuts, muffins, pancakes, and cakes, hot chocolate powder, chocolate 
pudding, and butter flavor for food purposes. 

Opposition sustained. Institutional purchasers familiar with opposer’s MODERN MAID bread- 
ing mixes, would, upon encountering MODERN MAID breaded and unbreaded frozen prepared 

meat products, likely associate the products and attribute a common origin thereto. 994 


mopiILac (Applicant) for modified milk formula for infants. 
MODALAC (Cited) for modified fluid milk product. 

Registration refused. Both marks are alike in sound and appearance and confusion as to 
origin would be reasonably likely to occur. 1271 

Respondent’s mark MoR-UP so resembles petitioner’s well-known mark SEVEN UP as to be 
likely, when applied to the goods, to cause confusion and mistake of purchasers; and its re- 
semblance is such as to suggest to unscrupulous retailers that they can sell respondent’s beverage 
on calls for petitioner’s without detection, thereby resulting in deception of purchasers. 

Petition granted. 302 


MOTION PICTURE ACADEMY (Applicant) for name of television program displaying motion picture 
feature films. 

ACADEMY OF MOTION PICTURE ARTS AND SCIENCES (Opposer) for name of non-profit corporation 
for promoting motion picture industry. 


In view of resemblance of names and the nature of opposer’s organization and of applicant’s 
program, it seems clear applicant’s use of MOTION PICTURE ACADEMY would be likely to suggest 


that its program is connected with the opposer. 768 
MOULINEX (Applicant) for electrically operated non-heating culinary appliances and apparatus 
and kitchen utensils for grinding, pounding, sifting and mincing, and machines for cleaning 
foodstuffs. 
MOULI (Prior Registration) for food graters, slicers, shredders, and mills. 
MOULI MULTI CRACKER (Prior Registration) for nut and lobster cracker. 
Refusal of registration sustained. While marks have same derivation from French 
“moulin”, average purchaser would not be likely to be aware of the derivation. In their 
entireties the marks are so similar as to cause confusion. 291 


NATURAL SLEEPER (Applicant) for mattresses. 
NATURAL REST (Opposer) for mattresses, and box springs. 

Opposition sustained. The products of the parties comprise the identical goods, and as 
applied to mattresses NATURAL SLEEPER and NATURAL REST possess substantially the same 
connotation and are otherwise considered to be such that confusion, mistake or deception of 
purchasers would be reasonably likely to occur. 995 


OCEAN CLUB (Applicant) for frozen fish. 
SEA CLUB (Prior Registration) for canned salmon. 

OCEAN CLUB and SEA CLUB are confusingly similar as applied to frozen and canned fish. 770 
PACEMAKER (Petitioner) for boats. 


PACESETTER (Registrant) for boats. 
Petition to cancel granted. The Board held PACESETTER and PACEMAKER for boats “create 
substantially identical impressions and stimulate the same associations.” 294 


PENNBROOKE (Applicant) for men’s suits, coats, jackets and pants. 
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PEMBROOK (Opposer) for men’s and boys’ clothing, namely suits, vests, overcoats, coats and 
pants. 

Opposition sustained. Marks are so nearly alike that as applied to competitive articles 
of clothing, confusion, mistake or deception of purchasers would be inevitable. 767 


PERMA-SEAL (Applicant) for electric batteries and parts thereof. 
PERMASEAL (Opposer) for electrical resistors. 


Opposition sustained. The marks are confusingly similar, and although electrical resistors 
and electric storage batteries are distinctly different products, they nevertheless are likely to be 
found in the line of a single manufacturer. Under these circumstances the purchasing public 
would be likely to attribute a common origin to these products if sold under the same or 
similar marks. 1273 


PERSONAL BLEND (Applicant) for shampoo. 
PERSONAL CHOICE for after shave lotion, cologne, talc and deodorant cream. 


Decision of the Commissioner of Patents reversed and opposition sustained. The court 
held PERSONAL BLEND for shampoo was likely to cause confusion as to origin of the goods with 
PERSONAL CHOICE for after shave lotion, cologne, talc and deodorant cream. 


PIZZA-BURGER and design (Registrant) for sauce, flavored combination meat and cheese sand- 
wiches (Supplemental Registration). 

PIZZABURGER (Petitioner) for prepared food consisting of tomato puree, garlic salt, cayenne 
pepper, salt, peanut oil, olive oil, oregano, parsley, American cheese and Mozzarella cheese 
between the halves of a triple baked Enginsh-type muffin (Supplemental Registration). 

Petition for cancellation granted and counterclaim dismissed. The Board held that 

PIZZA-BURGER and design for meat and cheese sandwiches was likely to be confused with 

PIZZABURGER for a prepared food consisting of seasonings with American cheese and Mozzarella 

cheese between halves of a triple baked English muffin. Both marks were registered on 

Supplemental Register. 1004 

Opposition sustained. The Board held that pLAsTI-Bonp for a bonding agent for hydraulic 
cement was likely to be confused with PLASTER-WELD for an adhesive preparation for bonding 

two or more surfaces together. 369 

PLEXIDON (Applicant) for synthetic resins in powder and liquid form for medicinal and ortho- 
pedic purposes. 

PLEXIGLAS (Opposer) for synthetic resins employed in the medicinal and orthopedic field. 

Opposition sustained. The Board held that PLEXIDON was likely to be confused with 

PLEXIGLAS since the respective products of the parties were synthetic resins employed in the 

medicinal and orthopedic field. 988 

PLEXTRUM (Applicant) for acrylic masonry coating. 

PLEXTONE (Opposer) for industrial coating finishes for producing multiple film coatings. 

Applicant’s prior registration having a feature in common with opposer’s mark, while 
admissible in evidence, does not show the common feature to be suggestive of the goods, nor 
is a common prefix in the marks for goods in the same field of significance, when the marks 
viewed in their entireties are likely to cause confusion. PLEXTRUM for applicant's goods held 

confusingly similar to PLEXTONE. 65 

Opposition sustained. PLYCRON and NyCRON, being coined terms alike in sound, are con- 

fusingly similar as applied to related goods (tires and tire cords). 769 

POST GRAD (Applicant) for men’s pants and sport coats. 

UNDER-GRAD (Registration) for boys’ suits, vests, pants and overcoats; PREP-GRAD for cadets’ 
clothing, namely, suits, sport jackets, slacks and topcoats. 

Refusal of registration affirmed. PosT GRAD so resembles UNDER-GRAD and PREP-GRAD when 

applied to the goods, as to be likely to cause confusion of purchasers. 76 
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Registration refused. Application for registration of the trademark PRoPOMEEN for con- 
densation products of propylene oxide with aliphatic amines, to be used as emulsifying and 
wetting agents, refused because it so resembles the mark PROMEEN previously registered to 
another. 1275 


PRO-TEN (Applicant) for a high-protein compound. 
PRO (Opposer) for wheat flour and gum gluten used in food products and use of pro-80 and 
PRO-75 representing percentage of protein in opposer’s product. 

Opposition sustained. The Board found that marks in issue include the term pro which 
used in connection with an additive protein compound would suggest the term protein. Never- 
theless, the Board held applicant’s use of PRO-TEN, in view of opposer’s use of the mark PRO 
followed by a hyphen and a numerical 80 or 75, depending upon percentage content of protein, 
would be likely to lead purchasers to assume that applicant’s pRo-TEN high protein compound 
was an additional product in opposer’s line of pro products. 1129 


QUEENS (with crown design) (Applicant) for vegetable shortening. 
SOUTHERN QUEEN (Opposer) for shortening made from cotton seed oil. 
Opposition sustained. The marks create substantially the same commercial impression. 286 


QUE-uP (Applicant) for lithiated lemon drink. 
SEVEN UP, 7 UP (Opposer) for soft drink, lemon-lime. 

With tens of thousands of words from which to select a trademark, and with a wide 
range of colors from which to choose, applicant nevertheless chose to utilize a number of 
“points of similarity” to opposer’s well-known mark and to use them in connection with an 
inexpensive, impulsively purchased product of the same type as applicant’s—often served to 
consumers after having been poured from the bottle. By so doing, it has provided opportunity 
for mistake on the part of purchasers; and it has provided opportunity for unscrupulous 
retailers who pour the product from the bottle to sell applicant’s goods on calls for opposer’s 
without detection with resultant deception of purchasers, and if detected, to provide an excuse 
for such action by reliance on the “points of similarity”. Opposition sustained. 300 


RAVEL No. 9 (Applicant) for perfumery, colognes and toilet water. 
CHANEL (Opposer) for cosmetics. 


Opposition sustained. The marks have substantial similarity in sound, appearance and 
general make-up, and applicant’s actions create a presumption of an intent to confuse. 211 


REDI-SET (Applicant) for cutting and welding outfits. 
REDI-ARC (Opposer) for welding machines. 

Opposition sustained. The Board found that although the term REpI was suggestive it 
was not without trademark significance and held repi-set for cutting and welding outfits 
was likely to be confused with rEpDI-ARc for welding machines. The goods although specifically 
different are goods of a character which can and are produced by a common source. 651 


REFLECTO-BARRIER (Applicant) for a plastic film sold in roll form and intended to be placed 
in the shells of buildings. 

REFLECTAL (Opposer) for aluminum foil insulation, wire fabric screening and prefabricated 
roofing, also as salient feature of corporate name of wholly owned subsidiary. 

Opposition sustained. The Board held that registration of REFLECTO-BARRIER to applicant 
with the statutory presumptions flowing therefrom, would be inconsistent with opposer’s rights 
to and interest in REFLECTAL, particularly since the goods involved were in the nature of building 
materials having insulation characteristic. 362 
REFLECTO-BATT (Applicant) for rock wool insulating bats enclosed in aluminum foil as thermal 

insulating material. 


REFLECTAL (Opposer) for aluminum foil insulation, wire fabric screening and prefabricated 
roofing; also as salient feature of corporate name of wholly owned subsidiary. 
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Opposition sustained. The Board held the fact that parties used other matter in con- 
nection with their marks was immaterial to the issue of confusion and found that the re- 
semblance between REFLECTO-BATT and REFLECTAL were such that confusion was reasonably 


likely to occur. 363 
REGUTOL (Applicant) for a preparation for treatment of constipation. 


RYBUTOL (Opposer) for a vitamin and mineral preparation. 


Opposition dismissed. The Board found that products of both parties were proprietary 
pharmaceutical preparations sold without prescription to the same class of purchasers but 
intended for radically different uses, and held the marks RYBUTOL and REGUTOL were distin- 
guishable in both sound and appearance. REGUTOL suggests “regularity,” a suggestion or con- 
notation which RYBUTOL does not have. 1130 


RIOPAQUE (Applicant) for sulphate writing opaque paper. 

REALOPAKE (Opposer) for writing and other types of paper. 

Opposition sustained. The marks are strikingly similar in sound, and it is believed that 
this similarity is such that confusion in trade is reasonably likely to occur. 211 
ROTO-FRATE (Applicant) for railway brake rigging and parts thereof. 

ROTOBRAKE (Prior Registration) for brakes for vehicle wheel and axle assemblies. 
ROTOBRAKE and ROTO-FRATE are confusingly similar as applied to the same goods. 770 
ROYAL CROWN (Applicant) for nonalcoholic maltless beverages sold as soft drinks and 

syrups and extracts for making the same. 

crown (Opposer) for soft drinks other than cola drinks. 


Opposition sustained, but without prejudice to the right of applicant within 30 days to 
amend its application to restrict its goods to soft drinks of the cola type and syrups and 
extracts for making the same. It had been conclusively determined in a prior New York State 
action that opposer has the right to use CROWN in the State of New York for soft drinks 
other than cola drinks. 638 


SAFEWAY (Plaintiff) for retail grocery business. 
SAVE WAY (Defendant) for poultry and livestock feed. 
Defendant enjoined from using or registering SAVE WAY. 1110 


Registration denied. The Board held scotsMoor for textile carpets and rugs was likely 
to be confused with the prior registration of scots-wa1 for rugs and carpets. The term 
SCOTS as applied to the goods did not appear to have any particular significance, geographical 
or otherwise. 998 


scoTT-FoAM (Applicant) for flexible polyurethane foams in sheet and slab form. 
SCOTCHFOAM (Opposer) for liquid products which combine to form a polyurethane foam. 


Opposition sustained and registration is refused. Giving consideration both to the sur- 
name significance of the term scot and its secondary significance in the field of paper 
products, and the geographical connotation of the term scotcH the marks scoTTFOAM and 
SCOTCHFOAM so resemble one another in overall sound, appearance, and significance so as to 
make confusion or mistake or deception of purchasers more than likely to occur when applied 
to the respective goods. 1273 


SERRANOV (Applicant) for vodka. 
SMIRNOFF (Opposer) for vodka and kiimmel. 

Opposition sustained. Liquor is ordered by the spoken word and sERRANOV and SMIRNOFF 
are substantially similar in sound. 296 
7-uP (Opposer) for lemon-lime beverage. 
way-uP (Applicant) for lemon-lime beverage. 
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Pleadings and testimony similar to that in The Seven-Up Co. v. Jump Corp., 123 USPQ 
78 (50 TMR 303). Applicant insisted that use of ALWAYS UP B 4 U on citrate of magnesia 
was evidence of use of WAY UP, whose use was not clear from applicant’s testimony. 


Opposition sustained. 303 


SLAGCRETE (Applicant) for dry mixed concrete material. 


SAKRETE (Opposer) for sacks of concrete; mixtures of cement, sand, and aggregate; cement 
and sand; and cement, sand and mortar. 


Opposition dismissed. The suffixes CRETE and KRETE are highly suggestive of concrete or 
any concrete product. The marks otherwise are distinguishable in sound and appearance and 
create different commercial impressions, and confusion is not likely to occur. 1131 


SNAPPON (Applicant) for weather stripping for automobiles. 


SNAP-ON (Opposer) for hand tools, measuring devices, tool boxes, tool trays, tool chests, and 
drawers and for automotive supplies. 


The Board held that sNappon for weather stripping for automobiles was likely to be 
confused with SNAP-ON for general automobile products. Opposition sustained. 438 


sNAP-TY (Applicant) for elastic ribbons intended for retaining covers on boxes. 


SNAP-ON RIBBON (Opposer) for elastic plastic ribbon used for wrapping purposes. 
Opposition sustained. sNAP-ON is the salient and distinguishing feature of opposer’s mark, 

since RIBBON is the name of the goods. SNAP-Ty and SNAP-ON are substantially similar in both 

sound and appearance and there is likelihood of confusion of purchasers. 99 


SNOW JULEP (Applicant) for flavored sugar syrup for food purposes. 


JULEP (Opposer) for trade name used for flavored sugar syrup for soft drinks and for other 
food purposes. 
Opposition sustained. The flavoring syrups of both parties are sold through grocery 
stores and purchasers are to some extent the same. The marks are so similar as to be likely 
to cause confusion. 288 


sotzinc (Applicant) for galvanized sheet iron. 
JALzInc (Opposer) for zinc coated steel sheets. 

Opposition sustained. The Board found that while the word zinc (the common portion 
of each mark) was merely descriptive of the goods of the parties it held when considered in 
their entireties. soLzinc for galvanized sheet iron and JALzINc for zinc coated steel sheets 
were coined designations which were so nearly alike in sound that confusion was likely. 1002 

Registration refused. The Board held the word spica within a composite mark for canned, 
bottled and preserved food, including pizza, sauces for alimentary pastes and olive oil, was 
likely to be confused with prior registration of the letters s.P.1.c.a. with composite mark for 
alimentary pastes (macaroni, spaghetti and the like). 524 

The Board denied registration of SUPER-KLENZ for a powdered detergent holding it was 
substantially similar in all respects to prior registration of mark SUPER KLEEN for a general 
cleaning preparation. 86 


SURF-BOARD (Applicant) for embossed fiber hardwood. 
SURFWOOD and SURFPLANK (Opposer) both for plywood. 


Opposition sustained. The Board held surF-Boarp comprising the word “Surf” followed 
by the apt descriptive name of the goods was likely to be confused with suRFwoop and 
SURFPLANK. 367 

Registration denied. The Board found that suzANNE’s was the French equivalent of 
the possessive form of the name suSAN and held that suzANNE’s with ancillary matter for 
frozen pastries was likely to be confused with the prior registration of suSAN’s for biscuits. 996 
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TALK-A-LoT (Applicant) for electric phonographs, interoffice communication equipment, home 
and office radio intercommunication sets and electric amplifiers. 

TALK-A-PHONE (Opposer) for interoffice and interplant telephonic communication apparatus 
consisting of speakers, amplifiers and intercommunicating circuits therefor. 

Opposition sustained. The Board held the fact that applicant used its primary mark or 
other matter in connection with or in association with TALK-A-LOT was not relevant to a 
determination of confusion and found the resemblances between TALK-A-LOT and TALK-A-PHONE 
in composition, sound and appearance when applied to competitive products would lead to 
confusion. 363 

Registration refused. The Board held TELopar for photographic lenses and lens systems 
likely to be confused with prior registration of TELOR for supplementary telephoto lenses for 
436 


motion picture cameras. 


TERRA-GRO (Applicant) for fertilizer. 
TERRAGRO (Opposer) for fertilizer; TERRA-LITE for a fertilizer preparation; TERRA-LAWN for 
a vermiculite soil conditioner and fertilizer. 
Opposition sustained. The Board held opposer’s rights in TERRAGRO for fertilizer were 
superior to those of applicant. 436 


THERMOPANE (Opposer) for insulated glass. 
THERM-O-LITE (Applicant) for storm windows. 

Decision of the Commissioner of Patents reversed and opposition sustained. The cqurt 
held THERM-O-LITE for storm windows was likely to be confused with THERMOPANE for in- 
sulated glass. Opposer could reasonably extend its business to include storm windows and 
although the goods are not now sold through the same trade channels both parties direct 
their advertising to the same class of purchasers. 648 


THRILLMATES (Applicant) for women’s and children’s shoes. 
FOOTHRILLS (Opposer) for shoes and slippers of leather or kid. 


FOOT and MATES being descriptive, THRILL being unusual for shoes is the significant portion 
of the mark. Purchasers may be confused as to origin of goods. 763 


TURF KING (Applicant) for garden tools. 
TURF-KING (Opposer) for lawn fertilizer and grass seed. 


Opposition sustained. The marks of parties are substantially identical and the goods are 


customarily sold through the same retail outlets to the same average purchasers for kindred 
uses. 297 


TWIN (Applicant) for electrical circuit breaker assemblies. 
TWIN BLOK (Prior Registration) for junction blocks which become part of prefabricated 
electrical wiring harnesses and systems. 

Registration refused. Goods of the character identified in the application and cited 
registration, while specifically different, are electrical devices adapted for use as component 
parts of wiring or distribution systems and the relationship there between is such that, if 
sold under the same or substantially similar marks, purchasers may reasonably ascribe a 
common origin thereto. 994 

Request for reconsideration was denied. The Board held that it is true that marks 
must be considered in their entireties but existing and apparent similarities between the marks 
cannot be overlooked. The word TWIN common to both marks was the conspicuous portion 
of each mark and the word post forming part of applicant’s mark was descriptive. The 
Board therefore, still held that TWIN Post and TWIN MASTER were quite similar. 650 


vARI-PAC (Applicant) for electric lamps for household, factories, piers and airports; color 
and decorator lamps; spot and flood lamps; insect repellent lamps; infrared heat lamps, 
reflector and fluorescent lamps and camp fixtures, and sockets. 





Vol. 50 TMR PART II—DIGEST OF CASES 


vVARIAC for transformers. 


Opposition sustained. The Board held vari-pAc for electric lamps was likely to be con- 
fused with variAc for transformers. 434 


VELVA-coTTA (Applicant) for cheese. 


vELVA (Opposer) for butter, coffee, milk, buttermilk, cream, eggs, ice cream, evaporated 
milk, mayonnaise, pickle relish, bacon, bread, cream cheese. 


Opposition sustained. Goods are dairy products usually sold in the same stores. Appli- 
cant’s mark incorporates opposer’s which is arbitrary in character. Purchasers might well 
assume merchandise bearing the marks is from a single source. 291 


VIBRANCE (Applicant) for facial cream mask. 
VIBRANT RED (Opposer) for cosmetic and toilet preparations, including face creams. 


Opposition sustained. VIBRANT and VIBRANCE while differing in some respects, are prac- 
tically identical in sound, and the similarity between them in this respect alone is considered 
to be such as to be likely to cause confusion in trade. 528 


wELco (Applicant) for lubricating oils, greases, and gasoline. 


wILco (Opposer) for penetrating oils, lubricating sticks, additives for liquid fuels, and 
various other automotive chemical products. 

Opposition sustained. Considering the substantial similarity of the marks, purchasers are 
quite likely to assume that the automotive products of the parties originate with the same 
producer. 654 

Since opposer’s world symbol mark suggests opposer or some connection with opposer, 
the use of two hemispheres, representative of the world, would be likely to cause confusion; 
and the addition of the words WORLD WIDE SERVICE in applicant’s actual label would aggravate 
the situation. 

When symbols are involved, the issue is not whether words accompanying them are likely 
to be confused, but whether applicant’s whole mark is likely to be confused with opposer’s 
symbol mark. Incorporation of the essence of opposer’s symbol mark into a new mark for 
same goods is bound to be confusing. 

Section 2(d) of the Trademark Act does not require close similarity of marks, but only 
likelihood of confusion. It is not a question of whether people will confuse the marks but of 
whether the marks will confuse people. 630 


400.3 Not CoNnFUSINGLY SIMILAR MARKS 


(This section is arranged alphabetically by trademarks as far as possible. Also see 
Confusingly Similar Marks pages 70 to 83 and Word List pages 28 to 35.) 


ACETRIM (Applicant) for potentiometer trimmers. 
TRIMPOT, TRIMR, TRIMISTOR, TINETRIM, MICROTRIM, TRIMM, TREISTRIM (Opposer) for potenti- 
ometers. 

Applicant affirmatively alleges that the word TRIMMER and the term POTENTIOMETER TRIMMER 
are common descriptive names for potentiometers used in “trimming” or balancing electrical 
circuits; that opposers’ registered mark TRIMR is but a phonetic spelling of the word TRIMMER, 
that opposers’ registered mark TRIMM is an abbreviation of the word TRIMMER and that opposers’ 
registered mark TRIMPOT is an abbreviation of the term TRIMMER POTENTIOMETER. 

Opposer established use of wide variety of TRIM marks prior to applicant’s use; also 
asserted use of ACETRIM subsequent to filing opposition. 

Applicant established substantial use and sales, since 1955, of its mark and of competitive 
publicized marks having as part thereof the term TRIM. The pleadings admit that “potenti- 
ometer trimmer” is a descriptive term. 
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The record fails to show that opposers have advertised a family of marks, and there is 
nothing in the record which suggests that purchasers of potentiometers use TRIM or would 
recognize that term as meaning opposers in view of its general use descriptively. 

Considering the class of purchasers for the goods of the parties and the meaning which 
the term TRIM would obviously have to these purchasers, together with the differences between 
the marks, it is concluded that there is no likelihood of confusion as between applicant’s mark 
ACETRIM and any mark used, registered or adopted by opposers. 285 

Considering differences in goods, methods of marketing, marks themselves, and other 
circumstances, ACTO-VATE for water softeners is not confusingly similar to acto for petroleum 
sulphonates recommended for uses including “water treatment” and “softener (industrial 
water ).” 627 


AGRISTIM (Applicant) for a plant growth stimulant and fertilizer. 
AGRICO (Opposer) for guano, fertilizer, limestone and soil conditioner; and AGRINITE for 
fertilizer. 


Opposition dismissed. The Board held Acri when applied to fertilizers was suggestive 
and concluded that acristIM differs sufficiently from AGRICO and AGRINITE to obviate any 
reasonable likelihood of confusion. 764 


ALAADEN’S COUNTRY CHARM (Applicant) for candy. 


CHARMS (Opposer) for candy. 


Opposition dismissed. The Board held that the unitary expression COUNTRY CHARM in 
mark ALAADEN’S COUNTRY CHARM had a different connotation from opposer’s mark CHARMS 
and would not cause confusion when applied to the same goods. 82 


ALBADEX (Applicant) for medicinal preparation, namely, a dietary supplement with vitamins. 


ADEX (Opposer) for vitaminic preparations. 
Opposition dismissed. In pharmaceutical field, ALBADEX is not confusingly similar to ADEX. 
771 
The Board held that AMBERPLEX, DURAPLEX, IMPLEX, MONOPLEX, PARAPLEX, RHOPLEX, 
PLEXIGUM and PLEXOL were not likely to be confused with PLEXIDON because the goods recited 
in the registrations were not commercially related products. However, opposition was sustained 
on basis of confusing similarity between PLEXIGLAS and PLEXIDON for similar products. 988 


BACO BROTHERS (Applicant) for whiskey. 


CHRISTIAN BROTHERS (Opposer) for wine and brandy. 
Opposition dismissed. Marks are different in connotation and create substantially different 
commercial impression. 442 
The Board dismissed registrant’s affirmative defense and held BEAUTIFUL cROWN for hair 
dressing suggested a beautiful head and would not be confused with royAL crown for scalp 
preparation which had a connotation of royalty. 83 
THE BIG NAME IN SMALL MOTORS (Applicant) for electric motors. 
BANTAM (Opposer) for electric motors and attachments. 


Opposer established earlier use. Both had advertised and made extensive sales. 

The Board dismissed the opposition on the basis (a) of differences in marks in their 
entireties and (b) merely descriptive significance of term “small motors” (i. e., fractional 
horsepower motors). 441 


BOTTOMS UP (Applicant) for soft drinks. 
7-up (Opposer) for lemon-lime products. 


Opposer’s record shows that its mark is very well-known and advertised, has strong con- 
sumer demand, and -upP has no descriptive significance as applied to soft drinks. 
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Applicant’s record shows that it commenced using BOTTOMS UP as a trademark for a line 
of twelve different flavors of soft drinks. 

Sales of the variously flavored beverages under the mark Bottoms uP during the first year 
and a half of operation amounted to the equivalent of 512,000 cases, the lemon-lime beverage 


accounting for 25,843 of such cases. 

BOTTOMS UP falls in the category of a salute; consumers and dealers are not likely to 
separate the unitary phrase into its components. Under these circumstances, there is no likeli- 
hood of confusion; opposition is dismissed. 284 
BEAUTILITY (Applicant) for ferrous and non-ferrous metal sheets. 

BEAUTILITY (Opposer) in advertising CHEMEX Coffeemakers. 
Opposition dismissed. The Board held BeAuTiLity for embossed metal sheets used in 


fabrication of buildings, aircraft, truck bodies, store counters, etc. was not likely to be con- 
fused with BEAUTILITY used in advertising CHEMEX coffeemakers. 1128 


CELLEX (Applicant) for cushions. 

Opposer: CELANESE for threads, fabrics, and staple fibers made wholly or principally of cellu- 
lose derivatives ; CELAFIL for yarns and for piece goods made wholly or partially of cellulose 
derivatives ; CELASPUN for piece goods made of cellulose derivatives and for yarns; CELALLURE 
for piece goods made of cellulose derivatives; CELSHEER for cellulose derivative fabrics; 
CELACLOUD as a trademark for synthetic fibers, yarns, and fabrics. 

Opposition dismissed. Applicant's mark does not look or sound like opposer’s marks, and 
it otherwise differs sufficiently from each of opposer’s marks to avoid any likelihood of such 

confusion. 1119 


CHEF TONY with drawing of head of chef (Applicant) for foods including spaghetti sauce and 
macaroni. 
CHEF BOY-AK-DEE; CHEF with drawing of head of chef (Opposer) for foods including spaghetti 
sauce and macaroni. 
Opposition dismissed. The Commissioner held that the word CHEF and drawings or illus- 
trations of the heads of chefs were in widespread use on or in connection with food products, 
therefore, CHEF TONY would not be confused with CHEF BOY-AR-DEE. 101 


cITRA (Applicant) for cold capsules and cough syrup. 
ciTRoIp (Opposer) for compound for relief from colds. 
Opposition dismissed. The Board held that upon the record ciTra does not resemble crTRo 
as to be likely when applied to the goods to cause confusion. 87 
CUPRAMA (Applicant) for head coverings, hosiery, neckties, underwear, corsets and gloves; 
woven and knitted fabrics produced from artificial spinning fibers. 
RAMA (Opposer) for piece goods of cotton, silk, synthetic fibers and mixtures thereof. 
Opposition dismissed. Applicant's mark is unitary and only incidentally includes opposer’s 
mark, and does not look or sound like that of opposer. 443 
Opposition dismissed. Considering that DEBBIE and DEBBY are commonplace names pur- 
chasers would rely on the marks in their entireties and the differences between applicant’s mark 
A DEBBIE YOUNG EXCLUSIVE and DEBBY ROSE are sufficient to obviate any likelihood of confusion, 
mistake or deception of purchasers. 1273 


DREAM WHIP (Applicant) for a mix for use in making pudding, sauces and toppings. 
CREAM WIPT (Opposer) for salad dressing and tartar sauce, Russian dressing and sandwich 
spread; SALADREAM for a blend of mayonnaise and whipping cream. 
Opposition dismissed. The Board held that confusion was not likely between DREAM WHIP 
for puddings and dessert topping mixes and CREAM wIPT for salad dressings or SALADREAM 
for a blend of mayonnaise and whipped cream. 433 


DURA-TRIM (Applicant) for plastic films and coated fabrics for wall coverings. 
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DURATEX (Opposer) for imitation leather and textile rugs, carpets and upholstery fabrics: 
DURATOP for waterproofed textile fabrics; DURALIN, DURA KALF for artificial leather. 
Opposition dismissed. Considering the suggestive nature of the marks, the differences in 
end uses of the goods, and probable differences in trade channels and purchasers, the re- 
semblance of applicant’s mark to any of opposer’s is not so great as to be likely to cause 
confusion. 216 


Opposition dismissed. The Board held application to register composite mark with rep- 
resentation of an eagle for oils and greases was not likely to be confused with opposer’s 
registered marks, RICHFIELD and RICHLUBE, in association with pictorial representation of eagles 


and other designs. 280 
FIVE STAR (Applicant) for herbicides, rodent killers, fumigants, insecticides and anti-freeze. 


BLUE STAR (Opposer) for anti-freeze and brake fluid. 


The Board held that FIVE sTAR and BLUE STAR were sufficiently unlike in appearance, sound 
and commercial impression to avoid a likelihood of confusion. Opposition dismissed. 438 


FOOD TOWN (Applicant) for fresh dressed poultry, fresh fish, cheese in bulk, fresh eggs, butter 
and margarine, nuts in natural state, fresh vegetables, fresh fruits, coffee, bread, rolls, cakes 
and cookies. 

FOODLAND (Opposer) for a wide variety of food products and other non-food grocery items. 

Opposition dismissed. The Board found that Foop TowN and FOoDLAND were alike only 
in that both embody the word Foop and held considering the nature of the word Foop when 

applied to food products the difference between the marks precluded likelihood of confusion. 365 


GALVANUM (Petitioner) for paint for galvanized iron. 
GALVICON (Registrant) for galvanizing and rust-resistant paints. 

Petition to cancel was denied. The Board held that the highly suggestive nature of the 
common syllable (GALV) of the two marks as applied to the goods (paint for galvanized iron 
and galvanizing paint) precluded likelihood of confusion. 86 


GLAswoop (Applicant) for wood and plywood panels. 
GLASWELD (Opposer) for pipe, tubing and fittings; wELDwoop for plywood and waterproof glue; 
FLEXWooD for a fabric-back veneer. 
The Board rejected opposer’s contention that it had established a “family” of marks char- 
acterized by the word “wood”, i.e., WELDWOOD, FLEXWOOD, PLANKWOOD, SURFWOOD. The word 
“wood” merely being the name of the goods. 441 


HELENE CAREW (Applicant) for night nourishment facial cream. 
HELENE CuRTIS (Opposer) for night creams, permanent hair waving appliances and attachments 
therefor and beauty shop services. 
Considering differences between the marks, confusion, mistake or deception of purchasers 
would not be reasonably likely to occur. 442 
HELENE CAREW and HELENE CURTIS are not confusingly similar and the fact that applicant 
knew of opposer’s mark at the time of its adoption and use of its mark is immaterial where 
the difference in the names is sufficient to obviate any likelihood of confusion. 977 


HEMOCCULT (Applicant) for liquid and paper reagent for laboratory diagnostic testing. 
HEMATEST (Opposer) for a reagent tablet for detecting occult blood; and occuLtEst for a 
diagnostic reagent preparation. 
Opposition dismissed. In diagnostic reagents field, HEMOCCULT is not confusingly similar 
to HEMATEST and/or OCCULTEST. 771 
HY-croFT (Applicant) for poultry hatching eggs and baby chicks. 
HY-LINE with a representation of a baby chick (Opposer) for live poultry. 
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Opposition dismissed. The Board held ny-crort for baby chicks was not likely to be 
confused with HY-LINE for baby chicks. 433 


HYDRA-MATIC (Applicant) for masonry saws. 
WORKMASTER (Opposer) for masonry saws. 


The Board held that HypRA-MATIC did not resemble WORKMASTER in any manner cal- 
culated to cause confusion. 1126 


J in 8-pointed border (Applicant) for watches, clocks and parts thereof 
STAR W.C. CO., STAR WATCH CASE COMPANY (with 5-pointed star), STARWHITE 5-pointed star 
(design) (Opposer) for watch cases 
Determination of likelihood of confusion or a mistake or deception of purchasers as to 
source of origin requires subjective evaluation of the impact of marks on potential purchasers 
as encountered on goods of parties in their usual markets. Each case must rest upon its 
own distinct fact situation. 54 
While jJAL-por and JAL-MASTER are used for similar goods, the common prefix JAL- 
would suggest jalousies rather than opposer. The remaining differences distinguishing the 
marks are sufficient to render confusion, mistake or deception of purchasers unlikely. 765 


JAL-O-VENT (Applicant) for glass block ventilators. 


JALLOY (Opposer) for metal in bar form and metal wire; JAL-pucT for steel pipe; JAL-DOR 
for doors; JALTEN for sheet metal and plates; JaALzINc for zinc coated steel sheets; JALCASE 
for hot rolled or cold finished steel; yJALLoy for alloy heat-treated steel; JAL-TREAD for 
steel floor plates. 

Opposition dismissed. While opposer may be known in field to which most of its 
products pertain as owner of a family of JAL- prefix marks, all products but JAL-por are so 
different from applicant’s goods that purchasers of the latter would not assume origin in 
opposer merely because of inclusion of prefix JAL- in applicant’s mark. 764 


KAY-FRIES KF CHEMICALS, INC. and design (Applicant) for industrial chemicals, chemical 
intermediates and industrial acids. 

K F and nopco K F (Opposer) for chemical composition for use as a defoamer and sheet 
formation aid in the pulp and paper industries. 

Opposition and petition to cancel dismissed. Since products of both parties are ordinarily 
purchased by company purchasing agents familiar with sources of supply of industrial 
chemicals and since the average purchasers of the products are not the same, it is concluded 
that the marks when applied to the goods are not likely to cause confusion. 209 


KEEP-Tys (Applicant) for knot retainers for attaching to the shoe laces of infants’ shoes. 


sTAY-Tys (Prior Registration) for shoe laces. 

Registration granted. While goods of opposer and applicant are closely related, and 
marks have somewhat similar connotation, considering highly suggestive significance thereof 
as applied to the goods, and the fact that marks are otherwise substantially dissimilar, 
similarity in meaning alone is insufficient to cause purchaser confusion. 767 

KWIK RID and MAGIK’RID were held not likely to be confused when applied to in- 
secticides. 996 

Opposition dismissed. The Commissioner found that VENT was in wide usage as a com- 
ponent trademark for metal awning and related products and held that LITE-vENT for aluminum 
awning was not likely to be confused with Koo. vent for metal awnings, canopies and 
marquees. 445 


Lo-v (Applicant) for herbicides. 
WEEDONE LV4, Lv4 (Opposer) for weed killer. 
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Opposition dismissed. The Board found sufficient differences in sound and appearance 
between the marks where both opposer’s and applicant’s marks suggested low volatility and 
held that there was no likelihood of confusion. 97 


LUCKY GIRLS and design (Applicant) for supplying office employees. 


KELLY GIRLS (Opposer) for providing temporary office help. 

Opposition dismissed. The Board found that the word cirLs, the common portion of each 
mark, indicated the service of each party was providing female employees and, therefore, held 
the marks differed sufficiently in appearance, sound and meaning that no confusion was 
likely. 97 


LUSTRAPON (Applicant) for concentrated shampoo base. 


LUSTRON (Opposer) for preparation for use on hair. 

Opposition dismissed. The Board held likelihood of confusion between LUSTRAPON and 
LUSTRON was unlikely because of the common use of “luster” (and its variants “lustr” and 
“lustre”), the specific difference in the products and the wary class of purchasers to whom 
the products were sold. 369 


MAGNAFOLD (Applicant) for folding doors. 


MODERNFOLD (Opposer) for fabric covered folding doors, etc. 

Opposition dismissed. FoLD which is common to both marks has a descriptive significance 
as applied to folding doors. Considering the difference between the marks it is concluded that 
there is no reasonable likelihood of confusion. 649 


MAGNERASER (Applicant) for demagnetizing equipment. 


NOISERASER (Opposer) for magnetic tape demagnetizers. 
Opposition dismissed, there being no probability of confusion in view of differences in 
sound and appearance of the marks. 215 


MEPROTABS (Applicant) for pharmaceutical preparation for use in treatment of tension, as a 
muscular relaxant, an anti-convulsant, and as a sleep inducer. 


METROPINE (Opposer) for a medicinal preparation in tablet form acting as a spasmolytic in 
pylorospasms and as a relaxant of spasm in bronchial asthma. 

Opposition dismissed. In pharmaceutical field, MEPROTABS is not confusingly similar to 

METROPINE and/or METROCIN. 769 


MEPROVAN (Applicant) for pharmaceutical specialty with a gynaecological field of application. 


METROPINE (Opposer) for antispasmodic in tablet form; also, METROCIN for medication for 
peptic ulcer. 

Opposition dismissed. The marks do not look alike, and while they have some similarity 
in sound they are readily distinguishable in this respect and confusion is not reasonably likely 
to occur. 654 

The Board held MEYERS BROS. PARKING SYSTEM was not likely to be confused with 
SYSTEM OF SYSTEM AUTO PARKS, used for parking and storing motor vehicles. 279 


MULTITRIG (Applicant) for slide rules. 
LOG LOG DECITRIG, LOG LOG DUPLEX DECITRIG (Opposer) for slide rules. 

Opposition dismissed. Since “log log” is a term used to describe a logarithmic scale 
and “trig” is a term commonly used in the slide rule business “trigonometric”, the suggestive 
nature of applicant’s and opposer’s marks are not likely, when applied to the goods, to cause 
confusion, mistake or deception of purchasers. The record showed use by the opposer of 
LOG LOG TRIG, LOG LOG DUPLEX TRIG and DECITRIG and use by applicant of MULTILOG and 
MULTIREITZ in addition to marks involved. 91 
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NH within diamond design (Applicant) for valves. 


Diamond design in association with JENKINS, JENKINS BROS., JB or Jv (Opposer) for valves 
and valve parts. 

Opposition dismissed. Opposer’s attempt to differentiate between valves in third party 
registrations was not convincing. Common usage of diamond design with a word, name or 
symbol evidenced by twenty-five copies of registrations issued to third parties for plumbing, 
hardware & steamfitting supplies was some proof that there would be no likelihood of 
confusion. 94 


Nu-soOYA (Applicant) for margarine. 


NuUCOA (Opposer) for margarine and vegetable butter. 

Opposition dismissed. Any similarity between the marks is relatively insignificant. 
NU-SOYA does not so resemble Nucoa as to be likely to cause confusion or mistake or deception 
of purchasers. 1272 


NU-TRESS (Applicant) for hair conditioning preparation. 


TREZ (Opposer) for skin and scalp antiseptic, mouth antiseptic. 

Opposition dismissed. The marks do not look or sound alike, nor stimulate the same 
mental association or psychological reactions. 90 

Opposition dismissed. Opposer alleged that members of paint industry used designation 
PAINTMASTER to describe their products and therefore registration of PAINT MASTERS to 
applicant for paints would prevent the use of the term in sale of paint products by others. 
Opposer also maintained that MASTER PAINTER refers to master or professional painters and 
was strikingly similar to PAINTMASTER. The Board held that the terms MASTER PAINTER and 
PAINTMASTER were not synonymous and opposer failed otherwise to demonstrate that PAINT- 
MASTER was merely descriptive of paint products. 1126 


PEGGER Ivys (Applicant) for men’s and boys’ trousers. 
IVY LEAGUE (Opposer) for wearing apparel for men, women and children. 

Opposition dismissed. In view of the differences between the marks in both sound and 
appearance, it is concluded that there is no reasonable likelihood of purchaser confusion, 
mistake or deception. 528 


PERMA-TEE (Applicant) for fabric treated for shrinkage control. 
PERMA-THAL (Opposer) for shrink proof and color fast washable knitted fabrics. 
Opposition dismissed. The Board found that term PERMA possessed a highly suggestive 


connotation of durability frequently adopted as a component for trademarks for wearing 
apparel and held confusion between PERMA-TEE and PERMA-THAL was not likely to occur. 1127 


RIPE ’N-RAGGED (Applicant) for canned fruits. 
RAGGEDY ANN (Opposer) for canned fruits, vegetables, etc. 
Opposition dismissed. RAGGEDY ANN and RIPE ’N-RAGGED do not look or sound alike and 
have completely different connotations. 515 
Opposition dismissed. The Commissioner found that it was not unusual for sellers of 
petroleum products to adopt illustrations of eagles as components of trademarks, and held 
that the mark ROUND-worLpD with illustration of an eagle for lubricating oil was not likely 
to be confused with mark RICHFIELD with various designs of eagles for various petroleum 
products. The opposer’s products are likely to be known as RICHFIELD or RICHLUBE and 
applicant’s as ROUND-WORLD, the eagle in each mark merely conveying suggestion of power. 298 


SWF superimposed on a picture of an arrowhead aimed at a bullseye symbol formed from the 
concentric letters “CCo”, swrcro and swFrkKILL (Applicant) for fertilizers and insecticides. 


swiIrt and swirt’s (Opposer) for numerous products including fertilizers and insecticides. 
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The court affirmed the decision of the Commissioner dismissing the oppositions holding 
that SWFGRO, SWFKILL and swr with a design was not likely to be confused with swiFT or 
SWIFT'S. 522 


SAFELITE (Applicant) for lenses for optical use. 

SAF-I-DUO, SAF-I-SHIELD, SAF-I-SPEC, SAF-I-FLEX, SAF-I-SHEM, SAF-I-WELD, SAF-I-LENS, SAF-I- 
GLARE, and SAF-I-SPECTACLE (Opposer) primarily for use on industrial safety equipment to 
protect the head and eyes, and opTILITE, apparently for optical goods. 


Dismissal of opposition affirmed. SAFELITE differs substantially from each of opposer’s 
SAF-I- marks, and even if those be considered as a family there would be no reason to think 
SAFELITE a member of that family. SAFELITE clearly is not confusingly similar to OPTILITE. The 
LITE portion which is their only common feature is suggestive as applied to optical goods and 
not likely to be associated by the public with the sApr-1- portion of opposer’s other marks to 
cause confusion with SAFELITE. 648 


SERVOSPEED (Applicant) for electronic motor speed control systems for starting, stopping, re- 
versing and otherwise regulating the speed of electric motors. 


SERVOSCOPE, SERVOSYNC, SERVOFLIGHT, SERVOTHERM, SERVOBOARD and SERVOGRAPH (Opposer) for 
servomechanisms. 
Opposition’ dismissed. Since sERvO is a common abbreviation of “servomechanism” and 
considering the technical nature of the goods, it is concluded that the marks of the parties 
would not be likely to cause confusion of purchasers. 100 


SERVOTORQUE (Applicant) for rotary hydraulic actuator. 

SERVO and design (Opposer) for engineering and consulting services relating to electronics, 
servomechanisms and computers; SERVOSCOPE, SERVOSYNC, SERVOFLIGHT, SERVOTHERM, SERVO- 
BOARD, SERVOMATION, SERVOGRAPH and SERVOMATIC for servomechanisms. 

Opposition dismissed. Considering the technical nature of the goods and the meaning of 
the term SERVO, it is concluded that there is no such resemblance between the marks of the 
parties as would be likely to cause confusion to purchasers. 100 

Opposition dismissed. The Board held that confusion was not likely between sEW-EASY 
for ready-cut doll clothes including materials, needles and threads for making clothes for dolls 
and SEWHANDY for juvenile sewing machines. 434 
sHUx (Applicant) for hand cleaner for removing grease, paint, tar, grime, ink and carbon black. 
LUX (Opposer) for soaps, soap powders, and liquid detergent. 

Opposition dismissed. The differences in the marks coupled with the differences in the 
goods are sufficient to avoid all likelihood of confusion. 213 
SILENT POWER (Applicant) for muffler kits, comprising mufflers for internal combustion en- 

gines and parts thereof, namely, tail pipes, exhaust pipes, and muffler clamps. 

SILENTONE (Opposer) for mufflers for use with internal combustion engines and extensions for 
tail pipes. 

Opposition dismissed. The Board found that “silent” was the primary function of auto- 
motive mufflers and held sILENT POWER was not likely to be confused with sILENTONE. 434 


Registration granted. The Board held composite mark including the words sLUMBERLAND 
SOFA-MATE for sofas, chairs, cushions and couches was not likely to be confused with prior 
registration of SOFA-MATIC for sofas, beds and folding sofa bed constructions. 653 


SMART SET (Applicant) for wave set, hand lotion, lipstick. 
SMARTEE (Opposer) for nail polish, polish remover and sMARTIE for combined lipstick and 
perfume stick. 


Opposition dismissed. The marks do not look or sound alike and have different con- 
notations. 292 





The 


648 


E, Fe- 


) for 
and 


arties 
100 


onics, 
ERVO- 


ig of 
f the 
100 
-EASY 
dolls 
434 


ylack. 


n the 
213 


1 en- 
is for 


auto- 
434 
LAND 
prior 
653 


- and 


Vol. 50 TMR PART II—DIGEST OF CASES 


sMART SET (Applicant) for hair spray, creme shampoo. 


SMARTEE (Opposer) for nail polish, polish remover and sMARTIE for combined lipstick and 
perfume stick. 


Opposition dismissed. The marks do not look or sound alike and have different con- 
notations.. 292 


SO-CLEAR (Applicant) for paper towels. 
SODRI and so-pry (Opposer) for paper towels. 


Opposition dismissed. Marks differ substantially in appearance, sound and suggestive 


connotation. It is not at all likely that confusion, mistake or deception of purchasers will 
occur. 1272 


SOUNDZORBER (Registrant-Applicant) for rubber pipe; FLEXzorBER for flexible metal tubing 
used in air conditioning and refrigeration units. 

VIBRA-SORBER (Petitioner-Opposer) for metal conduits, piping, hose and tubing, including 
flexible tubing, and fittings therefor. 

Opposition to FLEXZORBER and petition for cancellation of soUNDzoRBER both dismissed. 
ZORBER is highly suggestive and not unusual in marks for absorbers. Though the goods of 
these parties are competitive and sold for the same general purpose to the same average 
purchasers, there is no likelihood of confusion. 213 


sPY-PROOF (Applicant) for dial and ring sets for combination locks. 
COUNTER SPY (Opposer) for locks and safes. 

Opposition dismissed. Although the goods of the parties would normally be produced by 
a single manufacturer and sold through the same channels of trade to the same average pur- 
chasers and the word spy is common to both marks, the marks in their entireties do not look 
alike, are readily distinguishable in sound and differ in meaning. 650 


SUMARK (Applicant) for nozzles, connections, menders, and specialities for garden hose; 
connections and faucet attachments for rubber hose; aerators, handles and washers for 
faucets; strainers and stoppers for tubs; sinks and basins, including rubber strainers curtain 
pins; seat bumpers and tank coils for toilets; and washer packing. 

MARK (Opposer) for unions for connecting pipes or rods; cup leathers; and various plumbing 
supplies. 

Decision of Trademark Trial and Appeal Board dismissing opposition affirmed. The 

goods. 993 


SURGI-STAT (Applicant) for dental hemostats. 
SURGISET, POCKET SURGISET (Opposer) for sutures and ligatures. 

Opposition dismissed. The Board held that the highly suggestive nature of the marks 
and the difference in the goods precluded likelihood of confusion. 87 
suTTON (Applicant) for soap and foam bath preparation. 

SHULTON’s (Opposer) for soaps and shaving cream. 

Opposition dismissed. Because of difference of marks and fact that parties have sold 
respective goods under respective marks for over twenty years, it was held that without 
proof of confusion future purchaser confusion was not likely. 96 
TAPER IVYsS (Applicant) for men’s and boys’ trousers. 


IVY LEAGUE (Opposer) for wearing apparel for men, women and children. 


Opposition dismissed. The marks do not look alike, are readily distinguishable in sound 
and Ivy LEAGUE is suggestive of a style of clothing worn by students at certain Eastern 
colleges while TAPER Ivys has no such suggestive significance. 527 


TECHNOGRAPH (Applicant) for pencils, lead and lead-holders. 
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TECHNICOLOR, TECHNICRAYON (Opposer) for pencils; TECHNIFLEX for colored pencils; RAPIDO- 
GRAPH for ball point pens, fountain pens and mechanical pencils. 


Opposition dismissed. Record fails to show that opposer enjoys any trademark rights in 
RAPIDOGRAPH or TECHNICOLOR. Applicant’s mark TECHNOGRAPH does not so resemble TECHNI- 
CRAYON Or TECHNIFLEX, previously registered for pencils, as to be likely, when applied to 
applicant’s goods, to cause confusion. 192 


TEEN-TOTE (Applicant) for ladies’ handbags, purses, wallets. 
TOTE-POKE (Opposer) for billfold and coin purse. 

Opposition dismissed. The Board held that TEEN-ToTE and TOTE-POKE do not look alike: 
sound alike, create similar impressions or stimulate similar associations. The Board did think 
it “strange that the mark TEEN-TOTE would be used on ladies’ handbags” and instructed examiner 
to register mark only after he was satisfied that the goods were properly identified. 295 


THREE-STER (Applicant) for men’s and boys’ coats, suits, jackets, slacks and vests. 
TOWNSTER (Opposer) for wearing apparel for men, namely, hats, suits and overcoats, and for 
overcoats and topcoats for men and boys; also, THREE-TIMER for men’s suits and coats. 

Opposition sustained. Opposer relied solely on its mark THREE-TIMER, and THREE-STER 
for goods identical in kind and often emanating from a single source so resembles THREE-TIMER 
as to be likely to cause confusion. 654 


TINT N SET (Registrant) for a hair treating compound. 

TINTz (Petitioner) for shampoo, hair rinse, hair coloring, color touch-up pencil and cream 
shampoo. Cancellation di¢missed. The Board found that TINTz and TINT’N sET were alike 
only in that both comprised the word TINT and held that considering the obvious descriptive 
significance of this word when applied to hair coloring preparation likelihood of confusion 
was not possible. 1005 


TIZ-BLACK MIST (Applicant) for color rinse and hair conditioning preparation. 
TINTZ (Opposer) for hair rins:, hair coloring, hair color touch-up pencil, cream shampoo, 
shampoo. 
Confusion is unlikely, absent similarity in appearance, sound or connotation. Opposition 
dismissed. 88 


TRUE GUN ALL (Applicant) for plasticizing machine. 
REFRACT-ALL (Opposer) for mixer and compressor type sprayer units for gun application of 
wet-mix refractories, insulations and mortars. 
Opposition dismissed. Marks are similar only in term ALL which is suggestive of use 
for all kinds of refractory materials. 444 


TuTU and TUTU with picture of ballerina (Applicant) for perfumes, toilet waters, face powders, 
talcum powders, cosmetic creams for body, face and hands, cosmetic lotions, rouge, lipsticks, 
and mascara. 

TATTOO and representation of Polynesian dancing girls (Opposer) for lipsticks, rouge, and 
line of cosmetic products. 

Opposition dismissed. Although the marks might sound somewhat alike, the importance 
of sound similarity must be tempered with the ordinary meaning of the words where the marks 
are ordinary words arbitrarily used. Here the apparent similarities in sound are negatived 
by the vastly different mental associations stimulated by the two words and there is no likeli- 
hood of confusion. 214 


uP-TOwN (Applicant) for lemon-lime beverage. 
7-up (Opposer) for lemon-lime beverage. 

Record shows opposer’s mark is very well-known and advertised and possesses strong 
consumer demand. 





iptive 
‘usion 


1005 


npoo, 


sition 


88 


on of 


f use 
444 


vders, 
ticks, 


, and 


‘tance 
narks 
atived 
likeli- 

214 


Vol. 50 TMR PART II—DIGEST OF CASES 93 


Respondent changed name of beverage in 1950 from FAyGo to up-TowNn, in 1955 changed 
name of corporation to include UP-TOWN, and since 1955 has been franchising bottlers. 

Applicant made an effort to show that the word up when used as a component of a 
trademark for a soft drink has some kind of descriptive significance. The record indicates 
that it may have such significance to soft drink bottlers, but there is no showing which indicates 
that it has such a meaning to consumers. Moreover, applicant is not using the word uP in 
any such sense. Applicant uses the word as a part of the ordinary English word “uptown”, 
which has a kind of “snobbish” connotation. Applicant’s mark by reason of the fact that it 
is an ordinary English word, is not likely to be considered, by either consumers or dealers, 
in separate components, or to be associated, by either consumers or dealers, with opposer’s 
product or its producer. 

The record here leads to a conclusion that applicant’s mark does not so resemble opposer’s 
mark as to be likely to cause confusion, mistake or deception. 283 


VELVETERRY (Applicant) for cotton fabrics in the piece, infants’ gowns, kimonos, bibs, bath- 
robes and layette specialty items. 

VELVERAY (Opposer) for piece goods, for women’s and children’s suits, skirts, jackets, dresses 
and blouses, for sheet plastic film, and for a service consisting of decorating and printing 
fabrics. 

Opposition dismissed. Purchasers of applicant’s infants’ wear and customers of opposer’s 
printed fabrics and plastic film are not the same, although hang tags furnished by opposer are 
likely to cause its mark to come to the attention of the same class of purchasers who buy 
applicant’s products. Since it is not unusual for businessmen to adopt marks including the 
same suggestive component for use on goods of the same general character, it was concluded 
that there is no likelihood of confusion. 210 


WATE-OFF (Petitioner) for a dieting food supplement for reducing. 
CURB-WATE WITH CONTROLENE (Registrant) for tablets effective to control appetite in aid of 
weight reduction. 
Petition and counterclaim dismissed. The Board held curB-wATE WITH CONTROLENE was 
not likely to be confused with WATE-OFF. 652 


WEATHERBACK (Applicant) for fabric in the piece of cotton, rayon or synthetic fibers. 
WEATHERVANE (Opposer) for piece goods made wholly or partially of cellulose derivatives, 
women’s suits, skirts, jackets and hats. 

Opposition dismissed. The Board held WEATHERBACK was not likely to be confused with 
WEATHERVANE. 524 
WIANCKO (Applicant) for oscillator units, automatic frequency standardizing units, electronic 

range and balance control units, electrical filter units, etc. 
winco (Opposer) for electrical dynamotors, generators, converters, and motors; wind-driven 
and engine-driven power electric current generator apparatus, etc. 

Opposition dismissed. The Board considered the nature of and character of the goods 
of the parties and the fact that they were ordinarily purchased with care by technically trained 
and informed people; and held winco and WIANCKO were sufficiently different to obviate any 
likelihood of confusion. 1127 
WM. TELL (Applicant) for cigars. 

WM. PENN (Opposer) for cigars. 

Opposition dismissed. The Board held wm. TELL for cigars was not likely to be confused 
with wM. PENN for cigars because both names were so well-known to the public as a legendary 
Swiss marksman and the name of the founder of Pennsylvania respectively. 523 
WILLIAM TELL (Applicant) for cigars. 

WM. PENN (Opposer) for cigars. 
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Opposition dismissed. The Board held wiLLIAmM TELL for cigars was not likely to be 
confused with wM. PENN for cigars. 523 


400.4 Crass or Goops 


CHALLENGE and design (Applicant-Registrant) for sliced cheese, butter, eggs, cheese, oleo- 
margarine. 
CHALLENGE and design (Opposer-Petitioner) for condensed milk. 

Opposition dismissed if applicant files an amendment for concurrent registration. Petition 
for cancellation dismissed. The parties have used their marks for more than forty-five years 
in different territories without either encroaching on the rights of the other. 68 

Petition to cancel granted. The Board held cEE pee for ladies’ coats and suits likely to 
be confused with DEE CEE for men’s and boys’ western style shirts, dungarees, jackets and 
similar clothing for women. Although the goods of the parties differed specifically it was 
reasonable to suppose they emanate from a common source. 83 


HYDRO-JET (Registrant) for electric vacuum cleaners. 
HYDRO-JET (Petitioner) for vacuum cleaners to clean swimming pools. 


Petition to cancel granted. The Board held swimming pool vacuum cleaners and electric 
vacuum cleaners are goods which purchasers might assume originate from the same source. 83 


CRETE-PREP (Applicant) for pavement cleaner compound. 


METALPREP, SOLDERPREP, ALUMIPREP, GALVAPREP, PREPWASH, PREP.N.COTE, PREP-PIK-L, PREP, EMUL- 
SOPREP (Opposer) for chemical preparations for cleaning and conditioning metal surfaces. 


Opposition sustained. The Board held that opposer’s PREP products were goods designed 
for similar purposes as applicant’s goods and since goods were sold through same trade chan- 
nels to same class of purchasers, applicant’s CRETE-PREP cleaning and conditioning material 
would likely be confused as part of opposer’s line of prep cleaning and conditioner products. 84 


CADILLAC (Applicant) for winches and hoists. 
CADILLAC (Opposer) for automobiles and automotive parts, supplies, accessories and equipment. 


Opposition sustained. The Board found that manually operated winch hoists were goods 
commonly used in servicing and repairing automobiles and held that purchasers would assume 
that winch hoists bearing the word CADILLAC had a common origin or came from producers 
which were some way associated with or connected with the maker of the well-known 
CADILLAC automobile. The likelihood of confusion was heightened by the fact that CADILLAC 
as used by applicant was an exact simulation of lettering long used by opposer in displaying 
its mark CADILLAC. 85 

Registration refused. The Board held that a washing powder and a liquid detergent 
concentrate were goods that would be attributed to a single producer and denied registration 
of the letter “K” for a liquid detergent concentrate because of prior registration of the mark 
“K” in script and within a circle for washing powder. 86 


KISMET CASHMERE (Applicant) for ladies’ and misses’ coats made of cashmere and wool. 


KISMET KLOTH (Prior Registration) for silk piece goods, piece goods made from synthetic 
fibers. 


KISMET (Prior Registration) for men’s, ladies’ and children’s hosiery. 


While hosiery and coats are sufficiently dissimilar to avoid confusion with one another, 
the common practice of attaching manufacturers’ tags to garments renders conflict likely as 
between similar marks for coats and dress fabrics. Registration refused. 89 


SOCKMATES (Applicant) for hosiery. 


Opposer : MATEY’S, POLO MATEY’S, C-MATEY’s for outerwear, sleepwear and beachwear ; T-MATES, 
BABY MATES, BROTHER MATES, SISTER MATES, POLO MATES, DAN MATES, V-MATES for various 
outerwear for boys, girls, infants, men and women. 
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Knitted T-shirts, beachwear, creepers, children’s suits, shorts, polo shirts, sweaters and 
like goods of opposer are products which might normally emanate from a single source, be 
sold at the same outlets to the same purchasers as hosiery, the goods of applicant. SOCKMATES 
for hosiery so resembles T-MATES and POLO MATES for knitted shirts as to be likely to cause 
confusion of purchaser. It was unnecessary to consider other marks of opposer. Opposition 
sustained. 89 


BBCC within diamond design (Applicant) for brass, bronze, aluminum, copper and lead castings, 
and machined bronze bushings and bars. 


BRIDGEPORT BRASS CO. within equilateral quadrilateral (Opposer) for ingots, rods, tube blanks, 
sheets, billets, wire, and castings of copper, brass and bronze; and plumbing and steam 
fitting hardware and tire-pumps; BRASCO within equilateral quadrilateral for varnishes, 
paints ; BRIDGEPORT within equilateral quadrilateral for kitchen utensils. 


Opposition dismissed. Marks of opposer used on consumer goods were not considered 
where applicant made only industrial goods. Since industrial goods are purchased by agents 
who are likely to know with whom they deal and because of the difference between applicant's 
mark and the mark of opposer used on industrial goods it was held that confusion was 
not likely. 92 


Representation of a threaded fastener with a centered disc and concentric circles about it 
(Applicant) for self-locking threaded fastener. 


Representation of a dot, the word por and notation THE DOT LINE within a concentric circle 
(Opposer) for fasteners. 


Opposition dismissed. Goods of the parties are sold to industrial user who would recognize 
the representation of the disc in applicant’s mark as depicting the locking feature of applicant’s 
fastener rather than a dot and would not confuse applicant’s mark with opposer’s marks DoT, 
THE DOT LINE within a concentric circle or a representation of a dot. 93 

Registration denied. mr. z for women’s suits, blouses, skirts, sweaters and coats was held 
likely to be confused with prior registration z TAILoRs for men’s and ladies’ suits, slacks, 
overcoats and sport coats. 95 


corAL (Applicant) for household liquid synthetic detergent. 
BLUE CORAL (Opposer) for automobile, wood, leather and metal polishes and cleaners and 
services connected therewith. 

Opposition dismissed. The Board considered the differences in the products of the parties, 
the circumstances under which they were sold and held that there was sufficient difference 
between the marks, that purchasers would not likely assume that products originated with or 
were in some way connected with the same producer. 97 


PAK-RAK (Applicant) for adjustable frames for trucks. 
PAKRAK (Opposer) for cardboard and metal containers. 

Opposition dismissed. The Board held there was nothing in the record to indicate that 
goods of the parties were related in a manner which would likely cause purchasers to believe 
that the goods of the parties emanated from the same source. 98 


ANGEL ToucH (Applicant) for household deodorant sprays. 

ANGEL SKIN, ANGEL FACE, ANGEL’S BREATH, BLUE ANGEL, ANGEL LIPS, ANGEL HAND, ANGEL SOFT, 
ANGEL LIQUID, ANGEL SMOOTH, ANGEL TOUCH, ANGEL CARE, ANGEL CLEAN, ANGEL PROMISE, AN- 
GEL KIss (Opposer) for cosmetics. 

Opposition dismissed. The Commissioner held that the record contained no facts from 
which it cauld be deduced that purchasers of ANGEL TOUCH household deodorant or air re- 
cosmetic or to associate the products and assume they have a common origin. 102 
fresher, are likely to think of ANGEL TOUCH, ANGEL FACE, ANGEL SKIN or any other ANGEL 
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PRESTIGE (Applicant) for cutlery, forks and spoons, none being of precious metal or coated 
therewith, and for cooking vessels, baking pans, canisters, top of stove oven units, strainers 
and sifters. 


PRESTIGE, PRESTIGE PLATE (Opposer) for silver plated flatware. 


Opposition sustained. The goods of the parties are in part competitive and otherwise 
comprise closely related utensils for preparing and serving food. Also, opposer has manu- 
factured goods similar to applicant’s under other marks, and distributed such items as pre- 
miums to its customers. It is therefore concluded that confusion of purchasers is likely to 
occur. 198 


PRESTIGE (Applicant) for bathroom, kitchen and closet accessories, namely, racks, hooks, shelf 
brackets, towel rings, soap dishes, toothbrush holders and toilet paper roll holders. 


PRESTIGE, PRESTIGE PLATE (Opposer) for silver plated flatware. 


Opposition dismissed. Since the word PRESTIGE possesses an inherent connotation of quality 
and has been registered many times for many different kinds of merchandise and since the 
products of the purchasers are not of the character which purchasers would attribute to a 
common origin, it is concluded that confusion of purchasers is not likely to occur. 200 


QAF (Applicant) for fasteners of the bolt and nut type. 
Q FASTENERS (Opposer) for cowl fasteners and parts thereof. 


Opposition sustained. Although the fasteners of the parties are specifically different, they 
are of a character that may be contained in the line of a single manufacturer of fastening 
devices, and since it is opposer’s practice to utilize different symbols in association with the 
letter “Q” to distinguish various types of its fasteners, it is concluded that purchasers are 
likely to assume that applicant’s QaF fasteners are additional products in opposer’s line of 
Q FASTENERS. 210 


poa (Applicant) for water reducing agent in powder form for addition to concrete mixes. 


TDA (Opposer) for highly complex organic compound especially suited for use in the prepa- 
ration of high early-strength hydraulic cement and in the manufacture of concrete and 
cement and concrete products; rpA for chemicals used as dispersing agents in the prepa- 
ration of dispersions of pigments, colors, calcareous, and aluminous substances. 


Opposition sustained. Since the goods of the parties are of a character which can be 
and are produced by a single manufacturer, it is concluded that the similarities between 
“PDA” and “TDA” are such that purchasers are likely to assume that the goods to which 
they pertain have a common origin. 212 


DURA-TRIM (Applicant) for plastic films and coated fabrics for wall coverings. 


DURATEX (Opposer) for imitation leather and textile rugs, carpets and upholstery fabrics; 
DURATOP for waterproofed textile fabrics; DURALIN, DURA KALF for artificial leather. 
Opposition dismissed. Considering the suggestive nature of the marks, the differences in 
end uses of the goods, and probable differences in trade channels and purchasers, the re- 
semblance of applicant’s mark to any of opposer’s is not so great as to be likely to cause 
confusion. 216 


ADMIRAL (Applicant) for outboard motor boats. 
ADMIRAL (Opposer) for radio receiving sets and parts, amplifiers, phonographs, recorders, 
reproducers, electric flat irons, waffle irons, etc. 

Opposition sustained, because opposer’s mark is well-known and purchasers seeing same 
mark on applicant’s boats are likely to associate the mark with opposer and to purchase the 
boats on the strength of opposer’s reputation, assuming that the goods all come from a single 
producer or from producers in some way associated with each other. 217 
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Registration denied for term MIcRoGLAs for evaporative coolers having pads utilizing 
glass filters because of prior registration of MicroGLas for sintered glass filters used with 
driers and dehumidifying apparatus used in refrigerating systems. 277 


DURACRON (Applicant) for thermosetting acrylic coatings. 


pURON (Opposer) for trade name used for coatings including acrylic, vinyl, rubber and other 
plastic base coatings; DURON for ready-mixed paint, varnishes, wood stains, rubber base 
paint and paint enamels. 

Opposition dismissed. Opposer’s registration is sole evidence, prima facie establishing 
exclusive right to the mark in connection with the particular goods specified therein. While 
the goods of applicant and opposer are coating compositions, they are specifically quite different 
and a material commercial relationship is not shown. 287 


untpac (Applicant) for storage battery assemblies. 


UNIPAK (Opposer) for plastic bags for resinous material having principal usage in electrical 
insulating and connecting. 

Opposition dismissed. The opposer markets scoTcHCAST insulating materials in plastic 
bags identified as UNIPAK containers, sold through jobbers in electrical supplies. Applicants 
use UNIPAC for dry-charged storage batteries and pre-measured electrolyte in a plastic bottle. 
The goods identified by the respective marks have nothing in common in essential characteristics 
or uses, and average purchasers are not the same. 288 


TUBE-0-LUBE (Applicant, Senior Party) for lubricating grease. 

TUBE LUBE UNICO (and design) (Registrant, Junior Party) for lubricating grease. 
Applicant’s motion for judgment granted, and registrant’s registration ordered canceled. 

Resemblance between the marks is such as to cause confusion. Registrant, relying solely on 

registration, failed to sustain burden of proving prior use. 290 


SMART SET (Applicant Senior Party) for wave set, hand lotion, lipstick. 
SMART SET (Applicant Junior Party) for hair spray, creme shampoo. 


Registration to junior party authorized and to senior party refused. Record of junior 
party established earlier date. Identical mark for toiletries is likely to cause confusion. 292 


LITTLE JACK HORNER (Applicant) for cookie sandwiches. 
JACK HORNER (Opposer) for mincemeat. 

Opposition dismissed. While the marks are similar, purchasers would not be likely to 
assume that the respective goods of the parties are from the same source, in view of the 
differences between the goods. 293 

Petition to cancel granted. The Board held that registration of presset for hair setting 
preparation damaged prior owner of registration of TRESSET for a hair dressing. The products 
of the parties were so related that if sold under similar sounding marks purchaser would 
attribute that they emanated from common source. 295 


KINTEL (Registrant) for electronic instruments, particularly amplifiers, power supplies and 
industrial television. 

CINTEL (Petitioner) for photoelectric cells, cathode electric tubes and radio and television 
receiving and transmitting apparatus; and for scientific instruments and electronic ap- 
pliances for use in industry. 

Petition for cancellation dismissed. The record showed that the products were different 
and did not move in same trade channels or purchased by same class of purchasers. The 
Board held although the marks were much alike the fact that registrant’s products were sold 
by and to technically trained people confusion was not likely. 296 


WEATHERFOIL (Applicant) for fabrics in the piece made of plastic and cotton, for use in 
making of drapery lining. 
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WEATHERVANE (Opposer) for piece goods made wholly or partially of cellulose derivatives 
and sundry articles of women’s wearing apparel. 





Opposition dismissed. In view of the differences in the character and probable uses of 
the goods, and in the differences between the marks, it is concluded that there is no reasonable 
likelihood of purchaser confusion. 297 


Opposition dismissed. The Commissioner found that the trade channels, purchasers and 
marketing of the products involved were different and held vEcETEx for an emulsifier sold in 
bulk to bakeries was not likely to be confused with VEGELONA, VEGECARNE, VEGEMEAT BURGER, 
VEGMEAT STEAKS and VEGEBITS for vegetarian food sold to the general public. 298 










The Commissioner affirmed Examiner’s decision dismissing opposition. The Commis- 
sioner found that ordinarily when goods move in same trade channels the same purchasers 
under the same mark by different parties, likelihood of confusion will result. However, where 
opposer identified a plastic bag by the mark UNIPAK in which it packages an electrical in- 
sulating resin and hardener sold under the mark scotcHcasT, the Commissioner held purchasers 
did not buy UNIPAK resin but bought scoTcHCAsT resin packaged in a UNIPAK bag and ap- 
plicant’s use of the mark uNIPAK for an assembly of various electrical capacitors within a 
metal housing was not likely to cause confusion. 298 










FAIRY PRINCESS (Applicant) for children’s cosmetics, namely, bubble bath, cologne and hand 
lotion. 









FAIRY PRINCESS (Opposer) for toilet preparation particularly for hair waving. 


Opposition dismissed. The Board found that opposer’s cold wave solution sold to beauty 
parlors was for professional use only whereas applicant’s line of children’s cosmetics was 
sold at leading department stores for over-the-counter distribution and held under the cir- 
cumstances use of the same mark FAIRY PRINCESS was not likely to cause confusion. 361 







The Board held the representative of a fairy as a mark for high fidelity phonographs, 
tape recorders and disk-changers was likely to be confused with the prior registration of a 
representation of a fairy for grooved phonograph records. 361 







Registration denied. The Board held composite mark consisting of the words CONTOUR 

CONTROL for mattresses and box springs was likely to be confused with the prior registered 

; mark CONTOUR CHAIR-LOUNGE and coNnTOouR for chairs. The Board considered the fact that 
the products involved were infrequently purchased and the time intervals would probably — 

effect the uncertainty of the memory of purchasers. 362 








Opposition dismissed. The Board held that HALLMARK NEEDLECRAFTS and design for kits 
containing material and supplies for making embroidered bedspreads was not likely to be 
confused with HALLMARK and crown design for greeting cards because of the vast differences 
between the goods. 362 § 

Opposition dismissed. The Board held a pictorial representation of a knight on horseback 
and certain ancillary design matter for metal working machines was not likely to be confused © 
with a plurality of marks consisting of a knight on horseback for a variety of dental, medical 
and surgical appliances because the products move through different trade channels to | 
different purchasers. 364 | 














TRESTONAL (Applicant) for a tonic tablet. 
PRESTONAL (Opposer) for a relaxant preparation. 

The Board found that although applicant’s dietary supplement was frequently sold on 
a mail order basis there was nothing to prevent applicant from utilizing regular drug channels 
and held its product sold under the mark TRESTONAL for a tonic tablet was likely to be con- 
fused with PRESTONAL for a relaxant tablet sold only on prescription. While the products 
of the parties differed in chemical properties and medical uses they were both intended for 
internal use and confusion of such products must be awarded. 365 
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Registration denied. The Board held Hoover for electric dynamos, electromechanical 
actuators, and solenoids was likely to cause confusion with prior registration of HOOVER 
for electric motors. 365 


TRIGETTE (Applicant) for throw covers for furniture. 
TRIGERE (Opposer) and PAULINE TRIGERE for ladies’ and misses’ and junior misses’ dresses, 
suits, coats, negligees and hats; and also prior use of TRIGERE as trade name. 

Opposition dismissed. The Board held trIGETTE for throw covers for furniture was not 
likely to be confused with TRIGERE and/or PAULINE TRIGERE for couturier designed ladies’ 
apparel because of the obvious difference in the goods and circumstances under which they 
are sold. 368 


CLAMATO (Applicant) for a mixture of tomato juice and clam juice. 
VEGAMATO (Opposer) for'a mixed fruit and vegetable juice. 

Opposition dismissed. The Board found that when applied to the products of the parties 
each mark was highly suggestive and held although the products of the parties if sold under 
the same or similar mark might be attributed to a single producer, CLAMATO for a mixture 
of tomato juice and clam juice was not likely to be confused with vEGAMATO for a mixed 
fruit and vegetable juice. 368 


PLEXICHROME (Applicant) for a finish coating for asphalt and concrete surfaces; PLEXICOLOR 
for paint for masonry walls. 

PLEXTONE (Opposer) for industrial coating finishes for producing multiple-color film coatings. 

Likelihood of confusion must be determined on the basis of the “goods” covered in the 


application. 
The court in affirming the Commissioner’s decision found that although the words 


PLEXTONE, PLEXICHROME and PLEXICOLOR look and sound somewhat different they stimulate 
almost identical impressions and held doubt of likelihood of confusion must be resolved in 
favor of the first user, the owner of registration for PLEXTONE. 428 

Opposition dismissed. NEWwporT for cigarettes was held not likely to be confused with 
NEWPORT for distilled alcoholic liquor and whiskies. 429 

Registration denied. TINY TOT with a face drawn inside the “o” for dolls was held likely 
to be confused with prior registration of TINy ToT for toy pianos, jigsaw puzzles and wood 
toys for children. 430 

In an interference proceeding, the Board held that an identical mark (MyYOTAL) on a 
sedative or hypnotic product for humans on the one hand and a sedative or hypnotic for 
animals on the other was likely to cause confusion. 434 


Ajax (Applicant) for starch for laundry use. 
AJAX (Opposer) for soap and household cleanser. 

Opposition sustained. The Board held ajAx on a household starch was likely to be con- 
fused with aAyAx for household cleanser. 435 
YANKEE-FRANKEE (Applicant) superimposed upon a representation of a frankfurter sandwich, 

for frankfurter sandwiches. 
YANKEE DOODLES and DRAKE'S YANKEE (Opposer) for cakes and YANKEE for fried cakes and 
doughnuts. 

Opposition dismissed. The Board held that YANKEE-FRANKEE for frankfurter sandwiches 
was not likely to be confused with YANKEE, YANKEE DOODLES Or DRAKE'S YANKEE for cakes. 436 
CHEMWIPE (Applicant) for impregnated wiping, cleaning, dusting, and polishing cloths. 
KIMWIPES (Opposer) for industrial absorbent tissues made of untreated paper. 


Opposition sustained. The Board found while goods of parties differed in physical 
properties they were in part competitive products for wiping and cleaning metal, glass, wood 
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and other surfaces and held CHEMWIPE was strikingly similar in sound to KIMWIPEs that 
confusion was likely to occur. 437 


RANCHLINE (Applicant) for composition shingles. 
RANCH ROOF (Opposer) for mineral-surfaced roofing. 


Opposition sustained. The Board found that the goods of the parties although specifically 
different were roofing compositions which would be attributed to a common source and held 
RANCHLINE was likely to be confused with RANCH ROOF. 437 


SILCANO (Application filed Feb. 21, 1958—alleged first use Jan. 23, 1957) for textile fabric, 
rayon and silk. 


SILCANA (Application filed May 16, 1958—alleged first use Sept. 1, 1956) for men’s shirts. 


The Board held that s1Lcano for textile fabric, rayon and silk was likely to be confused 
with sILCANA for men’s shirts. 438 


GLiIt (Applicant) for scouring sponges. 
GLim (Opposer) for liquid detergents. 

Opposition sustained. The Board found that applicant’s mark GLIT was derived from the 
word “glitter” and opposer’s mark GLIM was derived from the word “gliming” and held the 
similar suggestive connotation was likely to cause confusion of purchasers particularly since 
both marks look and sound alike. 440 

Opposition dismissed. The Board held GLAaswoop and GLASWELD when applied to building 
panels and pipe and tubing respectively were used on substantially different goods which 
obviated any likelihood of confusion in the trade. 441 


sTAR (Applicant) for coffee. 


STAR BRAND (Opposer) for cream cheese; STAR BRAND CONDENSED MILK for condensed milk; 
STAR (with design) for condensed milk. 


Opposition sustained. Pertinent features of marks are identical. Condensed milk and 
coffee are grocery items sold in the same stores to the same class of purchasers, and condensed 
milk may be used in coffee. Purchasers would be likely to assume products originate with 
a single producer. 442 
PLASTICOTE (Applicant) for cleaning and polishing composition for automobiles and furniture. 
PLASTICOTE (Opposer) for lead, oil and zinc paint for outside and inside use. 


PLASTI-KOTE (Opposer) for ready mixed paints, paint enamels and varnishes for application 
to interior walls and ceilings, wallpaper and exterior walls of wood, stucco, brick or shingle. 


Opposition sustained. Marks are practically identical. The goods are to some extent 
competitive and comprise products which might well be supposed to emanate from a common 
source. 443 
circus (Applicant) for soft drinks. 
circus plus merely ancillary pictorial matter (Reference) for canned vegetables. 

The Board refused registration on the basis that, as a matter of common knowledge, 
producers and retailers of canned food products sell both canned vegetables and canned citrus 
fruit juices under a single mark and therefore confusion of source would be probable. 444 
VIBRAIR (Applicant) for electrically powered pneumatic film dryers. 
vVIBER (Opposer) for machinery for tamping, vibrating, placing and packing wet concrete 

mixtures in molds and forms. 

Opposition dismissed. The Board held that there are substantial differences between both 
marks and the products of the parties are not designed for similar purposes. 445 
CONOMATIC (Registrant) for air filters. 

CONOMATIC (Petitioner for cancellation) for automatic lathes and screw machines. 
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Petition was dismissed on the basis that both types of goods (a) were expensive and 
considerable care would be exercised in purchase and (b) have nothing in common in respect 
to essential characteristics or uses. 


MANPOWER (Applicant) for a magazine directed to placement of trained personnel for business 
organizations. 

MANPOWER (Opposer) for service of furnishing employees to business groups on temporary 
or part-time basis. 

Opposition sustained. The court held persons familiar with opposer’s MANPOWER services 
of furnishing temporary employees would be reasonably likely to assume that MANPOWER 
magazine directed to placement of trained personnel originated with, was sponsored by, or 
was in some way associated with opposer. 522 


CATALINA (Petitioner) for play-suits, blouses, athletic trunks and brassieres, men’s and 
women’s sport shirts and knitted garments—namely, coats, jackets and vests; men’s, women’s 
and children’s swim suits, bathing suits, pajamas, blouses, sweaters, beach coats, beach 
sandals; and various items of men’s, women’s and children’s sportswear. 

CATALINA (Registrant) for sunglasses. 

Petition for cancellation granted. The Board found that registrant’s sun glasses and peti- 
tioner’s sportswear and accessories were sold to same classes of purchasers, through the same 
trade channels and held purchasers familiar with CATALINA sportswear, swimwear and ac- 
cessories would be quite likely to assume that CATALINA sunglasses originated with or were 
in some way connected with the same producer. 525 


CHEMEX (Applicant) for chemical composition composed essentially of ammonium nitrate 
for use with explosives. 

CHEMEX (Opposer) for coffee makers, filter papers, glass kitchenware and bottle coolers 
which utilize a nitrate of ammonia salt as a cooling agent. 


Opposition dismissed. Opposer’s use of its mark CHEMEX for a nitrate of ammonia salt 
for use as a cooling agent was subsequent to the date on which applicant filed its application. 
Opposer’s other goods and applicant’s goods are normally sold to different classes of customers 
in different fields for completely unrelated uses; it is concluded that there is no likelihood 
of confusion. 528 


HOLLYMATIC (Applicant) for automatic water heaters, home heating appliances and cooking 
ranges with oven and broiler attached or detached. 
HOLLYMATIC (Opposer) for automatic electrically operated hamburger patty molding machines. 

Opposition sustained. The Trademark Act of 1946 does not require a finding of confusing 
similarity of goods as the basis for sustaining a trademark opposition but instead requires a 
determination of whether it is likely that the mark when applied to the goods of the applicant 
will cause confusion or mistake or deceive purchasers. 647 

Use of identical mark (INGENUE) on women’s shoes and brassieres will likely result in 
confusion. 648 
FAME (Applicant) for wax-like protective coating for various flooring materials. 

FAME (Opposer) for detergent composition for use in the home, on the farm, in industry, and 
in public service institutions. 

Opposition sustained. Water emulsion household floor coatings and dishwashing detergent 
compounds are products which might normally be considered to be produced by a single 
entity if marketed under the same or similar marks. While applicant’s and opposer’s products 
do not presently move through the same trade channels to the same average purchasers, this 
fact alone is not conclusive on the question of likelihood of confusion. 649 


HI-PRO (Applicant) for breakfast cereal. 
HI-PRO (Opposer) for modified milk product. 
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Opposition dismissed. Considering the differences between opposer’s highly specialized 
modified milk food product having therapeutic properties which it promotes as a pharmaceutical 
and applicant’s staple breakfast food, and the highly suggestive significance of the term HI-pRo, 
it is concluded that there is no reasonable likelihood of confusion. 650 


FAMILY CIRCLE (Applicant) for ice cream, various sundae toppings of either syrup, nut, or 
crushed fruit navcure, water sherbet, and milk sherbet. 


FAMILY CIRCLE (Opposer) for magazine and in connection with other publications offered for 
sale in the magazine. 


Opposition sustained. As applicant’s products are of a type sold through grocery stores 
and opposer’s magazine, largely devoted to advertisements of food and grocery products, is 
sold primarily through such outlets, purchasers are likely to assume that applicant’s products are 
sponsored by or in some way connected with opposer. 653 


AROMINK (Applicant) for fabric in which mink fibers are used with other fibers. 
ARROW (Opposer) for various articles of men’s wearing apparel; and AROSNAP for men’s shorts. 


Opposition dismissed. The Board found applicant’s AROMINK fabric was used exclusively 
in ladies’ dresses and it did not appear that fabric could be used in goods made by opposer 
(men’s wear) ; and held AROMINK was not likely to be confused as to origin of source with 
ARROW and AROSNAP. 764 


While JAL-0-vENT and JAL-por are used for closely related jalousie doors and jalousie 
ventilators, JAL- and JAL-0- would suggest jalousie products rather than the opposer to pur- 
chasers. Considering highly suggestive nature of common component of the marks, their 
differences are sufficient to render confusion, mistake or deception of purchasers unlikely. 765 


JAL-MASTER (Applicant) for jalousie doors and windows. 


JALLOY (Opposer) for metal in bar form and metal wire, and for metal structural shapes; 
JAL-puct for steel pipe; JAL-por for doors; JALTEN for sheet metal and plates; JALzINc 
for zinc coated steel sheets. 


Opposition dismissed. Except for JAL-por, applicant’s goods differ sufficiently from 
opposer’s goods to render confusion unlikely from inclusion of JAL- prefix in applicant’s 
mark. 765 


SHELF-sTYK (Applicant) for shelf paper having an adhesive surface. 

SELF-STICK (Opposer) for paper bands and wrappers for shirts, gloves, hose, yarn, etc. 
Opposition dismissed. Shelf and drawer lining paper is a household product ordinarily 

moving through consumer retail outlets, while opposer’s packaging materials are sold directly 

and through jobbers to commercial, industrial and institutional users. Confusion in trade 

would not be reasonably likely. 766 


Ladies’ shoes and gloves are so closely related that their sale under substantially similar 
marks would likely lead purchasers to suppose they emanated from same source. 967 


WESTERFIELD (Applicant) for men’s suits. 


WEATHERFIELD (Opposer) for various outer garments for men and children, including coats, 
vests, pants, overcoats, raincoats and the like. 

The Board held it was immaterial that opposer’s topcoats were sold through independently 
owned stores while applicant’s suits were sold through its chain of wholly owned stores since 
purchasers who bought clothing under one mark upon seeing a related item of wearing apparel 
sold under the same or a confusingly similar mark in a different establishment might assume 
the goods emanated from a common source. 

Opposition sustained. WESTERFIELD for men’s suits was held likely to be confused with the 
prior use of WEATHERFIELD for men’s topcoats. 979 


DREAM WHIP (Applicant) for mix for use in making puddings, sauces and toppings, and for a 
dessert topping mix. 
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CREAM WIPT (Opposer) for salad dressings containing cream. 


Decision of Trademark Trial and Appeal Board dismissing oppositions reversed, and 
oppositions sustained. While the goods are not identical, they are closely related food products 
which might well be expected to emanate from the same source, and absolute identity is not 
essential to a likelihood of confusion. The marks are much the same in meaning and quite 
similar in both sound and appearance; the similarities outweigh the dissimilarities to such 
a degree that confusion in trade is likely. 992 


UNIPAK (Applicant) for an assembly of various electrical capacitors within a metal housing. 
UNIPAK (Opposer) for plastic bags used for resinous material having principal usage in 
electrical insulating and connecting. 
Decision of Assistant Commissioner affirming dismissal of opposition was affirmed. The 
goods held to be widely diverse in nature. 993 


caT’s PAW (Applicant) for stitched canvas conveyor belting. 
caT’s PAW (Opposer) for rubber heels and soles and shoe tops, etc. 

Opposition sustained. At least a portion of applicant’s customers would be familiar with 
opposer’s use of cAT’s PAW for its various products; and considering the fact that other 
rubber goods manufacturers sell heels, soles, and conveyor belting under the same mark, it 
is concluded that it would be likely that such purchasers would be likely to assume that 
CAT’s PAW conveyor belting originates with or is in some way associated with opposer. 994 


ANTURAN (Applicant) for sulfinpyrazone, a uricosuric agent indicated for the treatment of 
gout and related disorders. 

ATRATAN (Opposer) for atropine tannate, an antispasmodic primarily used in the urological 
field for the treatment of uteral colic and for the relaxation of smooth muscles of the urinary 
tract following cystoscopy and also for treatment of renal colic. 


Opposition sustained. The Board found that although the pharmaceutical products of the 
parties differed in composition and their indications were far from the same, nevertheless, 
they were products which may affect human health and avoidance of confusion was vital 
and held that applicant’s mark ANTURAN was similar in sound to opposer’s mark ATRATAN. 
The Board considered the fact that marks used on drugs may be prescribed by telephone and 
resemblance in sound might likely cause confusion. 996 

Frozen pastries and biscuits were held to be bakery products which might be produced 
by a single entity and sold through the same trade channels to the same purchasers. 997 

Envelopes and notebooks, tablets, loose-leaf binders, loose-leaf fillers, examination paper, 
drawing paper, music paper, art paper, theme paper, penmanship paper, combination theme and 
notebooks, drawing tablets, penmanship tablets, construction paper and typewriter paper were 
held items which might be supposed to emanate from a single producer if sold under the same 
or similar marks. 997 


WONDERFRUIT (Applicant) for canned acerola juice. 

WONDERCROP (Opposer) for fresh citrus and deciduous fruits, fresh vegetables and melons. 
Opposition sustained. The question is not whether opposer produces or is likely to produce 

canned juices, but whether purchasers would be likely to attribute a common origin to the 

respective goods if sold under these marks. The resemblances of the marks, considering the 

nature of the words FRUIT and crop as applied to the goods, are such as to make confusion 

reasonably likely. 999 


SYNTHOL (Applicant) for a physiotherapeutic medication for analgesic, stimulating, anti- 
phlogistic, germicidal ‘and cicatrisive action. 
SYNTIL (Opposer) for a medicinal preparation to correct central nervous system imbalance. 


Opposition sustained. While the goods are not competitive, they comprehend medicinal 
preparations adaptable for sale in same channels under same circumstances and conditions to 
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same average purchasers; and considering the manifest similarity of the marks, confusion 
is at least reasonably likely. 999 


RINCO (Applicant) for apparatus and components thereof for supplying and/or measuring 
electrical characteristics, namely, resistance, capacitance, inductance, reactance, dissipation 
factor and the reciprocals thereof, voltage, current, phase angle, frequency, power and 
power factor. 

wiInco (Opposer) for electrical dynamotors, generators, converters, and motors; wind-driven 
power apparatus and parts thereof; engine-driven power apparatus and parts thereof; 
dynamo-electric machines; prime-mover-driven electric generators; prime-mover controls 
including engine idling-control units; electric power supplies, wind-electric equipment; and 
parts of any of the foregoing. 

Opposition dismissed. While the goods may fall within the same broad category of 
electronic and electrical equipment, and are to some extent sold to the same classes of pur- 
chasers and advertised in the same trade publications, it does not necessarily follow that 
purchasers would be likely to assume they all emanate from the same source. Considering 
the nature of and differences in the goods together with the fact that they would ordinarily 
be purchased with care by technically trained people, and the differences between the marks, 
confusion is not reasonably likely to occur. 999 


AQUAFLEX (Applicant) for printing inks. 

AQUATEX (Opposer) for resinous printing inks and colored water dyes for printing on textiles. 
Opposition sustained. The identification of goods in applicant’s application is broad 

enough to comprehend printing inks of the character sold by opposer, and the resemblances 

between the marks predominate over their differences to the extent that their contemporaneous 

use for identical goods would be likely to cause confusion. 1000 
The Court held that galvanized sheet iron and zinc coated steel sheets were of such nature 

that purchasers would attribute a common origin to them. 1002 


PIZZA-BURGER and design (Registrant) for sauce, flavored combination meat and cheese sand- 
wiches (Supplemental Registration). 

PIZZABURGER (Petitioner) for prepared food consisting of tomato puree, garlic salt, cayenne 
pepper, salt, peanut oil, olive oil, oregano, parsley, American cheese and Mozzarella cheese 
between the halves of a triple baked English-type muffin (Supplemental Registration). 

Petition for cancellation granted and counterclaim dismissed. The Board held that p1zza- 

BURGER and design for meat and cheese sandwiches was likely to be confused with PIZZABURGER 

for a prepared food consisting of seasonings with American cheese and Mozzarella cheese 

between halves of a triple baked English muffin. Both marks were registered on Supple- 

mental Register. 1004 

The Board found that opposer’s product was primarily intended for washing dishes and 
applicant’s for washing cars, both goods were recommended for cleaning other products and 
sold in the same retail outlet and held the goods of the parties were of such nature that if 
sold under the same or similar marks purchasers would likely assume they originated with 

a single producer. 1005 


CELLEX (Applicant) for cushions. 

Opposer: CELANEX for yarns; CELAFAILLE for fabrics made of cellulose derivatives; CELALOOM 
for piece goods made of cellulose acetate type yarns alone and in admixture with cotton, 
wool, silk, or rayon; CELASPUN for piece goods made of cellulose derivatives and for yarns; 
CELAIRE for staple fibers and piece goods made of cellulose derivatives. 

Opposition dismissed. Purchasers would not be likely to associate applicant’s products 

with those of opposers. 1119 

The Board held that although the fact that the goods of the parties may be classified as 
electronic and electrical equipment, sold to the same purchasers and advertised in the same 
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publications was a matter to be considered in determining whether or not purchasers would 
be likely to assume that such products emanate from the same source but held that these 
factors were not controlling thereon. The Board found that the goods of the parties were 
distinctly different and intended for unrelated uses. 1128 


BEAUTILITY (Applicant) for ferrous and non-ferrous metal sheets. 
BEAUTILITY (Opposer) in advertising CHEMEX coffeemakers. 
Opposition dismissed. The Board held BEAuTILITy for embossed metal sheets used in 


fabrication of buildings, aircraft, truck bodies, store counters, etc. was not likely to be confused 
with BEAUTILITY used in advertising CHEMEX coffeemakers. 1128 


AERFLYTE and design (Applicant) for ice skates and shoes attached to ice skates, ice skate 
guards, roller skates and shoes attached to roller skates, and bowling, baseball and football 
shoes. 

AIR-FLITE (Opposer) for rackets, golf balls, badminton rackets, tennis rackets, squash rackets, 
golf clubs, basketballs, volley balls, footballs, soccer balls, table tennis bats and table tennis 
balls. 


Opposition sustained. The Board found that, athough the goods of parties were different, 
they comprised items of sporting goods and equipment sold through same trade channels; 
and held AERFLYTE on skates and athletic shoes was likely to cause confusion with prior use of 
AIR-FLITE On a variety of sporting goods, particularly, since opposer did sell bowling, football 
and baseball shoes. 1128 

Although the goods were pharmaceutical preparations sold without prescription, a vitamin 
and mineral preparation was held radically different from a fecal softener to control and 
prevent constipation. 1130 
LITHOSET (Applicant) for metal lithographic foils. 

LITHOSET (Opposer) for form sets composed of printed sheets with intervening transfer material. 

Opposition sustained. Applicant’s goods are intended for use in a duplicating machine for 
production of multiple copies, and this is one of the purposes for which opposer’s manifold 
forms are utilized. Considering the close relationship of the products and the identity of the 
marks, confusion is more than likely to occur. 1132 
LovE (Applicant) for liquid detergent for dishwashing and laundry use. 
povVE (Opposer) for washing powders, and detergents in bar form for toilet use. 

Opposition sustained. The goods are closely related products which would ordinarily be 
sold through the same channels of trade and under the same conditions and circumstances to 
the same classes of purchasers. The difference in form is not significant since purchasers 
would likely assume that all such products under the same or similar marks originated from 
the same source. LOVE and pove have specifically different meanings but are both used as 


terms of endearment, and are quite similar in both sound and appearance, and confusion 
is likely. 1132 


suRE (Applicant) for a personal deodorant. 


sURIN (Opposer) for an antiseptic and soothing ointment for minor cuts, skin abrasions, 
scratches and simple burns, an analgesic ointment, and a general tonic and laxative. 
Opposition dismissed. Although ordinarily sold through the same channels of trade to the 
same class of purchasers, the respective products are distinctly different in character and 
intended for wholly unrelated uses, and their sale under these marks would not be reasonably 
likely to cause purchaser confusion or mistake as to origin. 1132 


500. COURTS 
500.1 Basis oF RELIEF Article: 135 


The law of unfair competition requires that there be more than a possibility of an 
occasional misunderstanding. 257 
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The trademark of plaintiff has acquired a secondary meaning and the defendant should 
be enjoined from using the mark and from doing any act or thing that may associate his 
business with that of the plaintiff in the minds of the public despite the absence of competition 
between the parties. 264 


Any evidence of conscious imitation of first user’s product is important in determining 
whether the second user’s entrance into the market creates possible confusion. 1207 


500.11 In General 
A descriptive phrase is entitled to protection if the prior appropriator thereof can show 
that a secondary meaning has attached to such descriptive term and that the activities of a 
later appropriator have created a likelihood of confusion. 257 


The general rule is that when a trade secret is learned by means of a confidential relation, 
relief may be obtained against its use for gaining an advantage at the expense of the possessor. 
Where an employer-employee relation exists, one using a trade secret in breach of confidence 
cannot complain if the information was already generally known. But where the parties were 
merely contemplating a buy-sell contract and information were discoverable from the marketed 
goods, the construction of which was ascertainable at a glance, and did not require precise 
study or constitute a device difficult of access, the construction did not constitute a trade secret. 
The complaint is therefore dismissed. 275 


Plaintiff established twenty years use of mark and wide reputation. 


Respondent entered a business in which petitioner had long been engaged, in a store 
operated by a predecessor corporation whose right to use the name DARLING was derived from 
a license granted by petitioner. Respondent adopted the very name and symbols petitioner had 
been using and popularizing at great expense. Respondent even appropriated without per- 
mission the very “cuts” containing the name DARLING and utilizing them for advertising pur- 
poses. It may be further observed that respondent upon request ceased using petitioner’s 
format but not the name DARLING. The conclusion is inescapable that respondent knowingly 
intended to trade on petitioner’s name DARLING and to take advantage of the reputation and 
good will which petitioner had built up over the years and caused to be associated therewith. 


DARLING is not descriptive of merchandise sold. 


Respondents alleged right to use its corporate title is not adequate defense since act of 
Secretary of State in permitting incorporation is not a judicial act. 


Motion for injunction granted. 276 


The court held plaintiff's contention that under New York law of unfair competition it 
was no longer required that a plaintiff establish a secondary meaning for its products or 
business as a requisite factor for relief was erroneous. It is because of a failure to recognize 
the distinction between the palming off cases and the misappropriation cases much confusion 
has crept into the New York State decisions and thence into the Federal decisions. It is due 
to this confusion that courts occasionally have said that secondary meaning is not a necessary 
factor without restricting this observation to misappropriation cases as did not involve a 
palming off, in which recovery seems not to depend upon the confusion or deceit of the 
public. 343 


Proof of secondary meaning is not always a prerequisite to securing relief. The courts 
have occasionally granted such relief without proof of secondary meaning in cases involving 
actual deception or appropriation of another property. However, cases involving protection 
are limited to the prevention of likelihood of confusion where proof of secondary meaning is 
necessary. The court held in these cases the defendant can rebut the effect of secondary 
meaning by proving confusion not likely. 349 


Name of defendant manufacturer appearing on article obviates likelihood of deception 
as to origin. 487 
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Manufacturer of particular goods is entitled to protection of the reputation they have 
acquired against unfair dealing, whether there be a technical trademark or not. 490 


If “nonfunctional” features of goods have come to signify origin in the minds of buyers, 
a second comer in the field will be forbidden to incorporate those features into the design of 


his own wares. 498 


Plaintiff’s motion for temporary restraining order for trademark infringement and for a 
preliminary injunction granted. 520 


Preliminary injunction against the use of EXECUTIVE is refused because confusion in names 
could benefit both parties, as through increased advertising that could be attributed to plaintiff ; 
EXECUTIVE is common in employment services and respondent is reputable. 520 


Judgment for plaintiff. The court held that defendant retailer should be enjoined from 
removing the number plate and obliterating the stencil on plaintiff's appliances as such actions 
interfered with the buyer’s right to obtain a guarantee from plaintiff and plaintiff’s customer 
relationships were likely to deteriorate as a result of that interference. 521 


Appellate court was unwilling to hold, as a matter of law, that the exact line drawing of 
merchandise of its container is not subject to appropriation, use and registration as a trade- 
mark. Another may not with impunity simulate such illustration, though he may illustrate 
his merchandise on his package. 745 

Plaintiff has fully established beyond any doubt that its product acquired a secondary 
meaning prior to defendant’s entry into the field; that defendant slavishly and unnecessarily 
copied the unique, non-functional features of plaintiff’s product; and that defendant’s imitation 
of plaintiff's product was initiated and executed with the intent to “palm off” its product 
as plaintiff’s product. 1071 

The law governing trademarks and trademark infringement is but a part of the broader 
field of law governing unfair competition. 1110 

The Court found that defendant adopted the mark UNIVERSAL for new home sewing ma- 
chines with no intention of poaching on the good will of plaintiff who used mark UNIVERSAL 
in rebuilding used sewing machines, principally industrial machines; and held since plaintiff 
never intended to expand into the new home sewing machine business, absence the likelihood 
of confusion, plaintiff could not succeed in its action for infringement and cancellation of 
defendant’s federal registration. 1242 


500.14 Colorable Imitations 
The Court held plaintiff's trademarks were infringed where defendant's advertising em- 
phasized the similarities in appearance and dosage between his products and corresponding 
trademarked products of plaintiff and listed plaintiff's trademarked products in conjunction 
with his imitation products. 958 
The newcomer in a field has a duty so to name and dress his product as to avoid all 
likelihood of consumers confusing it with the product of the first user. 1207 


500.15 Color Marks 
A party who paints his product green may not complain about use of the same color 
in the same manner by a competitor absent a substantial possibility of confusion of source. 1199 


500.17 Concurrent Use 
The Court found that fame of plaintiff's use of PUMP room had not pervaded San Fer- 
nando Valley area prior to 1951 and that defendant’s fame, based on use in that area since 
1945, had not extended beyond the San Fernando Valley and held on plaintiff's complaint 
defendants shall be enjoined from using PUMP ROOM beyond a radius of four miles from 13003 
Ventura Boulevard, Los Angeles County, on defendant's counterclaim plaintiff shall be enjoined 
from using name PUMP ROOM within a four-mile radius from 13003 Ventura Boulevard. 1123 





ANNUAL INDEX, 1960 Vol. 50 TMR 


500.18 Confusingly Similar Marks (see Section 600) 


In weighing question of trademark infringement, the court considers only the trademark, 
not the house mark or company name, or the packaging and labeling; attention must be 
focused on the brand name alone, considered as a whole. 1067 


500.19 Descriptive and Generic Marks 


It is well settled that a name merely descriptive of an article of trade or of its quality 
cannot be appropriated as a trademark. The court found where the marks involved were 
multi-syllable trademarks (BRYLCREEM and VALCREAM for cream-style hair dressing) containing 
the descriptive term “cream” or “creem” that confusion was not likely because the descriptive 
part of the marks had little or no trademark significance and could not be regarded as the 
dominant portion of the marks. 80 


The phrase HOME OF THE WEEK is descriptive and designed to call attention to the superior 
quality of the homes recommended in plaintiff’s service. 257 


Since both plaintiff’s and defendants’ trademarks, soMINEX and SOMNIFAC are generic 
terms, both based on the Latin “somnus” meaning sleep, and since the products of the parties 
are sleeping pills, any name containing a part or all of the Latin root could not be criticized, 
however, defendants’ course of conduct in the manufacture and sale of its product goes 
beyond the purview of fair competition. 


Plaintiff failed to establish that defendants’ GeTRIN unfairly competes with plaintiff's 
GERITOL, both for medicines for older people, since the names appear to be descriptive of the 
products sold, others are using similar names, and there is not a sufficient showing that 
defendants in manufacturing and selling this product did so with the intention of confusing 
the public. 188 


Even a descriptive term may achieve secondary meaning in public mind. 503 


Motion for summary judgment denied. AQUA cooL may not be descriptive of a baby 
pacifier, but merely indicative of the reason it functions successfully. 646 


“Diagonal zipper” being truthful description of defendant’s article, warranted finding of 
non-infringement of plaintiff's mark KAT-E-KORNER ZIPPER. 745 


CREDIT BUREAU and MIAMI are descriptive and therefore, are incapable of being a trade- 
mark, however, this limitation is not applicable to trade names. 931 


500.20 Dilution 


Defendant proved long prior use of mark york for furnace and heating products and 
Court found plaintiff's use of yorK on furnace and heating products falsely designated the 
origin of plaintiff's products, diluted the distinctive quality of defendant’s name and mark 
and was likely to cause customers to assume that plaintiff’s products were products of 
defendant. 1226 


500.22 Dress of Goods 


When all or a number of elements are so combined by the imitator that the casual in- 
tending purchaser is likely to be deceived and led to believe the goods of defendant are 
those of plaintiff, it is within the province of equity to interfere. 188 


Court denied plaintiff a preliminary injunction because of its failure to show irreparable 
harm would result from defendants’ acts. It held that allegation of alleged copying of 
plaintiff’s mark MAGIC MARKER, the style, dress, container, and packing of its marking device 
by defendants in connection with the use of pRI MARK constituted a good cause of action in 
field of unfair competition. However, the court found substantial differences in the dress of 
defendants’ product and the mere copying of functional features, in the absence of fraudulent 
intent, was not unlawful. 343 


The court found that defendant’s product for a stomach assuagement sold under the 
mark PEPSAMAR was bottled and labeled dissimilar from plaintiff's product for minor stomach 
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disorders sold under the mark PEpro-BIsMOL. The court held plaintiff was not entitled to 
relief because of the alleged copying of “pink” for the color of defendant’s liquid medicine. 349 

Trademark ALLWHITE does not infringe upon trademark sANI-WHITE, both for shoe polish. 
The wrappers of the plaintiff and defendant looked at as a whole increases the dissimilarity 
between the marks. 356 

The design of a product may be protected under the laws of unfair competition only if 
the design has acquired secondary meaning and purchasers are influenced to buy the product 
because of this identification. 487 

It is difficult to acquire secondary meaning in an article of commerce within a period 
of a few short months. 495 

One who seeks to enjoin the reproduction of what is in the public domain must affirma- 
tively show that copied features were the reason for the confusion; it is not enough that 
perhaps they may have contributed. 498 

The Court found plaintiff’s triangular or heart shape and orange color combination used 
for its DEXEDRINE tablets and a similar shape and blue-green color for its pDEXAMyYL tablets 
had acquired a secondary meaning in the drug industry and held defendant’s deliberate imi- 
tation of plaintiff's products in shapes, colors and dosages constituted unfair competition. 
Defendant wilfully suggested that retail druggist substitute his products for plaintiff's trade- 
marked products DEXEDRINE, DEXAMYL, ESKABARB, TELDRIN, EDRISAL, TROPHITE, TROPH-IRON. 958 

The Court held that where there is a complete appropriation of packaging and marking 
and product, neither palming off nor secondary meaning need be proved. Since production 
and sale of defendant’s pencil in a dress indistinguishable from plaintiff’s constituted a real 
threat to plaintiff's business; in addition to an injunction pendente lite against packaging 
and marking similar to plaintiff’s, defendant was required to eliminate the distinctive features 
of plaintiff's pencil or else mark each pencil “Not a Listo Pencil” in letters three-sixteenths 
of an inch high of a color contrasting with that of the background. 1237 


500.22a Functional Features 


The fact that a trademark cannot be the article itself applies to both common law and 

registered trademarks. 1071 
500.22b Ornamental Features 

The shape of bottles which contain dry air deodorants for perfuming the air is non- 


essential and performs no part in the intended function of the goods, however, the pine tree 
shape is descriptive. 1071 


500.22c Packages and Configurations 


Mere imitation of merchandise unprotected by patent or trademark is not unfair com- 
petition, but additionally copying package with distinctive window, line drawing and some 
of language characterizing plaintiff's package, constituted unfair competition. 745 

Since plaintiff's tree device was not registrable as a trademark, a fortiori, a picture of 
plaintiff’s tree device used on display cards should not have been registered. 1071 


500.23 Expired Patents 

Where patent rights have expired to protect the form in which the product was mer- 
chandised would be to prolong the monopoly for which the patent was granted. 487 

It is necessary to prove secondary meaning and likelihood of confusion to establish 
exclusive rights to name for character on television where the defendant’s character does 
not imitate plaintiff's character and where there is no palming off by the defendant. 

The circumstance that, contrary to the advertising by defendant of its full title, THe LAW 
OF THE PLAINSMAN, several publications abbreviated the title to THE PLAINSMAN, as a matter 
of journalistic shorthand, does not establish, at least for the purpose of this motion, that 





110 ANNUAL INDEX, 1960 Vol. 50 TMR 


the viewing public has been, or will be, misled into believing that it is the plaintiff’s program 
and the plaintiff’s character (THE PLAINSMAN) that is to be presented. 503 


500.24 False Designation of Origin 


The law of Minnesota condemns deceit whereby one’s patronage is directed from him to 
the wrongdoer “by the latter’s palming off his goods as those of the former, or as it is 
sometimes said, by pirating or filching the other’s trade. * * * Conversely, where there is 
no deceit there is no unfair competition, as where the defendant sells his goods as his own 
and not as those of the plaintiff.” 490 


Defendant’s allegation in its counterclaim that plaintiff sold its drug TRICOFURON under 
the name of a nonexistent entity, “Eaton Laboratories, Norwich, N. Y.” was held to state 
a violation under Section 43 (a) as this would be a false designation of geographical origin 
and, further, if to the consumer there is a difference between production of drugs in a 
laboratory and an ordinary manufacturing establishment, there might be a false description 
or representation in that regard. Defendant should be permitted to present its proof at trial. 
Although specific proof is necessary to recover damages, all that is necessary for injunctive 
relief is proof of likelihood of injury. 755 


Defendant proved long prior use of mark yorK for furnace and heating products and 
Court found plaintiff's use of yorK on furnace and heating products falsely designated the 
origin of plaintiff's products, diluted the distinctive quality of defendant’s name and mark 
and was likely to cause customers to assume that plaintiff's products were products of 
defendant. 1226 


500.26 Geographic Terms 
500.26b Geographic 


CREDIT BUREAU and MIAMI are descriptive and geographical and, therefore, are incapable 
of being a trademark, however, this limitation is not applicable to trade names. 931 


500.28 Laudatory Marks 


TRIUMPH is a so-called weak mark which has been used many times to identify many 
types of products and services. 949 


500.32 Names 
500.32a In General 


The Court found that fame of plaintiff's use of PUMP room had not pervaded San Fer- 
nando Valley area prior to 1951 and that defendants’ fame, based on use in that area since 
1945, had not extended beyond the San Fernando Valley; and held on plaintiff’s complaint 
defendants shall be enjoined from using PUMP ROOM beyond a radius of four miles from 13003 
Ventura Boulevard, Los Angeles County, on defendants’ counterclaim plaintiff shall be 
enjoined from using name PUMP ROOM within a four-mile radius from 13003 Ventura Boulevard. 

1123 


500.32b Corporate and Trade Names 


Ample authority justifies barring use of one’s own name as part of a pattern or scheme 
to deceive. 426 


Even absent competition between the parties, one cannot adopt the name of another 
which may lead to confusing the purchasing public. 508 


Finding ample support for lower court’s holding that METROPOLITAN identified plaintiff 
insurance company, court affirmed issuance of injunction enjoining use of METROPOLITAN by 
defendant insurance company. Fact that METROPOLITAN might be weak mark used by others 
held not relevant where controlling question is likelihood of confusion and protection of 
public interest. 589 
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The Court in affirming lower courts denial of injunction to plaintiff Yale University 
against defendant’s use in a nearby city of YALE in YALE MOTOR INN, held that whether a 
corporate name is so similar as to be likely to deceive or produce confusion is a question 
of fact. The confusion of which a court takes cognizance must be something more than 
the result of carelessness or ignorance upon the part of the uninformed. 646 


Action for unfair competition. Complaint dismissed. Plaintiff had done business under 
name MANHASSET REALTY since 1946. Defendant MANHASSET REAL ESTATE, INC. was formed 
in 1951. Both agreed that new salesmen had to be informed that there were two different 
real estate firms with the word MANHASSET. Also the New York Times had billed certain 
of defendant’s ads to plaintiff when defendant first began. The court held the plaintiff had 
failed to show that he had lost or that there was a reasonable likelihood that he would lose 
business or that there was proof of confusion, deliberate misrepresentation or deceit, palming 
off or attempt to capitalize upon the reputation or good will of plaintiff. Nor did plaintiff’s 
evidence, confined to testimony of other realtors, show that the name MANHASSET REALTY, 
composed of a geographic word, had acquired secondary meaning. 646 


A corporation can acquire a fictitious or trade name, particularly where it has secondary 
meaning. 931 


The ownership of a trade name is a property right, and especially so where the trade 
name embodies the distinctive part of the owner’s corporate name. 1110 


The Court held that INDUSTRIAL SPRING STEEL, INC., a trade name of company formed 


by former employee of plaintiff, did not constitute unfair competition with plaintiff's trade 
name SPRING STEELS, INC. 1125 


The Court denied relief to plaintiff THE GUARDIAN LIFE INSURANCE COMPANY OF AMERICA 
against use of word GUARDIAN by defendant GUARDIAN NATIONAL LIFE INSURANCE COMPANY 
holding in part: 


1, The provisions of Louisiana Business Corporation Law and the Insurance Code pro- 
hibiting adoption of “deceptively similar” corporate names and the “unwritten” law of unfair 
competition did not confirm in the owner of corporate names an absolute property right for 
an arbitrary period of time. 


2. While finding of Louisiana official charged with determining whether a corporate name 
is deceptively similar with previously recorded corporate name is not conclusive, it is entitled 
to great weight. Here, determination was supported by use of GUARDIAN by other insurance 
companies in the United States, one of whom predated plaintiff’s use of word GUARDIAN. 


3. The fact that other insurance companies in other sections of the country use GUARDIAN 
in their corporate name does not determine whether corporate names involved in suit were 
deceptively similar because determination must be based on activities of parties in area where 
they both operate. 


4. Defendant deals exclusively in so-called mortgage insurance. Plaintiff does not deal 
in mortgage insurance or in industrial life policies. Although there is no competition between 
the parties, it does not mean there is no likelihood of confusion. But lack of competition 
may be considered in making that determination. 


5. In theory, finding that defendant’s corporate name was not “deceptively similar” 
to plaintiff's within meaning of Louisiana corporate name statutes did not prejudice question 
of whether defendant’s use of name violated law of unfair competition. However, since the 
test is the same, the Court held the issue of unfair competition was foreclosed by the finding. 1233 


500.32c Personal Names 


Plaintiff's proprietors of two Miami Beach wo ries restaurants, are entitled to an in- 
junction against defendant’s use of the name Wolfies on their restaurant in Brooklyn where 
defendant adopted the name with knowledge of the use of it by plaintiffs. 1249 
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500.37 Secondary Meaning Marks (Sec. 2(f£)) 


The Court found plaintiff’s triangular or heart shape and orange color combination used 
for its DEXEDRINE tablets and a similar shape and blue-green color for its DEXAMYL tablets had 
acquired a secondary meaning in the drug industry and held defendant’s deliberate imitation 
of plaintiff’s products in shapes, colors and dosages constituted unfair competition. Defendant 
wilfully suggested that retail druggist substitute his products for plaintiff’s trademarked products 
DEXEDRINE, DEXAMYL, ESKABARB, TELDRIN, EDRISAL, TROPHITE, TROPH-IRON. 958 


Secondary meaning could scarcely have been acquired at the time of filing the application 
for registration where the device was first used in the month preceding the filing date and 
where no evidence of secondary meaning was submitted to the Examiner. 


The physical appearance of goods or products may not be copied or imitated, if the copied 
or imitated feature is non-functional, has acquired a secondary meaning, and if the copy or 
imitation is likely to cause confusion in trade. 1071 


Where a trademark has acquired secondary meaning and is a “strong” trademark, the 
use of a geographic designation with the same mark does not avoid infringement. 1219 


500.39 Similarity of Goods 


Where a “strong” trademark is involved use of the mark on toilet goods, cosmetics, etc. 
will be impaired by use of a similar mark on apron hoops, plastic bags, sweater bags, etc. 1219 


500.45 Trade Secrets 
Order of the Special Term granting defendant’s motion to dismiss complaint was reversed. 


The court held complaint on its face was good which alleged that defendant “disclosed 
or caused to be disclosed to strangers and to persons other than the plaintiff * * * the formulae 
and process” described in the contract “in such manner as to destroy the secrecy regarding 
such formulae and process” to the injury of plaintiff’s property right in such formulae and 
processes. 521 


Appeal from Michigan Circuit Court from Judgment dismissing complaint—Affirmed. 


Plaintiff sought to enjoin his former associate in the plating business from disclosing 
to competitors a claimed secret process. The court held the proof failed to establish the 
plating method of sufficient newness or originality to represent a secret process or trade 
secret. All the plating processes employed were well-known to the industry. There was no 
showing of length or expensive research. There was no novel result achieved and the process 
had been disclosed to others. 763 


On appeal by plaintiff, decree dismissing complaint was affirmed. 


Although customer lists based on highly confidential information may be held a “trade 
secret” entitled to protection, the Court found that the “customer list” used by former em- 
ployee of plaintiff had been prepared over years of past employment in the field and infor- 
mation obtained from trade journals and telephone directories; thus could not be considered 
a confidential “customer list.” Nor was the fact that new company (which employed former 
employee of plaintiff) had acquired some of plaintiff’s former customers contrary to law. The 
Court held the record did not reveal that defendants had violated any property right of 
plaintiff. 1125 


500.46 Trademark Use 


500.46a In General 


The Court held plaintiff's trademarks were infringed where defendant’s advertising em- 
phasized the similarities in appearance and dosage between his products and corresponding 
trademarked products of plaintiff and listed plaintiff's trademarked products in conjunction 
with his imitation products. 958 
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Where defendant purchased plaintiff's towels and used them in manufacture of handbags, 
Court held, on plaintiff's motion for preliminary injunction, that although it did not have 
power to enjoin defendant from removing plaintiff's copyright notice from towels, defendant 
was enjoined from using plaintiff's towels bearing trademarks veRA and design of Scarab or 
Ladybug unless defendant sewed a label into handbags stating that “The design on the cover 
of this handbag is the copyrighted design of Scarves by Vera, Inc. which is in no way con- 
nected with American Handbags, Inc., manufacturer of this handbag.” 1123 


Plaintiffs owned trademarks covering various titles and characters appearing in its comic 
books. Defendant sold plaintiffs’ comics without covers. On motion for preliminary injunction 
against defendant for trademark infringement and unfair competition, the Court held plaintiffs’ 
trademarks did not prevent the sale by defendant of plaintiffs’ comics originally published 
bearing plaintiffs’ trademarks either with or without covers. 1124 


500.46c Date of Use 


A trademark owner does not forfeit his rights as first user merely because he makes 
some changes in the appearance of his package. 1207 


500.5 Scope or RELIEF 


On finding of infringement court grants injunction, cancellation of state trademark reg- 
istration, accounting of defendant’s profits, and reasonable attorneys’ fees to plaintiff. 1067 


500.51 In General 


Case remanded, with direction to enter judgment for plaintiff, enjoining simulation by 
defendant of plaintiff’s package, awarding costs to plaintiff and granting such other or further 
relief as is not inconsistent with the opinion. 746 


500.52 Accounting 


Infringer is not permitted to set off losses in bad years against profits in good years on 
accounting. 


The accounting period should be co-extensive with the period of infringement. Neither 
advice of counsel nor a lower court judgment that was subsequently reversed relieves an in- 
fringer from the necessity of accounting when his original intent was deliberate and fraudulent. 
Accounting properly covered the years subsequent to allegations in pleading when infringer 
persisted in the face of formal demands. 

The “sales-ratio” method, applying to joint expense of infringing and non-infringing goods 
the ratio of receipts from the sale of infringing goods to the total receipts, is proper where 
a more exact basis of apportionment is not available from the infringer’s records. District 
Court’s compromise adjustment of figures to allow for higher administrative and manufacturing 
costs of infringing products as compared with non-infringing products was not clearly erroneous. 

Burden is upon infringer to prove that sales were demonstrably not attributable to the 
infringing mark; appellant signally failed to meet this burden. 

Fees and costs paid to attorneys in defending infringement claim are not proper deduc- 
tions on accounting. 

Income taxes paid by infringer are not proper deductions on accounting in absence of 
mitigating circumstances (which do not appear here). 

Compensation to partners for services rendered to infringing firm are not proper deduc- 
tions on accounting. 48 

Accounting for trademark infringement covers entire period of infringement and, as in 
case of patent infringement, losses are not properly set off as against profits for the period 
covered. 
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Where infringement was not innocent in its inception, but was deliberate and fraudulent, 
accounting period does not terminate on advice of counsel that there was no infringement 
nor because of lower court’s judgment in favor of infringer which was reversed. 

Accounting period is co-extensive with period of infringement and infringer bears burden 
of establishing that infringement changed in character to justify relief from accounting. 

Where records kept by infringer were not an accurate apportionment between infringing 
and non-infringing goods, “sales-ratio” method of accounting is proper. 

Burden is upon infringer to prove that costs are deductible from profits and that sales 
were “demonstrably not attributable” to infringing mark. 

In an accounting proceeding for trademark infringement, fees and costs paid to infringer’s 
attorneys, income taxes (in absence of mitigating circumstances), and compensations to part- 
ners for services rendered were held not proper deductions from profits. 419 


500.53 Attorney’s Fees 


Allowance for counsel fees was proper in light of judicial determination that infringe- 
ment was deliberate and fraudulent. 48 
Where trademark infringement was found deliberate and fraudulent, it was held allowance 
for attorney’s fees was proper. 419 


500.57 Damages 


Under 15 U.S.C. 1117, the court in formulating the award has as much discretion as to 
defendant’s profits as it has of plaintiff's damages, except that no precise ceiling is stated 
of the amount of defendant’s profits included in the award. In view of the deliberate fraudulent 
nature of the infringement, it is no abuse of discretion to treble the defendant’s profits meas- 
ured by plaintiff's minimum royalty rate. Profits wrongfully made by injury to plaintiff's 
property rights in a trademark may be taken as one measure of plaintiff's actual damages. 43 


In cases involving likelihood of customer confusion, absence palming off, deceit or sub- 
stitution in fact, equities require no more than the award of actual damages. 361 


Tenth circuit has adopted theory of damages in trademark infringement cases that recovery 
is based on equitable principle of unjust enrichment not provable damages. In its discretion, 
court may not award profits of infringer in unusual circumstances where the owner has 
abandoned the trade territory where the profits were realized and has shown no disposition 
to enter field. 477 

Trial court more appropriately shall pass on question of damages, profits and form of 
judgment. 746 

Where the evidence failed to show the extent of actual damage suffered by plaintiff and 
it was uncertain and speculative as to the profit which accrued to defendant the Court held 
in lieu of an accounting plaintiff was entitled to $6,250 as a fair approximation of defendant's 
profits. 958 


The Court granted defendant’s counterclaim and enjoined plaintiff’s use of name YorRK 
for furnaces and heating products and, although Court found defendant’s damage and loss of 
profits was incapable by its nature of exact ascertainment, awarded defendant damages of 
$2,280,000 as a reasonable estimate of damages. 1226 


500.58 Injunction 


Motion to dissolve an injunction which prohibited use of trademark suUN-MAID was denied 
In 1915 action was instituted by owner of the mark sUN-KIST against use of SUN-MAID. This 
action was settled by agreement between parties limiting the mark sUN-MAID to raisin and 
raisin products. In 1929, action was instituted claiming sUN-MAID violated agreement. This 
action culminated in injunction sought to be dissolved. In 1950 all rights, title and interest 
in SUN-KIST were sold to a third party. The court held the assignment of the trademark did 
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not in and of itself cause all rights under the agreement or injunction to vanish and that 
those rights remained either in original owner of mark sUN-KIST, the assignee or both. The 


lower court’s denial of the motion to dissolve the injunction upon this sole ground was proper. 
276 


Defendant is enjoined from using his name RAPPAPORT or RAPPY’S or any contraction thereof 
in any business similar to that (dry cleaning) operated by plaintiff and purchased by the 
latter from defendant’s father with valuable good will, within the area of operation (i.e. the 
city of Yonkers). 426 

Injunction granted where plaintiff had used the name BENNETTS for over fifty years in 


its retail business and defendants recently began to operate a large retail establishment 
where sales are made by tenant vendors who collectively advertise as BENNETTS. 508 


Plaintiffs were entitled to an injunction restraining defendant from palming off as PRY 
any solvent which did not contain the control mixture even though a license contract between 
the parties might not have been terminated. 605 


Where plaintiff's trade name HUNT had acquired secondary meaning and defendant’s con- 
duct has caused dilution of the distinctive quality of plaintiff's trade name, defendant would 
be required to differentiate the defendant’s business from the plaintiff's business, but the 
present case is not one which requires an absolute prohibition of defendant’s use of his own 
name. Defendant was enjoined from using the words “Worcester Branch” in connection with 
his place of business since these words were contrary to the facts and were employed with 
deliberate intent to mislead and deceive the public. 612 


The Court found that fame of plaintiff's use of PUMP room had not pervaded San Fer- 
nando Valley area prior to 1951 and that defendants’ fame, based on use in that area since 
1945, had not extended beyond the San Fernando Valley; and held on plaintiff's complaint 
defendants shall be enjoined from using PUMP ROOM beyond a radius of four miles from 13003 
Ventura Boulevard, Los Angeles County, on defendants’ counterclaim plaintiff shall be en- 


joined from using name PUMP ROOM within a four-mile radius from 13003 Ventura Boulevard. 
1123 


The Court granted defendant’s counterclaim and enjoined plaintiff's use of name yorK 
for furnaces and heating products and, although Court found defendant’s damage and loss of 
profits was incapable by its nature of exact ascertainment, awarded defendant damages of 
$2,280,000 as a reasonable estimate of damages. 1226 


500.58a Preliminary Injunction 
The grant or denial of a preliminary injunction rests in the sound discretion of the court 
upon consideration of all the facts and circumstances. 174 
Temporary injunction granted restraining defendant from using the title GoopIEs BUT OLDIES 
and VOLUME No. 2 on records where plaintiff had previously sold records under the title oLpIEs 
BUT GOODIES and defendant never had sold a prior volume. 191 
The court held plaintiff in a preliminary injunction motion must at least show reasonable 
probability of success in its main action and that irreparable damage will result from a denial 
of the motion. In denying plaintiff's motion the court considered as significant factors, the 
difference in the display of the trade names on the covers of the packages, the difference in 
the packaging and the wide difference in price between the goods of the parties. 343 
The Court found that purchasers would not be deceived into confusing the goods of the 
parties and held plaintiff was not entitled to an injunction. The fact that defendant, prior 
to the action, had discontinued the use of an alleged infringing design had no bearing on the 
Court’s decision because an injunction can issue despite discontinued use of an infringing mark 
or unfairly competitive symbol. 354 
The court found defendant’s use in an advertisement of the words “Consumer Reports” 
would tend to give readers familiar with plaintiff's magazine CONSUMER REPORTS the impres- 
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sion that plaintiff had tested or endorsed defendant’s products and held plaintiff entitled to a 
preliminary injunction regardless of defendant’s assurances that they would not in the future 
publish the same advertisement. 520 


Court refuses preliminary injunction where equities are balanced (respondent would be 
required to terminate lease, discharge employees). 521 


The granting or withholding of an interlocutory injunction rests in the sound judicial 
discretion of the court of original jurisdiction. 936 


The Court granted plaintiffs Girl Scouts and Boy Scouts motion for summary judgment 
holding plaintiffs entitled to permanent injunction against defendant’s use of SAFETY SCOUTS, 
SAFETY SCOUT MASTER, SCOUT, SCOUTS or SCOUTING. The Court considered plaintiffs’ proof of 
long prior use of numerous terms including the word scout such as GIRL SCOUT, BOY SCOUT, 
TENDERFOOT SCOUT etc., plaintiffs’ safety programs, and the Federal Acts incorporating each 
plaintiff which granted each exclusive rights to have and to use all emblems and badges, 
descriptive designating marks, and words or phrases used by them. 938 


Defendant enjoined from selling sunglasses bearing plaintiff's trademark POLAROID unless 
a full disclosure is made including the fact that defendant’s sunglasses were made by defendant 
by cutting out lenses from plaintiff's goggle filters made for the U. S. Government during 
World War II and later sold as surplus. 954 


Where defendant purchased plaintiff's towels and used them in manufacture of handbags, 
Court held, on plaintiff’s motion for preliminary injunction, that although it did not have 
power to enjoin defendant from removing plaintiff's copyright notice from towels, defendant 
was enjoined from using plaintiff’s towels bearing trademarks vERA and design of Scarab or 
Ladybug unless defendant sewed a label into handbags stating that “The design on the cover 
of this handbag is the copyrighted design of Scarves by Vera, Inc. which is in no way 
connected with American Handbags, Inc., manufacturer of this handbag.” 1123 


In denying plaintiff's motion for preliminary injunction against defendant’s sale of plaintiff's 
comics without covers, the Court held that even if it was convinced that defendant was com- 
peting unfairly with plaintiff its inquiry could not end there. The Court must balance the 
equities between the parties and consider the public interest before exercising its discretion 
in granting or withholding the injunction. 1124 


Court granted plaintiff an injunction pendente lite where defendant’s marketing of its 
pencils and leads was a barefaced attempt to appropriate plaintiff's good will. 1237 


500.58b Permanent Injunction 
The Court granted a broad injunction where defendant was found to have deliberately 
encouraged the substitution of his products for those of plaintiff. 958 
Plaintiffs, proprietors of two Miami Beach wo LFiEs restaurants, are entitled to an in- 
junction against defendant’s use of the name woLrFiEs on their restaurant in Brooklyn where 
defendant adopted the name with knowledge of the use of it by plaintiffs. 1249 


500.6 JURISDICTION 


The federal courts have jurisdiction under Section 43 (a) of the Lanham Act to entertain 
an action for unfair competition within the terms of the statute, in the absence of diversity 
of citizenship or joinder with a related claim under the patent, copyright or trademark laws. 
Motion to dismiss action for unfair competition, framed in the language of Section 43 (a) of 
the Lanham Act, for lack of jurisdiction is denied. 275 

Where jurisdiction in an unfair competition case is based upon diversity of citizenship 
the Federal Court will apply the state law in determining the rights of the parties. 498 


The Trademark Act does not confer on Federal courts jurisdiction over “naked” claims 
for unfair competition, or over claims for infringement of unregistered marks. 
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When allegation as to amount in controversy is challenged, issue must be adjudicated 
as one of jurisdictional fact and burden is on party alleging jurisdictional amount to establish 
it by preponderance of evidence. 

In action for trademark infringement and unfair competition, plaintiff whose rights and 
good will are threatened with total destruction by alleged wrongful acts must show that total 
value of entire right equals or exceeds the jurisdictional minimum, but plaintiff whose right 
and good will are threatened only with some injury and damage must show that the monetary 
value of the damage or injury sustained or threatened equals or exceeds the jurisdictional 
minimum. 595 

Action for unfair competition is a common-law cause of action which may be joined with 
a related claim under the trademark laws, if resting upon substantially identical facts, but 
action for infringement of a common-law trademark is not one arising under any Act of 
Congress relating to trademarks within meaning of 28 U.S.C.A. 1338(a). 

In federal courts jurisdiction must be affirmatively shown and appellate court must satisfy 
itself not only of its own jurisdiction but also of that of the District Court. 934 

To support jurisdiction under the Lanham Act it is not necessary to show sales by 
defendant in interstate commerce, but only to establish that defendant’s use will substantially 
affect plaintiff’s interstate business or exercise a marked economic effect on interstate com- 
merce or interfere with the free flow thereof. 1067 

A suit for cancellation of Federal registration cannot be independently maintained in 
District Court under Lanham Act without some other basis of jurisdiction. 

Sections 14 and 21 of Lanham Act would seem to require that remedy be sought ad- 
ministratively in Patent Office. Under certain circumstances administrative remedies and 
District Court remedies under Sections 14 and 37 are concurrent (see Simmonds Aerocessories 
v. Elastic Stop Nut Corp., 48 TMR 1469). However, where there is no other basis for 
jurisdiction, an original suit may not be maintained in District Court. 1242 


500.7 PLEADING AND PRACTICE 


Order of the Special Term granting defendant’s motion to dismiss complaint was reversed. 
The court held complaint on its face was good which alleged that defendant “disclosed 
or caused to be disclosed to strangers and to persons other than the plaintiff * * * the formulae 
and process” described in the contract “in such manner as to destroy the secrecy regarding 
such formulae and process” to the injury of plaintiff's property right in such formulae and 
processes. 521 


500.73 Motions 


Motion under Rule 42(b) F.R.C.P. by defendants for a separate trial on the laches issue 
was granted where from the pleadings and affidavits it appears that a decision in favor of 
defendants on the laches issue would dispose of all issues of the case, with the possible 
exception of unfair competition issues. 163 

Although motion for preliminary injunction was denied due to laches, doubt of plaintiff's 
success at trial and plaintiff's failure to show defendant’s inability to respond in damages, 
preference for an early trial was granted. 174 

Defendants’ motion to vacate plaintiff’s notice to take deposition of defendants by oral 
examination in a suit for trademark infringement, false marking under the Patent and Trade- 
mark Acts, and unfair competition, where motion was based upon possible self incrimination 
under the Patent Act, was granted as to the individual defendants in connection with the 
patent cause of action, but was denied with respect to the trademark and unfair competition 
causes of action, and was denied with respect to the corporate defendant. 180 


Motion to dissolve an injunction which prohibited use of trademark suN MAID was denied. 
In 1915 action was instituted by owner of the mark sUN-KIST against use of SUN-MAID. This 
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action was settled by agreement between parties limiting the mark sUN-MAID to raisin and 
raisin products. In 1929, action was instituted claiming sUN-MAID violated agreement. This 
action culminated in injunction sought to be dissolved. In 1950 all rights, title and interest 
in SUN-KIST were sold to a third party. The court held the assignment of the trademark did 
not in and of itself cause all rights under the agreement or injunction to vanish and that 
those rights remained either in original owner of mark SUN-KIST, the assignee or both. The 
lower court’s denial of the motion to dissolve the injunction upon this sole ground was proper. 

276 


The Court granted plaintiffs Girl Scouts and Boy Scouts motion for summary judgment 
holding plaintiffs entitled to permanent injunction against defendant’s use of SAFETY SCOUTs, 
SAFETY SCOUT MASTER, SCOUT, SCOUTS or SCOUTING. The Court considered plaintiffs’ proof of 
long prior use of numerous terms including the word scouT such as GIRL SCOUT, BOY SCOUT, 
TENDERFOOT SCOUT etc., plaintiffs’ safety programs, and the Federal Acts incorporating each 
plaintiff which granted each exclusive rights to have and to use all emblems and badges, 
descriptive or designating marks, and words or phrases used by them. 938 


Defendant’s motion for summary judgment, based upon dismissal of a prior action, denied. 
The prior action had been brought in the New York Supreme Court under §964 of the 
New York Penal Law which makes it a misdemeanor to use any designation “with intent 
to deceive or mislead the public’, for purposes of trade. The court found that proceedings 
under §964 are summary in nature and that relief will be denied if there is a factual issue 
as to the alleged intent to deceive. Observing that the present unfair competition action differs 
materially from the proceeding under §964, the court held that the law of res judicata is 
inapplicable. 1270 


500.74 Evidence Article: 529 


Defendant, denying sale under plaintiff's mark offered no records. The Trial Judge stated 
defendant’s testimony was not worthy of belief. Burden of going forward to refute plaintiff's 
estimate of damages passed to the defendant. Defendant’s failure to produce most satisfactory 
evidence of sales or their absence leaves his cause exposed to indirect methods of proof. 
Where defendant controls the best evidence of sales plaintiff need only establish basis for a 
reasoned conclusion as to extent of injury of deliberate and wrongful infringement. It is 
not unreasonable to infer that counterfeit tags procured by defendant but not found in his 
possession were put to intended use. Defendant failed to rebut evidence of number of tags 
used, of number of yards of fabric per tag, or of minimum royalty received by plaintiff on 
which damages were estimated. Whatever risk of uncertainty may attach to such estimate 
must be borne by the infringer. 43 

The court did not consider evidence of actual confusion controlling because the testimony 
of 13 deposition witnesses and misdirected mail introduced at the trial did not show confusion 
but carelessness and inattention on the part of purchasers and held the test remains likelihood 
of confusion as determined by the court. 80 


The proper test to be applied in unfair competition suit is whether the public is likely to 
be confused, not a side by side comparison test. 188 

In an action based on unfair competition the appellate court held (footnote 5) that it was 
virtually in the same position as the trial judge to evaluate documentary evidence. 349 

That each action by defendant is explicable as coincidence and innocent motive does not 
render evidence as a whole devoid of probative value. 

Court order of dismissal and Patent Office Joint Motion to Dissolve Interference can 
be admissions against interest and are admissible as such without additional portions of court 
record. 477 

Use of almost all defendants’ advertising budget to purchase small ad in national magazine 
extensively used by plaintiff justifies conclusion that this action was intended to divert plaintiff's 
customers. 477 
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Defendant may sell refills to be used in plaintiff’s mops, and may so state on their wrappers. 
498 


Conduct or utterances may be admitted without violating the hearsay as circumstantial 
evidence of the speaker’s state of mind where his state of mind is relevant, and statements 
asserting one’s present state of mind are admissible under the “State of Mind Exception” to 
the hearsay rule when made under non-suspicious circumstances. 521 


Where there is likelihood of confusion or deception it is unnecessary to prove that pur- 
chasers have actually been confused. Facts supporting suit for infringement of trademark 
are substantially the same as for unfair competition. 


In face of deliberate simulation by defendant of plaintiff's package, almost certain to 
confuse purchaser as to source of goods, trial court’s conclusion that defendant had not 
engaged in unfair competition is reversed as contrary to the evidence and based upon a 
misconception of applicable law. 745 


500.74a In General 


Evidence established beyond any doubt deliberate, wilful copying by defendant of plain- 
tiff’s tree product with fraudulent intent. 1071 


Where there were not more than one hundred instances of missent letters over a period 
of years, which was an insignificant fraction of the mail received by the parties, and where 
there were no products manufactured or sold competitively by the parties, held no likelihood 
of confusion. 1102 


Objective evidence of conscious imitation, consisting of a catalogue of the similar features 
of the two products, plus subjective evidence of the activities of the defendant in selecting 
its mark, held to demonstrate some intentional imitation. 


Evidence of actual confusion between the two products held to demonstrate confusing 
similarity between the two marks. 1207 


Defendant’s alleged reasons for their adoption of the name WOLFIEs are not convincing, 
and the evidence which indicates that the mark was adopted for the purpose of deceiving the 
public is such that plaintiffs are entitled to an injunction. 1249 


500.74b Surveys Article: 529 


The court held plaintiff’s public opinion survey indicated no more than the popularity 
of plaintiff's product PEPTO-BISMOL and was ineffectual in proving secondary meaning. 349 


Plaintiffs conducted a house-to-house survey where each person questioned was shown 
defendant’s T-shirt with a SAFETY scouT emblem. A large percentage of persons interviewed 
associated the SAFETY scouT emblem with either plaintiff Girl Scouts or plaintiff Boy Scouts. 
The Court in considering the survey evidence held that surveys are admissible to show as a 
fact the reaction of the ordinary householder to a given set of facts. 938 


500.75 Declaratory Judgment Suits 


Where declaratory judgment sought to vindicate plaintiff's common law right inhering 
in its trade name and to declare defendant’s Federal registration invalid, Court held a 
justiciable controversy was absent since defendant had never threatened plaintiff, directly or 
indirectly, or in any manner with litigation. Patent Office Interference proceedings pending 
between the parties was held not to satisfy the requisites of a justiciable controversy (foot- 
note 1). 1242 


500.76 Defenses 


Even clear-cut infringement of a registered mark, if it is permitted to continue for a 
long period of time, may be immune from an injunction because the mark has become generic 
or abandoned, or due to acquiescence which creates a presumptive public awareness that a 
particular commodity is sold by two or more persons under similar or identical trademarks. 163 
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Plaintiff’s acquiescence for several years in defendant’s use of the word TONICREAM on 
women’s hair lotion barred plaintiff from a preliminary injunction in trademark infringement 
suit. 174 


The claim of “innocence,” even if credited, cannot save defendants who have appro- 
priated part of plaintiff's trade name where defendants were warned in time within which 
to make the necessary changes. 508 


That METROPOLITAN is or may be a weak mark used by others is no defense in action 
for injunctive relief where controlling question is likelihood of confusion and protection of 
public interest. Defendant’s use of METROPOLITAN enjoined. 589 


That plaintiff’s mark was used on plastic rather than paper garment bags recited in 
registration does not render mark invalid by non-use and abandonment. 745 


500.76c Laches and Acquiescence 


Laches may create an estoppel when a long period of delay in asserting one’s rights is 
accompanied by factors which would render it unconscionable to permit the claim of right 
to be asserted. 163 

While laches may not be sufficient to bar a permanent injunction, it may well be a bar 
to preliminary relief. 174 

It would be inequitable to require defendant to yield its trade name, which it used for 
eleven years without protest, and through which it has built up a good will of considerable 
value. 1102 

Defendants alleged plaintiff was “estopped” from asserting its rights in name PUMP 
ROOM because of delay of four years and four months between time plaintiff first asserted 
rights and filed complaint. Defendants, during this time, expended considerable money reno- 
vating their premises. Court held plaintiff did nothing to mislead defendants therefore there 
could not be “an estoppel in pais,” and “an estoppel by laches” did not exist because plaintiff's 
delay was excusable, viz; awaiting results of the Orsatti case. 1123 

The Court found that plaintiff and defendant had, for more than 35 years, businesses 
located in York, Pennsylvania and for 25 years had many hundreds of business dealings 
including purchases of plaintiff’s york furnaces by defendant and held plaintiff was guilty 
of gross, aggravated laches, acquiescence, bad faith and unclean hands in extending in 1958 
the mark york to its own furnaces and heating products with knowledge of defendant’s long 
prior use of yorK on such products. 1226 


500.77 Findings of Fact 


In the absence of other determinative evidence, the decision as to infringement must of 
necessity be based primarily upon a comparison of the marks. A question of law or at best 
a mixed question of law and fact is presented as to which appellate review is not foreclosed 
by the trial court’s finding and Rule 52(A). 583 

Findings must be liberally construed to support a judgment and uncertainties in the findings 
should be resolved in such manner as to uphold, rather than defeat, the judgment. 605 


Plaintiff is not entitled to retrial by court of appeals. Insofar as trial court determined 
issues of fact which were doubtful under the evidence, the determination binds court of 
appeals. Court of appeals may not set aside finding of fact unless there is no substantial 
evidence to sustain it, or unless it is against clear weight of evidence, or induced by an 
erroneous view of the law. 

Whether respective trademarks of the parties are so similar as to be likely to deceive 
purchasers as to origin of merchandise is a question of fact for trial court. Whether trade- 
mark has acquired secondary meaning is question of fact. 

Whether evidence warranted finding of breach of confidential relationship from conduct 
of plaintiff’s employee, attributable to defendant, was for trial court to determine. 
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District court, finding non-infringement, may in its discretion decline to rule on validity 
of plaintiff's mark, but it is not error to rule on this question. 

Trial court was justified in ruling that KAT-E-KORNER was a phonetic spelling or mis- 
spelling of “cater-corner,” therefore descriptive and not subject to appropriation or registration 
as a trademark. 745 


500.9 APPELLATE PROCEDURE 


Commissioner has no authority to exercise supervision over decisions of Trademark Trial 
and Appeal Board. Appeals are taken directly to the Court of Customs and Patent Appeals 
or may be reviewed by Civil Action in District Court. 81 

Appellate court refused to reverse district court’s holding that registered mark was not 
abandoned where registrant used mark for annual promotions and testified that mark was 
presently used by franchisees. 477 

Since jurisdictional question was not raised until after trial court decision on the merits, 
the appellate court allowed thirty days for amendment of pleadings to show jurisdiction. If 
jurisdiction is established appellate decision on merits will follow; if not, case will be 
remanded with directions to dismiss for lack of jurisdiction. 934 

Where the question is one of likelihood of confusion, the Court of Appeals is in as good 
a position to judge such likelihood as was the trial court since the decision must, of necessity, 
be based primarily upon a comparison of the marks. 1207 


600. CONFUSING SIMILARITY 
(Also see Patent Office Section 400) 


600.1 IN GENERAL 


Likelihood of confusion is irrelevant in a trademark case where defendant was an “innocent” 
junior user of the mark and the mark was a “weak” mark. 949 


In determining whether the action of the newcomer is unlawful, the test adopted by 
practically all courts is whether or not the names are so similar as to probably or likely cause 
confusion in the minds of ordinary purchasers, and actual confusion need not be shown. 1110 

In determining trademark infringement, the citation of authorities is not helpful except 
to show general patterns, since each case must be judged on its own facts. 

Any evidence of conscious imitation of first user’s product is important in determining 
whether the second user’s entrance into the market creates possible confusion. 

While a side by side comparison of the two products would enable an attentive observer 
to differentiate them, this is not the test which is applied by the courts. 1207 

The use by third parties of confusingly similar marks may not detract from the value 
of a “strong” trademark but instead may also constitute infringements of the “strong” trade- 
mark. 1219 


600.2 CoNnFUSINGLY SIMILAR MARKS 
(This section is arranged alphabetically by trademarks as far as possible.) 
(Also see Not Confusingly Similar Marks page 122 and Word List pages 28 to 35.) 
Unauthorized use of jirFy would infringe JIFFY BY NEELY registered for similar goods, 
“by Neely” being an insignificant addition. 745 


POSTUREPEDIC and PROPER-PEDIC create similar impact upon the ear and eye and carry 
similar connotations to the brain. 

Although GOLDEN SLEEP and THE GOLDEN FLEECE may upon considered analysis present 
different meanings, the concepts are hazy and when linked to the promoted product, sleep 
equipment, are designed to impress the buyer with the notion of luxury rest. There is con- 
fusing similarity if prospective purchasers are likely to regard the offending designation as 
indicating the source identified by the trademark or trade name. 477 
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Judgment for plaintiff. The court found rocKE (or RocK£) for men’s hosiery likely to be 
confused with jockey for various items of men’s and boys’ clothing including hosiery, holding 
ROCKE (or ROCKE) would rhyme with “Hockey” or “Jockey” particularly where defendant 
used a picture of two mountains on its label which would stimulate the pronunciation of 
R-o-c-k-e as “Rocky” as in “Rocky Mountains”. 520 

The Court held the words saFETy scout when applied to defendant's clothing, merchandise 
and products suggested that these articles were sponsored by the plaintiffs Girl Scouts or 
Boy Scouts. Plaintiffs’ motion for summary judgment was granted. 938 


600.3 Not ConFUSINGLY SIMILAR MARKS 


(This section is arranged alphabetically by trademarks as far as possible.) 
(Also see Confusingly Similar Marks pages 121 to 122 and Word List pages 28 to 35.) 


The basic issue is the likelihood of confusion of the “ordinarily prudent purchaser,” 
taking into account a comparison of the marks and the circumstances of purchase of the 
goods. There is less likelihood of confusion if the marks resemble each other only by inclusion 
of a word which is in the public domain. Considering the various relevant factors in addition 
to the lack of similarity of the marks, ART CREST does not infringe ARTCARVED on wedding, 


engagement and other diamond rings. 583 
FLEXITONE for single color paints does not infringe PLEXTONE for multicolor paints with 
discrete particles. 490 


Levi Strauss brought action claiming infringement of its registered trademark for an 
“arcuate” design stitched on the back pockets of western style overalls and jeans against 
user of a mark similar in general appearance. The Court held standing alone the marks 
might be sufficient to deceive the unwary purchaser, but when viewed in their entirety, the 
marked contrast between the overalls of the parties whereon the designs were stitched was 
not likely to cause confusion. Dismissal of complaint was affirmed. 354 

Although there is a similarity between the trade names POLAROID and POLARAD; the mere 
similarity, absent a resemblance between their products, does not constitute infringement or 
unfair competition. 1102 

Dismissal of opposition affirmed. The Court held sew-Easy for ready-cut dolls’ clothes 
including materials, needles and threads was not likely to be confused with sEWHANDY for 
sewing machines and needles, including juvenile sewing machines. There was no similarity 
between EASY in SEW-EASY and HANDY in SEWHANDY and sEW was held descriptive of the 
goods involved. 992 


UNISTRUT (Plaintiff) for struts. 
POWER-STRUT (Defendant) for struts. 
STRUT being a generic term, lower court’s finding of no infringement affirmed. 1199 


600.4 Crass or Goons 


An argument that article is expensive, and hence bought with care, can be balanced with 
argument that consumer buys infrequently and hence is forced to rely on memory. 477 
TRIUMPH (Plaintiff) for women’s hosiery and stockings. 
TRIUMPH (Defendant) for women’s foundation garments. ? 
Motion for preliminary injunction denied. TRIUMPH is a weak mark and is entitled to 
limited protection. 949 
It is generally recognized where there is such a similarity of names as would probably 
or likely produce confusion that lack of actual competition between the parties is no defense. 1110 
The Court held the test of likelihood of confusion to determine plaintiff’s right to can- 
cellation of defendant’s Federal registration was the same test applied in actions for infringe- 
ment or unfair competition. Applying this test, Court found no likelihood of confusion 
between UNIVERSAL for home sewing machines and UNIVERSAL for rebuilt used sewing machines, 
principally for industrial use. 1242 
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Vol. 50 TMR PART II—DIGEST OF CASES 


700. EFFECT OF REGISTRATION 
700.1 In GENERAL 


One primary objective of registration is the creation of a prima facie presumption of the 
exclusive right to use the mark on goods in all commerce lawfully regulated by Congress, 
however, failure to register does not create an estoppel because of laches as neither statutory 
nor common law requires a trademark user to register his marks. 101 


Registration of trademarks confers nothing more than procedural advantages without 
enlarging registrant’s substantive rights. 490 


The first user of a mark does not obtain the right to enjoin anyone else from using the 
same or similar mark in another field. 949 


A mark registered in the Patent Office is presumed to be valid; and registration of a 
mark under a state trademark law precludes the registrant from asserting that he is using 
the term in a descriptive sense. 1067 


700.2 THE PRINCIPAL REGISTER 


Since Sec. 33(a) of the Lanham Act refers to “registrant’s right to use the mark in 
connection with goods or services specified in certificate’ . . . “subject to any conditions or 
limitations stated therein,” this necessarily limits the field to which the trademark extends to 
the goods in the registration. The exclusive right to use the mark is limited to use on the 
class described in the application. Whatever was not claimed is not included in or protected 
by the trademark. 490 


700.21 Constructive Notice 


Neither a registration under the Act of 1920, nor a registration under the Lanham Act, 
Supplemental Register, is constructive notice of registrant’s claim to the mark from the 
date of registration. 969 


700.22 Evidence 


CABRETTA (Registrant) for leather billfolds, key cases, change purses. 

Cancellation petition granted. In a cancellation proceeding against a 1943 registration, 
re-published in 1952 under Section 12(c) of the Lanham Act, and for which affidavits under 
Sections 8 and 15 were filed in 1957, evidence established that the mark is a common 
descriptive term for leather made from skins of hair sheep. Whether registration is cancellable 
turns upon the question whether respondent knew these facts when the application was filed, 
rendering the same fraudulent under Section 14(c) of the Lanham Act. The record can only 
lead to the conclusion that the respondent must have known that others were using and had 
a right to use the term. It is therefore concluded that respondent’s registration was fraudu- 
lently obtained. 288 


Petition for cancellation granted. The Board found that although registrant’s registration 
was prima facie evidence of its validity, ownership and exclusive right to use the mark in 
commerce, these presumptions are rebuttable and held the evidentiary burden of proving in- 
validity is thus upon the petitioner. Petitioner rebutted presumptions by showing that reg- 
istrant, at the time it filed its application and for many years prior thereto was not the 
exclusive user of the subject matter for registration and thus burden shifted to registrant 
who submitted insufficient evidence to discharge its burden. 358 


700.23 Incontestability 


A trademark registration, which has become incontestable under the Lanham Act, affords 
the registrant “a conclusive presumption of exclusive right thereto.” 1219 
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700.4 SUPPLEMENTAL REGISTER 


A mark although not entitled to registration on the Principal Register, but which is 
nevertheless capable of distinguishing applicant’s goods from others is entitled to registration 
on the Supplemental Register. 


Particular design of stitching on outer face of mattress held registrable on the Supple- 
mental Register. 636 


The Board found that petitioner’s registration for PIZZABURGER (Supplemental Register) 
was subsisting at the time of the filing by registrant of its application for registration on the 
Supplemental Register and held registrant was not entitled to register its mark PIZZA-BURGER and 
design at the time it filed its application therefor. 1004 


700.5 Prior Acts 
700.52 Act of 1920 
Applicant’s prior registration issued under Act of 1920 required neither proof of distinc- 
tiveness nor use of mark and, therefore, had no bearing on registrability under Act of 1946. 96 


The Commissioner held in a cancellation procedure the question to be decided regarding 
registrations issued under the Act of 1920 was whether or not registrant was entitled to the 
exclusive use of the mark at or since the date of the application for registration thereof. 299 

Registration of FRATELLI FULVI for cheese by an Italian Corporation refused on basis of 
registration issued to agent of applicant under Act of 1920 for FRATELLI FULVI—VITERBO (ITALY) 
for cheese. 651 


750. OWNERSHIP OF TRADEMARK RIGHTS 
750.1 IN GENERAL 


A party who paints his product green may not complain about use of the same color in 
the same manner by a competitor absent a showing of a substantial possibility of confusion 
of source. 1199 


750.2 ABANDONMENT 


Use of a house mark or trade name in conjunction with a product mark does not constitute 
abandonment of the product mark. 68 
Cancellation granted. The Board found that registrant had not used JULEP as part of its 
compound mark, GINGER-MINT JULEP since 1949 or 1950. The statement that registrant at 
some time or other “would go back to using the full name, GINGER MINT JULEP” was insuff- 
cient to overcome prima facie abandonment. 281 


Opposition sustained. The Board found that Opposer had not used mark CONTINENTAL on 
imported china from Germany because of World War II and the need to relocate and build 
a new factory in West Germany, and held such facts excusable nonuse. 369 


The registration of the title (of TV program), the validity of which is challenged by 
the defendant, affords no ground for preliminary injunction since in any event the same basic 
issues must be met by the plaintiff. The registration conferred no greater rights upon the 
plaintiff than he enjoyed at common law. é 503 

Petition for cancellation granted. The Board held petitioner’s evidence of research by 
three leading shoe trade publications which maintained a record of all currently registered 
trademarks pertaining to footwear and inquiries of one of the largest producer of shoe boxes 
was sufficient to establish prima facie showing of abandonment of prior registered trademark 
particularly where registrant took no testimony. 525 

There is no presumption of abandonment from nonuse for one month between successive 
assignments of the mark, or from assignee’s failure to use mark acquired in August 1956 
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until spring of 1957, especially in view of fact that there is little sale for the goods during 
the fall and winter months. 624 


Defendant’s counterclaim alleged plaintiff's mark tTRIcCoFURON for an antibacterial drug 
infringed its rights under its anticoagulant drug trademark TREBURON and the modification 
thereof, TRIBURON, for anti-microbial drug. The mark TREBURON was registered in the Patent 
Office in 1952 and defendant stopped using it in 1953. TRICoFURON was registered in 1956 and 
TRIBURON was registered in 1958. In 1957 defendant did not file required affidavit of use for 
TREBURON allowing it to be canceled. The court held that defendant in 1955 had prima facie 
abandoned its trademark TREBURON and since no present infringement of this mark could exist 
defendant had no basis for alleging such to be the case. 755 


Appellee did not abandon the trade name MIAMI CREDIT BUREAU, INC. when it allowed 
the Florida corporation to be dissolved and when it began using the name CREDIT BUREAU OF 
GREATER MIAMI. 931 


The Court held opposer’s argument sound and found that opposer had not abandoned 
SEW-HANDY as a trademark because of the admission that it had discontinued the use of the 
mark in 1954 on sewing kits but continued to use it on juvenile sewing machines. 992 


As registrant has never used the registered mark for the services described in the regis- 
tration, whatever rights it acquired by assignment of the registration have been abandoned. 1002 

In a cancellation proceeding, registrant asserted petitioner’s registered mark PIZZABURGER 
had been abandoned because registrant had commenced a civil action against petitioner for 
trademark infringement and unfair competition in Nebraska but was unable to effect service 
on petitioner in that state and, further, in conversation with a number of its licensees (located 
in Nebraska) registrant was convinced petitioner no longer used mark PIZZABURGER. The 
Board held that this evidence was hearsay and even if it were otherwise sufficient to show 
nonuse in Nebraska it did not purport to show nonuse in other states. 1003 


Interferences of nonuse (based upon diverse factual situations) are not sufficient to support 
defense of abandonment in opposition proceedings. 1272 


750.3 ASSIGNMENT 


The trademark rights of an association in the mark arcross were purportedly assigned 
to applicant, a member of the association, but since the association maintained the right to 
control the use of the mark by other members of the association, the applicant acquired no 
more rights in the mark than it had before, namely the right to use the mark, subject to 
control by association. Since, at the time applicant filed its application, it did not have 
exclusive use of the mark, nor the right to control the use by others, the application was 
void and a later assignment to applicant was not effective with regard to the present appli- 
cation. However, applicant could file a new application based upon the later assignment. 72 

The transfer by a German corporation to the Attorney General of the United States of 
three applications to register marks based on German registration did not assign to the 
Attorney General the right to process the applications. 91 

Although there was a purported assignment from petitioner to registrant, it did not require 
petitioner to discontinue use of the mark. Petitioner did not discontinue until charged with 
infringement after termination of the relationship. In the circumstances of use the contract 
was either a license or an invalid naked transfer, and petitioner’s rights remain equal if not 
superior to registrant’s rights. 216 

In opposition proceeding, counterclaim for cancellation of registration, on ground of aban- 
donment, is sustained where evidence showed that applicant-assignee had acquired no business 
or good will, i.e., the assignment was a naked transfer of the mark, and had made no subse- 
quent use of the mark. 760 

An agreement which transferred the business was sufficient to evidence and to effectuate 
the intention of the parties to transfer the trademark. 969 
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In a cancellation proceeding, registrant questioned validity of an assignment by which 
petitioner acquired title to the registration of PIZZABURGER because the registration issued to 
Frank Joseph Vanasco and was assigned to the petition by Frank J. Vanasco. The Board held 
that petitioner’s title was not defective because it did not appear that Frank Joseph Vanasco 
and Frank J. Vanasco were not the same individual. 1004 


750.4 LICENSES Articles: 546, 1135 


750.5 RicHT TO REGISTER Article: 35 


A consent decree between applicant and third party provided that if any of three regis- 
trations of third party be canceled, applicant could use any of the names or designs covered 
in said canceled registration. Applicant’s prior petition for cancellation was granted as to one 
of third party’s registrations, but dismissed as to two of third party’s registrations. The Board 
held applicant precluded under Section 2(d) from registering mark similar to canceled reg- 
istration of third party because of third party’s two other existing registrations. 82 


The Board held that two applications based on German registrations in the hands of the 
Attorney General were void as he was not one of the persons identified in Section 44(b) 
capable of prosecuting applications based on foreign registrations. 91 


One primary objective of registration is the creation of a prima facie presumption of the 
exclusive right to use the mark on goods in all commerce lawfully regulated by Congress, 
however, failure to register does not create an estoppel because of laches as neither statutory 
nor common law requires a trademark user to register his marks. 101 


The Trademark Act of 1920, like the Act of 1946 contains no provision for the regis- 
tration of a trademark by an agent on behalf of its principal. 651 


Opposers, subsequent users of DAIRY QUEEN as territorial franchisees, have no standing 
to oppose application (filed by originator of DAIRY QUEEN trademark, trade name and business) 
to register mark for machine for making semi-frozen dairy product. 771 


In a cancellation proceeding, the Board found that at the time of the filing of the appli- 
cation for registration by respondent another importer, under the express provisions of an 
agreement between petitioner and respondent, was entitled to and was in fact distributing 
petitioner’s china under a practically identical mark in the United States and held that 
respondent was not the owner or exclusive user of the mark and was not entitled to register 
the same at the time it sought to register it. 981 


750.6 TiTLE 


The transfer by a German corporation to the Attorney General of the United States of 
three applications to register marks based on German registration did not assign to the 
Attorney General the right to process the applications. 91 


Section titles of a magazine may be registered on the Principal Register under certain 
circumstances, however, applicant only showed that a certain percentage of readers of its 
magazine read the section entitled, youR PET AND MINE, and such evidence is insufficient to 
establish that the magazine section title in question performs a trademark function. 204 


When successive assignments have been recorded and the registration has been renewed 
by the assignee, the papers prima facie show title to the registration and ownership of the 
mark in the assignee. 624 

In a cancellation proceeding, registrant’s claim that petitioner had acquiesced in its assertion 
of ownership of the mark in the United States was rebutted by an agreement between the 
parties wherein petitioner reserved to itself a right, which it subsequently exercised, to import 
goods to the United States for distribution by a party other than registrant. Even if petitioner 
had acquiesced, upon termination of the agreement with registrant the rights in the mark 
reverted to the petitioner. 981 
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300. OTHER STATUTES 
800.2 CopyriGcHTs Article: 135 
800.3 FEpERAL TRADE CoMMISSION Article: 394 


800.4 Foreicn Law Articles: 1, 17, 31, 39, 153, 250, 306, 322, 
333, 371, 406, 410, 463, 555, 562, 564, 735, 
877, 914, 920, 1007, 1035, 1056, 1166, 1187 


800.5 PATENTS Article: 135 


The Board held there was nothing inconsistent about simultaneous existence of a design 
patent on a bottle and a Supplemental Registration of the bottle for its contents. 282 


800.6 State STATUTES 


The fact that parties are not in competition is not fatal to injunctive relief under Massa- 
chusetts “antidilution” statute. 275 
Action under N. Y. Penal Law Section 964 to restrain defendant from using DARLING in 
connection with sale of baby carriages, etc. 
' Summary injunction, once “established in a clear and convincing manner,” is not to be 
defeated by pro forma denials of any intent to deceive or mislead public, particularly where 
“respondent fails by affidavit to establish true issue of fact”. 276 


800.61 In General 


Proceeding under Section 964 of New York Penal Law to summarily enjoin use of name 
WESTBURY MEDICAL CENTER. Application denied without prejudice to institution of an action 
at equity. The Court held in proceedings under Section 964 of N. Y. Penal Law there must 
be shown on the part of respondent an intention to deceive so that he is in effect attempting 
to palm himself or his business off on the public as something he is not. Although such 
intention can be presumed, the Court found there was a genuine issue of fact as to priority 
of use of trade name WESTBURY MEDICAL CENTER. 1124 

Defendant’s motion for summary judgment, based upon dismissal of a prior action, denied. 
The prior action had been brought in the New York Supreme Court under §964 of the New 
York Penal Law which makes it a misdemeanor to use any designation “with intent to deceive 
or mislead the public”, for purposes of trade. The court found that proceedings under §964 
are summary in nature and that relief will be denied if there is a factual issue as to the alleged 
intent to deceive. Observing that the present unfair competition action differs materially from 
the proceeding under §964, the court held that the law of res judicata is inapplicable. 1270 


800.63 Dilution 


The use of an infringing mark dilutes the distinctive quality of plaintiff's mark and 
violates the provisions of Section 22 of the Illinois Trademark Act relating to dilution. 1067 
Defendant proved long prior use of mark yorK for furnace and heating products and Court 
found plaintiff’s use of yorK on furnace and heating products falsely designated the origin of 
plaintiff’s products, diluted the distinctive quality of defendant’s name and mark and was 
likely to cause customers to assume that plaintiff's products were products of defendant. 1226 





